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No. 14124 


QUESTIONS PRESENTED 


In the opinion of appellant, the following questions are 
presented: 


1. In the District Court action under 35 U.S.C. 146, to 
set aside the decision of the Patent Office in Patent Inter- 
ference No. 85,143, did plaintiff Szuecs, the junior party, 
‘‘establish by testimony which in character and amount 
carries thorough conviction’’ (Morgan v. Daniels, 153 U.S. 
120) that the decision of the Patent Office, adverse to 
Szuees on priority of invention, was erroneous? 

2. In the absence of corroboration of plaintiff’s allega- 
tions of reduction to practice of the process in issue, can 
there be, as the District Court held, ‘‘testimony which in 
character and amount carries thorough conviction’’ (Mor- 
gan v. Daniels, 153 U.S. 120, 125), that the decision of the 
Patent Office, adverse to plaintiff on priority of invention, 
was erroneous? 

3. Can the hearsay testimony of the two interested wit- 
nesses for Szuecs and the uncorroborated, undated, incom- 
plete, personal and self-serving recording of an indefinite 
laboratory experiment, coupled with the allegations of 
Szuees, provide the ‘‘character and amount’’ of evidence 
necessary for ‘‘thorough conviction’’ that the Patent Office 
erred in holding that Szuecs failed to establish by adequate 
corroborating testimony that he carried out the process in 
issue before February 8, 1947? 

4. Did the evidence adduced by plaintiff Szuecs in the 
District Court provide the corroboration requisite to proof 
of reduction to practice of the process in issue prior to the 
filing date of the Patent application of defendant’s as- 
signor, Humfeld? 

5. Did the trial court clearly err in setting aside the de- 
cision of the Patent Office and in awarding priority of in- 
vention to plaintiff Szuecs in the absence of testimony which 
clearly and fully corroborated plaintiff’s allegations of ac- 
tual reduction to practice of the process prior to the filing 
date of the Patent application of defendant’s assignor? 


() 
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No. 14124 


Unitep States or AMERICA, AS REPRESENTED BY Kzra Tarr 
Benson, SECRETARY OF AGRICULTURE, APPELLANT 


Vv. 


JOSEPH SZUECS, APPELLEE 


APPEAL FROM THE DECISION, ON REMAND, BY THE UNITED 
STATES DISTRICT COURT FOR THE DISTRICT OF 
COLUMBIA 


BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 


This appeal is from the final decree by the United States 
District Court for the District of Columbia in Civil Action 
3261-53, Joseph Szuecs v. The United States of America, as 
represented by Ezra Taft Benson, Secretary of Agriculture, 
entered July 2, 1957 upon reconsideration following the 
reversal and remand of January 10, 1957, by this Court on 
the previous appeal, No. 13410, titled as in the caption 
hereof. 

This suit was originally filed pursuant to the provisions 
of 35 U.S.C. § 146 (formerly R. 8. 4915) following an ad- 
judication by the Commissioner of Patents in Interference 
Proceeding No. 85,143 (involving conflicting patent appli- 
cations of Joseph Szuecs and Harry Humfeld, defendant’s 
assignor), in which it was held that the junior party, 
Szuecs, had not established actual reduction to practice 


(1) 








2 


of the process in issue prior to the filing date of the Hum- 
feld application and in which priority of invention of the 
interference count was awarded to defendant’s assignor, 
Humfeld. 

Szuecs’ Complaint? in the District Court charged, inter 
alia, that the Commissioner of Patents erred in awarding 
priority of invention to Humfeld, and that the Commis- 
sioner further erred in refusing to grant Letters Patent on 
the application of Szuecs. 

In its answer? the United States of America denied that 
the Commissioner of Patents, through the decision of Board 
of Patent Interferences, erred in awarding priority of in- 
vention to defendant’s assignor, and asserted that plaintiff 
Szuees was not entitled to an award of priority of invention 
and Letters Patent. 

The cause came on for trial before Judges Charles F. 
McLaughlin, and after receiving briefs following the trial, 
the court, on February 20, 1956, entered a ‘‘ Memorandum’’ 
decision * in which it held, inter alza, that plaintiff Szuecs 
was the first inventor of the process in issue, thereby re- 
versing the Patent Office, and was entitled to a decree or- 
dering that the Commissioner of Patents be directed to is- 
sue to Szuecs Letters Patent on his application. (139 F. 
Supp. 464). Upon presentation of Proposed Findings of 
Fact and Conclusion of Law by plaintiff,* the court, on 
March 13, 1956 adopted the same and entered final judg- 
ment,> decreeing that the Commissioner of Patents issue 
Letter Patents on plaintiff Szuecs’ application. 

From the latter decision and decree defendant, the United 
States, filed its original appeal to this Court on May 11, 
1956, pursuant to 28 U.S.C. § 1291.6 By decision and order 


Note: The pagination of the Appendix hereto runs from page la 
to 66a and citations thereto in the footnotes of this brief 
will be indicated as in citations immediately following. 

1 (App. la). 
2 (App. 4a). 
3 (App. 7a). 
* (App. 9a). 
5 (App. 12a). 
6 (App. 13a). 
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of January 10, 1957,’ this Court reversed and remanded 
the case to the District Court. (——U.S. App. D.C.—-, 
240 F. 2d 886). 

On remand, after sige a ot and the filing of briefs, 
the District Court, by Memorandum decision of May 
27, 1957,* merely changed the wordage of the standard of 
proof upon which it had predicated its original decision of 
February 20, 1956 but otherwise adhered to the results of 
that decision, holding Szuecs to be the first inventor. 
(153 F. Supp. 319). Upon the presentation of new pro- 
posed Findings of Fact and Conclusions of Law by Szuecs, 
the District Court, on July 2, 1957 adopted the same ® and 
entered final judgment,” & ain decreeing that the Com- 
missioner of Patents issue Letters Patent to Szuecs on his 
application of April 19, 1948. The present, second, appeal 
was filed by the United States on August 30, 1957,"? pur- 
suant to 28 U.S.C. § 1291. 


STATEMENT OF CASE 


Appellant’s assignor, Dr. Harry Humfeld, filed an appli- 
cation for patent, Ser. No. 4,056 in the United States Patent 
Office on January 23, 1948 (Deft’s Ex. 1), disclosing and 
claiming ‘‘a process for growing mushroom mycelium un- 
der aerated, submerged conditions on a medium made from 
agricultural waste.’? On March 29, 1951, Interference Pro- 
ceeding No. 85,143 was instituted ** between Claim 19, 
which had been found to be patentable, of the Humfeld 
application and the same claim copied as Claim 39 in a 
later patent application Ser. No. 21,845, filed April 19, 1948, 
by Joseph Szuecs, appellee. That claim of the applications 
constituted the count of the Interference and reads as fol- 
lows: 


A process for growing mushroom mycelium, a food- 
stuff, comprising inoculating a sterile liquid, organic- 


7 (App. 15a). 
8 (App. 19a). 
® (App. 23a). 
10 (App. 22a). 
11 (App. 26a). 
12 (App. 53a). 
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material containing nutrient medium with mushroom 
tissue, forcing air into the culture beneath the surface 
thereof, agitating the culture by stirring to disperse the 
air into the culture, and continuing growth under agi- 
tated, aerated, submerged conditions until a substan- 
tial amount of mycelium is produced. 


The invention, as defined by the above count, is a process 
for the cultivation of mushroom mycelium for use as a food. 
The process does not produce the fruiting stalks and caps 
commercially sold as mushrooms but only the mycelium of 
the mushroom plant. Mushroom mycelium corresponds to 
the threadlike filaments which form the intertwined roots of 
the plant. In a fully grown plant these threadlike filaments 
are also present in a somewhat parallel relationship in the 
stalk of the mushrooms and in the mushroom e¢aps they ap- 
pear in a patterned arrangement. The process in issue for 
erowing the threadlike filaments, or mushroom mycelium, 
includes inoculating a sterile liquid nutrient medium with 
mushroom tissue and stimulating growth of the mycelium 
under agitation, aeration, and submerged conditions. In 
the Humfeld patent application (Deft’s Ex. 1) mycelium 
is included in the inventor’s definition of ‘‘tissue’’ which 
is included in the count in issue as the inoculum. 

Szuecs, being the last to file his application in the Patent 
Office, was the junior party and in order to prevail he had 
the burden of proving that the facts regarding priority of 
invention were different from those which are presumed by 
the respective filing dates. (See Rule 257, Patent Office 
Rules of Practice quoted under the next heading.) 

The Board of Patent Interferences, at final hearing, 
awarded priority of invention to Humfeld,™ the senior 
party, on the ground that the testimony given by the sole 
witness for Szuecs was inadequate to corroborate Szuecs’ 
allegations of reduction to practice of the process prior to 
the filing date of the Humfeld application and that ‘‘the 
record fails to show, by adequately corroborated evidence, 


13 (App. 61a). 


5) 


that Szuecs was proceeding with reasonable diligence to- 
ward an actual or constructive reduction to practice during 
any critical period most favorable to him.”’ 

In its decision the Board relied on Jira v. Weber, 201 F. 
2d 914 (C. C. P. A. Patents 1953), which holds that primary 
consideration should be given to the testimony of the in- 
ventor’s witness, or witnesses, since it is well established 
that as to matters relating to inventive acts the testimony 
of an inventor must be adequately corroborated. The 
Board found as a fact that Szuecs relied upon his Experi- 
ment No. 14, as recorded in his laboratory notebook (Pltf’s 
Ex. 7), * for his alleged reduction to practice of the process 
in issue on February 7, 1947. Following that conclusion 
the Board found that ‘‘although Wiles [the only witness 
for Szuecs] saw the apparatus and sampled the product yet 
there is no proof that he saw the experiment which resulted 
in the product.’’* The Board, citing Thurston v. Wulf, 
et al., 164 F. 2d 612 (C. C. P. A. Patents 1947), also held 
that as ‘‘any knowledge Wiles may have had in respect to 
the actual performance of Experiment 14 was indirect and 
was told him by the inventor, his testimony is inadequate 
to establish that Szuecs carried out the process in issue.’’ *® 

In the de novo proceeding in the District Court, plaintiff 
Szueces introduced evidence, on the issue of priority, which 
he failed to present during the Interference proceeding. 
This evidence consisted of (1) a drawing (Pltf’s Ex. 1) 
showing a piece of equipment allegedly similar to that al- 
legedly used by plaintiff Szuecs in Experiment 14, and (2) 
testimony of the plaintiff’s wife, Mrs. Joseph Szuecs. Al- 
though no showing was made as to why that evidence could 
not have been presented in the Interference proceeding, 
the evidence was received over defendant’s objection (R. 
47-53, 193-203). In addition to this so-called new evidence 
plaintiff recalled Wiles **? who had testified in the Inter- 


14 (App. 51a). 
15 (App. 63a). 
16 (App. 63a). 
17 (App. 28a). 
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ference proceeding.’® The testimony of the witness Wiles, 
who was Szuecs’ business associate, before the trial court 
was essentially the same hearsay as his testimony * before 
the Patent Office. 


The trial court, after hearing all the testimony, found: 


* * * that the testimony of Plaintiff, and of witnesses 
in corroboration thereof, establishes by a preponder- 
ance of the evidence that the Plaintiff reduced the proc- 
ess to practice on February 7, 1947, and that he was 
first to reduce the process to practice. The Court, in 
the circumstances, finds that the Plaintiff was the first 
inventor. 


Since there was no corroboration of plaintiff’s alleged re- 
duction to practice, the trial court, in holding as it did, (1) 
obviously ignored the rule that corroborating evidence is 
required in cases of this character. As stated in Allen v. 
Blazsdell, et al., 196 F. 2d 527, 529, the rule ‘‘is inviolable 
and the tribunals of the Patent Office and the courts may 
not depart from it,’’ and a claimant who has the burden of 
proof as to priority of reduction to practice “cannot prevail 
upon the basis of his own testimony standing alone’’. (2) 
In so holding, the trial court ignored the mandate of the Su- 
preme Court in Morgan v. Daniels, 153 U. S. 120, 125, that 
to reach a conclusion contrary to that of the Patent Office, 
the standard proof ‘‘is not a preponderance of the evi- 
dence’’ but is that it must be ‘‘established by testimony 
which in character and amount carries thorough convic- 
tion’’ that the decision of the Patent Office was erroneous. 
And (3) in so holding, the trial court obviously failed to 


consider that neither Wiles nor Mrs. Szuecs was a disin- 


terested witness, and that little or no weight should be given 
evidence which should have been presented in the Interfer- 
ence proceeding. The latter was clearly pointed out in Per- 
kins, et al. v. Lawrence Sperry Aircraft Company, Inc., 57 
F. 2d 719, 720 (D. E. D. N. Y. 1932); Daggett & Ramsdell, 


18 (App. 57a). 
19 (App. 37a and 59a-60a). 


_ 
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Inc. v. Marzall, 128 F. Supp. 906 (D. D. C. 1954) ; O’Donnell 
v. United Shoe Machinery Co., et al., 2 F. Supp. 178, 181 
(D. Mass. 1933); and Barrett Co. v. Koppers Co., 22 F. 2d 
395 (3d Cir. 1927). 

In view of the foregoing instances in which the trial 
court’s decision was clearly erroneous, defendant filed its 
previous appeal to this Court on May 11, 1956, in which the 
following questions were presented: 


1. In the District Court action under 35 U. 8S. C. 146 
to set aside the decision of the Patent Office in Patent 
Interference No. 85,143, did plaintiff Szuecs ‘‘establish 
by testimony which in character and amount carries 
thorough conviction’? (Morgan v. Daniels, 153 U. 8. 
120) that the decision of the Patent Office on priority 
of invention was erroneous? 

2. Did the evidence adduced by plaintiff in the Dis- 
trict Court provide the corroboration requisite to proof 
of reduction to practice of the process in issue prior 
to the filing date of the Patent application of appel- 
lant’s assignor? 

3. Did the trial court clearly err in setting aside the 
decision of the Patent Office and in awarding priority 
of the invention in issue to plaintiff in the absence of 
testimony which clearly and fully corroborated plain- 
tiff’s allegations of actual reduction to practice of the 
process prior to the filing date of the Patent application 
of appellant’s assignor? 


By its decision of January 10, 1957, this Court rested its 
order of reversal and remand to the trial court upon the 
issue presented by question No. 1 above, and since its deci- 
sion on that issue was dispositive of the appeal the opinion 
of this Court did not include a consideration of or decision 
on the issues presented by questions 2 and 3, above. More 
specifically, this Court’s reversal and remand was predi- 
cated upon its conclusion that the trial court erred in ap- 
plying the wrong standard of proof.*° It said that the stand- 


20 As an assigned error, consonant with question No. 1 above, 
defendant urged that “The District Court erred in relying upon the 
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ard of proof which must be applied by the District Court in 
cases under 35 U.S. C. § 146, to reach a conclusion contrary 
to that of the Patent Office, ‘‘is not a preponderance of the 
evidence,’’ as found by the District Court, but zs that the de- 
cision of the Patent Office must be accepted as controlling 
“‘unless the contrary is established by testimony which in 
character and amount carries thorough conviction.’’*! Cit- 
ing Morgan v. Daniels, 153 U. S. 120, 125 and this Court’s 
decision in Esso Standard Oil Co. v. Sun Oil Co., 97 App. 
D. ©. 154, 229 F. 2d 37. (Italics added.) 


On reargument in the District Court, pursuant to the re- 
mand, it was again strenuously urged, both in the argument 
and the Government’s brief, that to reach a conclusion con- 
trary to that of the Patent Office under the correct standard 
of proof rule of ‘‘thorough conviction’’ there must be 
creditable testimony which is fully corroborative of Szuecs’ 
allegations of reduction to practice prior to Humfeld’s date. 
In other words it was urged that there could be no 
‘‘thorough conviction’’ of error by the Patent Office, nor 
thorough conviction of reduction to practice by Szuecs, 


prior to Humfeld’s date, in the absence of fully corroborat- 
ing testimony. 

The District Court in its Memorandum™ decision of 
May 27, 1957, on remand, ignored the facts and the law re- 
quiring corroboration and merely changed the basis for the 
holding in its original decision from: 


The Court finds that the testimony of Plaintiff, and 
of witnesses in corroboration thereof, establishes by a 
preponderance of the evidence that the Plaintiff re- 
duced the process to practice on February 7, 1947, and 
that he was first to reduce the process to practice. The 


rule of ‘preponderance of the evidence,’ for overturning the decision 
of the Patent Office, instead of the established rule in such actions 
that the Patent Office decision must be accepted as controlling, 
unless the contrary is established by evidence ‘which in character 
and amount carries thorough conviction.’ ” 

21 (App. 16a). 

22 (App. 19a). 
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Court, in the circumstances, finds that the Plaintiff was 
the first inventor.” 


to read: 


The Court finds that it is established by the testimony 
of Plaintiff, and of witnesses in corroboration thereof, 
which testimony the Court finds to be testimony which 
an character and amount carries thorough conviction, 
that the Plaintiff reduced the process to practice on 
February 7, 1947 and that he was first to reduce the 
process to practice. The Court in the circumstances, 
finds that Plaintiff was the first inventor. (Italics 
added.)** 


In order for the District Court to reach the conclusion 
that the testimony on behalf of Plaintiff carried ‘‘thorough 
conviction’’ that the decision of the Patent Office was 
erroneous, the court either ignored the ‘‘inviolable’’ rule 
requiring corroboration and relied solely upon plaintiff’s 
testimony, or it disbelieved the testimony of plaintiff’s only 
witnesses, Wiles and Mrs. Szuecs, who denied witnessing 
the alleged performance of the process by plaintiff. A 
fuller discussion of the lack of corroboration for Szuecs’ 
allegations of reduction to practice is set forth under the 
heading ‘‘Argument’’ hereinafter. 


STATUTES AND RULE INVOLVED 


35 U. 8. C. § 135.—Whenever an application is made 
for a patent which, in the opinion of the Commissioner, 
would interfere with any pending application, or with 
any unexpired patent, be shall give notice thereof 
to the applicants, or applicant and patentee, as the 
case may be. The question of priority of invention 
shall be determined by a board of patent interferences 
(consisting of three examiners of interferences) whose 
decision, if adverse to the claim of an applicant, shall 
constitute the final refusal by the Patent Office of the 
claims involved, and the Commissioner may issue a 


23 (App. 8a). 


% (App. 21a). 
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patent to the applicant who is adjudged the prior in- 
ventor. A final judgment adverse to a patentee from 
which no appeal or other review has been or can be 
taken or had shall constitute cancellation of the claims 
involved from the patent, and notice thereof shall be 
endorsed on copies of the patent thereafter distributed 
by the Patent Office. 


A claim which is the same as, or for the same or 
substantially the same subject matter as, a claim of 
an issued patent may not be made in any application 
unless such a claim is made prior to one year from 
the date on which the patent was granted (R. S. 4904, 
4903; 35 U. S. C., 1946 ed., 52, 51). 


35 U. 8. C. § 146.—Any party to an interference dis- 
satisfied with the decision of the board of patent inter- 
ferences on the question of priority, may have remedy 
by civil action, if commenced within such time after 
such decision, not less than sixty days, as the Commis- 
‘sioner appoints or as provided in section 141 of this 
title, unless he has appealed to the United States Court 
of Customs and Patent Appeals, and such appeal is 

pending or has been decided. In such suits the record 

in the Patent Office shall be admitted on motion of 
either party upon the terms and conditions as to costs, 
expenses, and the further cross-examination of the 
witnesses as the court imposes, without prejudice to 
the right of the parties to take further testimony. 
~The testimony and exhibits of the record in the Patent 
Office when admitted shall have the same effect as if 
- originally taken and produced in the suit. 


Such suit may be instituted against the party in 
interest as shown by the records of the Patent Office 
at the time of the decision complained of, but any party 
in interest may become a party to the action. If there 
be adverse parties residing in a plurality of districts 
not embraced within the same state, or an adverse 
party residing in a foreign country, the United States 
- District Court for the District of Columbia shall have 
jurisdiction and may issue summons against the ad- 
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verse parties directed to the marshal of any district 
in which any adverse party resides. Summons against 
adverse parties residing in foreign countries may be 
served by publication or otherwise as the court directs. 
The Commissioner shall not be a necessary party but 
he shall be notified of the filing of the suit by the clerk 
of the court in which it is filed and shall have the right 
to intervene. Judgment of the court in favor of the 
right of an applicant to a patent shall authorize the 
Commissioner to issue such patent on the filing in the 
Patent Office of a certified copy of the judgment and 
on compliance with the requirements of law. (R. S. 
4915; 35 U.S. C., 1946 ed., 63. Act Mar. 3, 1927, ch. 
364, 44 Stat. 13894 and Oct. 31, 1951, ch. 655, sec. 53a, 
65 Stat. 728; 35 U.S. C., 1946 ed., 72a.) 

28 U. 8S. C. § 1291.—The courts of appeals shall have 
jurisdiction of appeals from all final decisions of the 
district courts of the United States, the District Court 
for the Territory of Alaska, the United States District 
Court for the District of the Canal Zone, and the Dis- 
trict Court of the Virgin Islands, except where a direct 
review may be had in the Supreme Court. 

Rule 257, Patent Office Rules of Practice-—Burden 
of Proof. The parties to an interference will be pre- 
sumed to have made their inventions in the chronologi- 
cal order of the filing dates of their applications for 
patents involved in the interference or the effective 
filing dates which such applications have been ac- 
corded; and the burden of proof will rest upon the 
party who shall seek to establish a different state of 


facts. 


STATEMENT OF POINTS 





Appellant assigns as errors on appeal the following: 


1. The District Court erred in holding that Szuecs ‘‘was 
the first inventor’’ of the process in issue on the basis ‘‘ that 
it is established by the testimony of plaintiff [Szuecs], 
and of witnesses in corroboration thereof, which testimony 
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the Court finds to be testimony which in character and 
amount carries thorough conviction, that the plaintiff re- 
duced the process to practice on February 7, 1947.’’ 

2. The District Court erred in holding that the testimony 
of Szuecs, regarding his alleged reduction to practice of 
the process in issue on February 7, 1947, was corroborated. 

3. The District Court erred in holding that there was 
corroborating evidence of Szuecs’ allegations of having 
reduced to practice the process in issue prior to the filing 
date of the Humfeld application. 

4. The District Court erred in awarding priority of in- 
vention of the process in issue to Szuecs without a finding 
that the decision of the Patent Office, awarding priority 
to Humfeld, was ‘‘clearly erroneous.’’ 

5. The District Court’s finding that Szuecs reduced to 
practice the process in issue on February 7, 1947, and is 
the first inventor of said process is clearly erroneous be- 
cause it is unsupported by and contrary to the evidence, 
and is without support of corroborative evidence. 


6. The District Court erred in admitting in evidence and 
relying on the so-called new evidence, namely testimony 
of Mrs. Joseph Szuecs and the drawing of a fermenter, 
without requiring plaintiff to show cause why the trial 
court should consider said evidence which plaintiff failed 
to present to the Patent Office. 


SUMMARY OF ARGUMENT 


I 


The appellant asserts that the Board of Patent Inter- 
ferences was correct in its decision awarding priority of 
invention to appellant’s assignor, Harry Humfeld, on the 
ground that Szuecs’ testimony, regarding his alleged re- 
duction to practice of the process in issue, was not corrobo- 
rated. The evidence produced by Szuecs at the trial was 
essentially the same as that presented to the Patent Office, 
and the trial court clearly erred in setting aside the deci- 
sion of the Patent Office. 
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II 


In the trial de novo, under 35 U. S. C. § 146, plaintiff 
Szuecs had the burden of establishing, by testimony which 
in character and amount carries thorough conviction, that 
the Patent Office erred in holding Szuees failed to prove 
reduction to practice for want of corroborative testimony. 
Appellant asserts there can be no ‘‘thorough conviction,’’ 
of error in the holding the Patent Office, in the absence of 
testimony before the District Court in full corroboration of 
Szuecs’ allegations of reduction to practice. 

Appellant asserts further that the ‘‘thorough convic- 
tion’? standard of proof, for the establishment of error in 
the decision of the Patent Office on reduction to practice, in 
eases under 35 U. S. C. 146, does not obviate the inviolable 
rule that full corroboration of allegations of reduction to 
practice is estential in order to succeed. 


Til 


The only evidence introduced by the plaintiff below which 
was not presented to the Patent Office regarding his alleged 
reduction to practice (the only issue before this Court) 
was limited to the testimony of plaintiff’s wife, which was 
of the same hearsay nature as the testimony of plaintiff’s 
witness Wiles before the Patent Office. The corroborative 
effect of a wife’s testimony is questionable (Harter v. 
Barrett, 24 App. D. C. 300 (1904); Brydle v. Honigbaum, 
54 F. 2d 147 (C. C. P. A. Patents 1931)), and irrespective of 
the weight to be given such testimony it nevertheless must 
be specific, not general, and of personal knowledge. Kendall 
v. Searles, 173 F. 2d 986 (C. C. P. A. Patents 1949.) 

The only other evidence before the lower court, which is 
akin to the issue now before this Court, which was not before 
the Patent Office goes to conception of the idea, as dis- 
tinguished from reduction to practice, and consisted of a 
drawing (Pltf’s. Ex. 1) of a fermenter, allegedly similar to 
a part of the equipment allegedly used for the reduction to 
practice of the process in issue. 


25 (R. 254-267, 301-352). 
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Furthermore, no reason was given as to why the testimony 
of Mrs. Szuecs and the drawing were not presented before 
the Patent Office, and under those circumstances the trial 
court erred in receiving said evidence over defendant’s 
objections. 

IV 


Inconsistent statements in plaintiff Szuecs’ own testimony 
also establish that the documentary evidence and the testi- 
mony of the witnesses are not corroborative of Szuecs’ alle- 
gations as to reduction to practice. Since the inventor’s 
testimony must be adequately corroborated, the failure of 
corroborating evidence makes it unnecessary to consider 
Szuecs’ own testimony. Jirav. Weber, 201 F. 2d 914 (C. C. 
P. A. Patents 1953). 


Vv 


The testimony of Wiles and Szuecs’ wife, both being 
interested witnesses, was nothing more than self-serving 
declarations and was predicated on hearsay. Their incom- 
plete, conflicting information of the alleged performance 
was admittedly derived from Szuecs, and as such is insuf- 
ficient to corroborate his alleged reduction to practice. 


VI 


Self-serving unwitnessed documents of Szuecs, such as 
undated pages from his laboratory notebook (Pltf’s. Ex. 
7), have no corroborative value with respect to reduction 
to practice. In fact, contrary to plaintiff’s Findings 13-16, 
adopted by the trial court, Szuecs and his counsel admitted 
that the documents relied on do not disclose vital steps of 
the process in issue. 

Vil 


Under the general rule that ‘‘a finding of fact by the Dis- 
trict Court, sitting without a jury, may be set aside on appeal 
only if it is clearly erroneous,’’ the decision of the trial 
court awarding priority to Szuecs must be set aside, since 
there is no evidence corroborating plaintiff’s alleged reduc- 
tion to practice of the process in issue. 
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REPORT OF THE COMMISSION 
By tHE Commission: 


These five complaints raise the same issues and will be 
considered in one report. Exceptions to the report and 
order recommended by the examiner were filed by the com- 
plainants, to which defendants and interveners replied, and 
the issues were argued orally. Our conclusions differ from 
those recommended. Exceptions and requested findings not 
specifically discussed in this report nor reflected in our 
findings or conclusions have been considered and found 
not justified. 

In the title proceeding, by complaint filed on August 1, 
1955, the complainant, through the Department of Justice, 
alleges that the rates* charged by the defendants,* motor 
common carriers, on (1) a shipment of mosquito netting, 
118,206 pounds, from Camp Lejune, N. C., to Philadelphia, 
Pa., on July 11, 1951; (2) a shipment of paper, paper arti- 
cles, and office supplies, 24,896 pounds, from Bellbluff, Va., 
to Boston, Mass., on March 30, 1944; (3) a shipment of soap 
powder and washing and polishing compounds, 22,836 
pounds, from Quonset Point, R. I., to Bainbridge, Md., on 
March 21, 1951; (4) a shipment of radio transmitting and 
receiving sets combined, 1,677 pounds, from Waltham, 
Mass., to Washington, D. C., on July 25, 1951; and (5) a 
shipment of one plant water-purifier system, 9,150 pounds, 
from Rutland, Vt., to Fort Belvoir, Va., on June 12, 1947, 
were, are, and for the future will be unjust and unreason- 
able. 

In Nos. MC-C-1827 and MC-C-1827 (Sub-No. 1), by com- 
plaints filed on July 11 and 15, 1955, respectively, the com- 
plainant, a corporation, alleges that the rates charged by 
the defendants,* motor common carriers, on 3 truckload 
shipments of straight steel tubing from Toledo, Ohio, to 


2 Rates are stated per 100 pounds. 


3 Davidson Transfer & Storage Company, Inc., Thurston Motor Lines, Inc., 
Holland Transportation Company, Inc., Rand Express Freight Lines, Inc., 
Plymouth Rock Transportation Corporation, and H. T, Welch Company. 


4Gateway Transportation Company, Robertson Transportation Company, 
Shippers Dispatch, Inc., and Merchants Motor Freight, Inc. 
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LaCrosse, Wis., and Minneapolis, Minn., during the period 
March 24 through September 3, 1952, were, are, and for the 
future will be unjust and unreasonable, in violation of sec- 
tion 216(d) of the Interstate Commerce Act. 

In Nos. MC-C-1832 and MC-C-1908, by complaints filed 
on July 18 and December 19, 1955, respectively, the com- 
plainant corporation alleges that the rates charged by the 
defendants,* motor common carriers, on 27 truckloads of 
bar or hoop iron, strip steel, and steel stampings from Erie, 
Leechburg, West Leechburg, and Brackenbridge, Pa., to 
Minneapolis, on and between September 27, 1952 and No- 
vember 23, 1953, were, are, and for the future will be unjust 
and unreasonable, in violation of section 216(d) of the act. 

The Middle Atlantic Conference, an association of motor 
common carriers, intervened in support of its members, de- 
fendants in No. MC-C-1849, which was handled under the 
modified procedure. Two other motor common-carrier as- 
sociations, Middlewest Motor Freight Bureau and Central 
States Motor Freight Bureau, intervened in support of 
their members, defendants in Nos. MC-C-1827, MC-C-1827 
(Sub-No. 1), MC-C-1832, and MC-C-1908, which were orally 
heard on a consolidated record. 

In each of the complaints, the complainants seek a de- 
termination of the justness and reasonableness of the rates 
charged on their past shipments, and a prescription of just 
and reasonable rates for the future. No evidence was intro- 
duced concerning the lawfulness of present and future 
rates. Thus, the complainants have limited the relief 
sought to a determination of just and reasonable rates on 
past shipments. 

On the shipments made by the Toledo Steel Tube Com- 
pany and the Minneapolis Honeywell Regulator Com- 
pany, covered by the four embraced complaints, the 
defendants collected the applicable rates, and these 
complainants have sued for recovery of alleged damages, 
by reason of unjust and unreasonable rates, in the 
Municipal Court of Cook County, Ill., within the period 

5 Akron-Chicago Transportation Company, Inc., Associated Freight Forward- 


ers, Inc., Gateway Transportation Company, Transport Motor Express, Inc., 
and United Shipping Company. 
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provided by the statute of limitations of that juris- 
diction, with the request that action be held in abeyance 
pending an administrative determination by us. 

On the shipments made by the Government, charges were 
collected by the defendants prior to audit by the General 
Accounting Office. Subsequently, the defendants received 
notices of overpayment from that office seeking refunds to 
the extent that the rates charged exceeded those which the 
Office claimed should have been charged. Each of the no- 
tices contained a statement that unless the claimed over 
payment was refunded within 60 days, deductions to the 
extent of the claimed overpayment might be made from 
amounts otherwise due the defendants, as provided in 
section 322 of the Transportation Act, 1940, 54 Stat. 955. 
To avoid such deductions, the defendants paid the claimed 
overpayment, and later, on February 12, 1955, sued the 
Government in the United States District Court for the 
District of Columbia, Civil Action No. 637-55, pending, for 
recovery of the amounts on the ground that the rates 
charged were the legal rates and that the General Account- 
ing Office cannot usurp the exclusive prerogative of the 
Commission to determine the reasonableness of motor- 
carrier rates. Thereupon the Government filed the com- 
plaint in No. MC-C-1849, and obtained a stay of the court 
action pending determination of the issues in the complaint. 

The defendants and interveners move for dismissal of the 
complaints on the ground that this Commission is without 
jurisdiction to determine the justness and reasonableness 
of motor common-carrier rates charged on past shipments, 
citing Montana-Dakota Utilities Co. v. Northwestern Public 
Service Co., 341 U. S. 247. In that case a public-utility 
electric company engaged in interstate commerce and sub- 
ject to the Federal Power Act sued the Northwestern Pub- 
lic Service Company, another public-utility electric com- 
pany subject to the same act, in a federal district court. 
While under the same management through interlocking 
directorates and joint offices with the approval of the Fed- 
eral Power Commission, Montana-Dakota’s predecessor 
and Northwestern interchanged electric energy, shared ex- 
penses, and made a number of intercompany contracts 
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establishing rates and charges which were filed with and 
accepted by the Power Commission. After separation of 
their management, Montana-Dakota sued to recoup losses 
alleged to have resulted from its predecessor paying un- 
reasonably high charges for power furnished by North- 
western, and receiving unreasonably low rates for power 
furnished to Northwestern. It alleged that these rates and 
charges were fraudulent and unlawful, and were due to 
the interlocking direct rates which prevented protest to 
the Power Commission and the establishment of reasonable 
rates and charges pursuant to the provisions of the Power 
Act. The District Court awarded damages. The Court of 
Appeals reversed the judgment on the ground that the 
District Court was without jurisdiction. It held that under 
the power Act, the jurisdiction to determine just and rea- 
sonable rates was given to the Power Commission exclu- 
sively, and that Montana-Dakota was not entitled to judicial 
relief for a supposed injury until the prescribed adminis- 
trative remedy had been exhausted. 

The Supreme Court affirmed dismissal of the complaint 
by the Court of Appeals, but on different grounds. It held 
that since the complaint asserted a cause of action under 
the Power Act, the District Court had jurisdiction to de- 
termine whether it stated a cause of action maintainable 
in a federal court, and if so, whether it was sustained on 
the facts; that the complaint stated no cause of action 
maintainable in a federal court, because under the Power 
Act the right to a reasonable rate is the right to the rate 
filed with or fixed by the Power Commission, and, except 
for review of the Power Commission’s order, a court can 
assume no right to a different rate on the ground that, in 
the opinion of the court, such different rate is a more rea- 
sonable rate. The Court held, further, that in the absence 
of diversity of citizenship, the allegation of fraud did not 
state a cause of action maintainable in a federal court; and 
that since the case involved only issues which a federal 
court cannot decide and can only refer to an administrative 
body which also would have no independent jurisdiction to 
decides not being authorized by the Power Act to grant 
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reparations for unreasonable rates collected in the past, 
the complaint had to be dismissed. 

We recognize, of course, that the Commission lacks 
authority to award reparation for damages sustained by 
the payment of charges based on unreasonable motor 
carrier rates, and that there are similarities in the provi- 
sions of the Federal Power Act and Interstate Commerce 
Act regarding the duties of the members of the regulated 
industries to establish, and the authority of the administra- 
tive agencies to require, just and reasonable rates and 
charges. However, we do not interpret the Montana-Dakota 
ease as holding that where a cause of action to which the 
issue of reasonableness is subsidiary is maintainable in the 
court in which it is brought, reasonableness issue may not 
be determined by the proper adminisrative body. It should 
be noted that it is not our province to pass on the ultimate 
questions of whether complaints or defendants in the pres- 
ent proceeding would prevail in the pending court actions. 

The question of our authority to pass upon the reason- 
ableness of motor-carrier rates in the past was first con- 
sidered in W. A. Barrow Porcelain Enamel Co. v. Cushman 
N. Delivery, 11 M. C. C. 365 (1939), in which division 5 
stated, at page 367: 


Under section 216(e) of the act we are authorized to 
entertain complaints alleging violations of sections 
216 and 217 and to prescribe lawful rates for the 
future. We consider as a necessary part of this power 
the authority to examine the entire rate situation 
under consideration and determine what rates were 
applicable and lawful on past shipments when that 
issue is raised. When issues as to the applicability 
and lawfulness of rates are presented in complaints, 
the parties are entitled to a determination of those 
issues although the rates in effect when the shipments 
moved may have been changed prior to our determina- 
tion of the issues. Findings on the applicability and 
lawfulness of charges on past shipments, if they served 
no other purpose, would be valuable future guides to 
shippers and carriers. Although we are without power 
to award reparation under the Motor Carrier Act, 1935, 
we construe the provisions thereof as conferring power 
on us to make findings whether rates charged in the 
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past were applicable and lawful. This conclusion is, 
we believe, supported by the reasoning of the United 
States Supreme Court in Texas & P. Ry. Co. v. Abilene 
Cotton Oil Co., 204 U.S. 426. 


In 1944, in Bell Potato Chip Co. v. Aberdeen Truck Inne, 
43 M. C. C. 337, we undertook a thorough reexamination of 
the matter. After discussing prior proceedings, and re- 
affirming the view that we have jurisdiction, based upon 
consideration, not only of the general powers expressly 
conferred in section 216 (b), (d)*® and (e) and section 
204 (a) (6), (¢), and (d), but also those powers which, upon 
consideration of the act as a whole, may reasonably be 
deemed to be implicit in the statute, we stated (pages 341- 
342): 


The duties and obligations of common carriers by 
railroad and by motor vehicle with respect to rates 
and charges have been placed by Congress upon the 

same footing. As with railroads, motor carriers have 
the right initially to establish rates, and carriers and 


shippers are bound to treat such rates as lawful until 
‘they have been declared unlawful by the Commission. 
' Charges for transportation by both classes of carriers 
‘“shall be just and reasonable, and every unjust and 
unreasonable charge * * * is prohibited and declared 
to be unlawful.’’ Section 1(5)(a) and section 216(d). 
The charges of both must not be unjustly discrimina- 
tory or unduly prejudicial or preferential. Section 2, 
- section 3(1), and section 216(d). Each class of carrier 
must adhere strictly to its filed tariffs, and departures 
and variations therefrom are forbidden. Section 6 (7) 
and section 217(b). Pennsylvania R. Co. v. Interna- 
— tional Coal Muming Co., 230 U. S. 184, 196. 

To hold that a motor carrier which has violated any 
of these prescribed duties is immune to civil liability 
to one injured thereby while rail and water carriers 
similarly offending must respond in damages would be 
not only at variance with the fundamental rule of 


6 Section 216(d) provides, with the emphasis supplied: 


All charges made for any service rendered or to be rendered by any 
‘ ¢ommon carrier by motor * * * shall be just and reasonable, and every 
unjust and unreasonable charge * * * is prohibited and declared to be 
unlawful * * * 
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ubt gus bi remedium but would also disregard the 
provisions of sections 216(j), 217(b), and 22, which 
preserve all common-law and statutory remedies. The 
statute, by declaring unlawful and prohibiting un- 
reasonable and discriminatory rates, has superseded 
the common-law right, but has not abrogated remedies 
heretofore recognized. See Texas & P. Ry. Co., v. 
Abilene Cotton Oil Co., 204 U. S. 426; Mitchell Coal & 
Coke Co. v. Pennsylvania R. Co., 230 U. S. 247, 258.* * * 

How, then, is a shipper who has been injured by the 
exaction of an unlawful motor-carrier rate to obtain 
redress against an unwilling carrier? The answer is, 
in the courts. But such actions, being transitory, will 
be justiciable in many different jurisdictions. In this 
situation, the reasoning of the Abilene case becomes 
equally cogent here. If uniformity and the equality of 
motor-carrier rates are to be maintained, whether there 
be involved the lawfulness of past or present rates, 
the same necessity exists for having the matter settled 
by a single tribunal. It was pointed out in Baltimore 
& Ohio R. Co. v. Pitcairn Coal Co., 215 U. S. 481, that 
the fundamental principie upon which the Abilene case 
was decided was the ‘‘inextricable confusion’’ that 
would arise if separate courts and juries passed upon 
the reasonableness of past rates without prior ad- 
ministrative determination. In the omission in part 
II of reparation provisions comparable to those in part 
I, we find no warrant for holding that past unlawful- 
ness of motor-carrier rates is a matter to be left ex- 
clusively to the particular court in which an aggrieved 
shipper may seek relief. 

The basic authority to make findings of past unlaw- 
fulness is in those provisions of part I which impose 
the duty upon the carrier of maintaining reasonable 
and nondiscriminatory rates. A like administrative 
jurisdiction is to be found in part IT even though the 
procedural authority has been withheld. 

We are satisfied that the rationale of the Abilene 
case has been translated into legislative grant under 
part II and that damages for the exaction of an un- 
reasonable rate, specifically forbidden, are not recover- 
able without a determination by us of what was the 
reasonable rate whereby they may be measured. 


Arizona Sand & Rock Co. v. Southern Pac. Co., 280 
I. C. C. 285, is an example of the exercise of the Commis- 
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sion’s authority to make an administrative determination 
where limitation provisions of the act would have barred 
consideration of a reparation award by us as to most of the 
shipments. <A railroad sued in a district court for demur- 
rage charges which the receiver of shipments had refused 
to pay on the ground that they were inapplicable and un- 
reasonable. The receiver filed a complaint with this Com- 
mission, and its motion to hold the court suits in abeyance 
pending the conclusion of the administrative proceeding 
was granted. Most of the shipments had been delivered 
more than two years prior to the filing of the complaint, 
and the latter had not been filed within 90 days from the 
time the suits were instituted. However, stating that it 
was the Commission’s practice to assist the courts in such 
instances, and that declaratory orders in such circumstances 
were authorized by section 5(d) of the Administrative Pro- 
cedure Act, the division proceeded to consider the merits. 
More in point, and illustrative of the growing number of 
situations in which the rates of competing modes of trans- 
portation must be considered simultaneously, is Barbasol 
Co. v. Aberdeen & R. R. Co., 274 I. C. C. 367, in which the 
complaint assailed as unreasonable and discriminatory, 
in the past and for the future, both rail and motor carrier 
ratings and rates applicable on brushless shaving cream 
throughout extensive territories. Division 3 found that in 
the past certain motor-carrier rates and ratings were un- 
reasonable, and that for the future the assailed rates and 
ratings would be unreasonable to the extent that they ex- 
ceeded those applying on other toilet preparations. 

‘We adhere to the position which we have consistently fol- 
lowed in the Bell Potato Chip case, swpra, and similar cases. 
In keeping with the established principle that the question 
of reasonableness is for the Commission and not the courts, 
United States v. Western Pacific R. Co., 352 U. S. 59, 64, 
68, and in consideration of the powers expressly conferred 
by, and which may reasonably be implied from, the Inter- 
state Commerce Act, we conclude that in this proceeding 
we may determine the reasonableness of the rates charged 
in aid of the court actions previously filed. 
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We reach now the merits in the respective proceedings. 
In the titled complaint, the shipment of mosquito netting 
from Camp Lejeune to Philadelphia was charged a through 
class rate of $2.49. The shipment was routed ‘‘Thurston 
Motor Lines, Inc., & Davidson Transfer Co.,’’ and was in- 
terchanged at Richmond, Va. A combination rate of $1.77 
was available, composed of an exceptions rate of 55 cents 
to Kinston, N. C., and a commodity rate of $1.22 from 
Kinston to Philadelphia, applying over the lines of Thurs- 
ton to Richmond, the point of interchange, thence David- 
son. The defendants contend that the 55-cent factor was 
depressed to meet rail competition on textiles in the South, 
but the evidence in this respect is not convincing. There 
was no indication in the tariff that the rate was depressed 
or that it could not be used in making through combina- 
tions. 

The shipment of paper, paper articles, and office supplies 
from Bellbluff to Boston was charged a through class rate 
of $1.27, and was routed over the lines of Davidson and 
Holland Transportation Company, Inc. The delivering 
carrier executed a waiver to permit Davidson to collect the 
charges. Based on individual ratings and related rate 
factors from Bellbluff to New York, ranging from 41 to 81 
cents, applied to the actual weights of the various articles 
comprising this shipment, and a rate of 42 cents from New 
York, N. Y., to Boston applied to the total weight of the 
shipment, combination rates lower than the through rate 
were available. The shipment of soap powder and wash- 
ing and polishing compounds from Quonset Point to Bain- 
bridge was charged a through class rate of $1.05, while a 
combination of a class 5 rate of 49 cents applied to the 
actual weight, from Quonset Point to New York, and a 
class 5 rate of 37 cents, minimum 23,000 pounds, from 
New York to Bainbridge, was available and would have 
resulted in lower charges. 

With respect to the two shipments last described, the 
rates charged reflected minimum class-rate restrictions, or 
rate ‘‘stops’’. The defendants claim that the rate stops 
were justified in the period of national emergency when 
those shipments moved, citing Transamerican Freight 
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Lines, Classes in Central Territory, 43 M. OC. C. 189, and 
Minimum Class Rate Restrictions, Central and Eastern 
States, 44 M. C. C. 367. The former concerned a 1944 pro- 
posal to increase existing minimum class rates to offset 
increased operating costs. In finding the proposal ill-con- 
ceived and unjust and unreasonable, division 2 counte- 
nanced the existing rate stops during the then national 
emergency ‘‘to insure that all traffic transported by motor 
common carriers will return the cost of transportation plus 
some profit,’’ but elsewhere stated that class-rate stops 
‘‘nullify the just and reasonable classifications which motor 
common carriers are required to maintain under section 
216(b).’’ The latter proceeding, decided in March 1945, 
was an investigation on our own motion into class rate 
restrictions in official territory, in which, after noting the 
objectionable features, we again countenanced rate stops 
during the war emergency, but prescribed maximum rea- 
sonable stops ‘‘for a temporary period’’. 

It is contended by the defendant in the title proceeding 
that in the last-mentioned case we approved certain 
through rates which exceeded the aggregates of intermedi- 
ate rates. They make reference to our recognition, at 
page 386, that certain joint-line stops would exceed combi- 
nations of single-line stops, but neglect to quote our ad- 
monition that the respondents therein ‘‘should provide a 
rule in their tariffs to the effect that on joint-line truckload 
traffic the combination of stops or rates to and from the 
point or points of interchange will apply where it is less 
than the joint-line stop.’’ 

The defendants offered no defense of the through class 
rate of $4.24 charged on the shipment of radio transmitting 
and receiving sets from Waltham to Washington, on which 
a combination of $3.06 over New York was available, nor 
of the combination rate of $2.26 charged on the shipment 
of a water-purifier system from Rutland to Fort Belvoir, 
which the complainant claims was unreasonable to the ex- 
tent that it exceeded a single-factor rate of $1.40 applicable 
over the same route for a greater distance to Fredericks- 
burg, Va. The maintenance of a higher rate for a shorter 
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distance over the same route in the same direction is prima 
facie unreasonable. See United States v. New York & New 
Brunswick Auto Exp. Co., 62 M. C. C. 767. 

In all of the embraced proceedings the complainants were 
charged through rates which exceeded claimed combina- 
tion rates made over Chicago, Ill., published in Central 
States Motor Freight Bureau and Midwest Motor Freight 
Bureau tariffs. Representative of the shipments are the 
following: A shipment of straight steel tubing from Toledo 
to LaCrosse, weighing 25,953 pounds, was charged a 
through rate of $1.27; the combination over Chicago 
claimed was 35 cents, minimum 32,000 pounds, and 53 cents, 
minimum 30,000 pounds. A shipment described as bar or 
hoop iron from Erie to Minneapolis, weighing 31,439 
pounds, was charged a rate of $1.80; the combination 
claimed was 55.5 cents, minimum 32,000 pounds, and 65 
cents at actual weight. A shipment of strip steel from 
Leechburg to Minneapolis, weighing 22,661 pounds, was 
charged a rate of $1.81; the claimed combination was 72.5 
cents and 73 cents, minima 20,000 pounds. On two ship- 
ments of strip steel, weighing 32,299 and 30,856 pounds, 
from Leechburg and West Leechburg, respectively, to 
Minneapolis, the claimed combinations are 59 cents, mini- 
mum 32,000 pounds, and 65 cents, minimum 30,000 pounds. 
A shipment described as steel stampings from Bracken- 
ridge to Minneapolis, weighing 23,023 pounds, was charged 
a rate of $1.74; the claimed combination was 72.5 cents 
and 73 cents, minima 20,000 pounds. 

Except on steel stampings and bar or hoop iron, the de- 
fendants do not specifically deny that the claimed combi- 
nations were available, merely arguing that other iron and 
steel articles also are subject to certain restrictions in 
the tariff naming the claimed rate factors to Chicago. The 
only witness appearing for the complainants in the em- 
braced proceedings admitted that the local rates to Chicago 
were subject to exceptions, and he had no knowledge of the 
precise description of any of the commodities shipped. 

In the description of the commodities on which the rates 
therein apply, Central States Motor Freight Bureau tariff 
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MF-I. C. C. No. 719, item 1100, lists ‘‘Bars, not including 
bars, round or otherwise shaped on which any work has 
been done, except that of galvanizing, drawing, grinding, 
hammering or rolling’’, and item 1170 lists ‘‘Stamping, 
N. O. L, from plate, sheet or strip, in one piece, not ad- 
vanced in the stage of manufacture beyond the stamping 
process and which require further work before becoming 
finished articles. Articles may be lettered, painted or 
tarred with one coat only, to preserve from rust.’? The 
record provides no further identification of the bar iron 
or steel stampings comprising the shipments, and in the 
absence thereof, there is no basis upon which to determine 
that the claimed factors to Chicago were available. 

With respect to the claimed factor of 59 cents, minimum 
32,000 pounds, on certain shipments of strip steel from 
Leechburg and West Leechburg, the tariff identified above 
specifically restricted the application of that rate from 
the named origins taking the Pittsburgh, Pa., rate basis, in 
the table of rates, item 1300. 

The defendants submitted a history of the rates from 
central-territory origins to Chicago to show that their 
percentage relation to contemporary first-class rates had 
generally declined, and that the 32,000-pound rates were 
depressed to meet rail competition. There was also testi- 
mony on behalf of the defendants intended to show that 
the joint through rates were justifiably higher due to the 
cost of interchange at Chicago terminals. The cost of 
picking up a shipment in road-haul equipment is described 
as less than the cost of dock-handling. One of the defend- 
ants indicated that handling across the dock was necessary 
half of the time, and that at other times the trailers were 
interchanged. Similar arguments were made in Victory 
Granite Co. v. Central Truck Innes, Inc., 44 M. C. C. 320, 
wherein the following appears, at page 323: 


Loeal, as well as joint, motor-carrier rates customar- 
ily include the service of pick-up and delivery, and 
loading and unloading. The record is not convincing 
that the transfer of a through shipment between con- 
necting carriers at a junction point entails any greater 
service or obligation, if as great, as those incurred in 
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the transportation of local shipments to and from the 
junction point. 

It is settled that joint rates which exceed the aggregate 
of intermediate rates are prima facie unreasonable, and 
that the presumption can be overcome only by a clear show- 
ing that the aggregate of intermediate rates is unreason- 
ably low. Victory Granite Co., v. Central Truck Innes, Inc., 
supra. No such showing is made in these proceedings. 

We find that the through single-factor rates assailed in 
all of the proceedings, except on the shipments of bar or 
hoop iron and on steel stampings, were unjust and unrea- 
sonable to the extent that they exceeded the combinations of 
local rates published contemporaneously from and to the 
same points; and that, in the title proceeding, the combina- 
tion rate charged on the water-purifier system was unjust 
and unreasonable to the extent that it exceeded the single- 
factor rate to the more distant point. An order discontinu- 
ing the proceedings will be entered. 

McPuerson, Commissioner, dissenting: 


I do not agree with the conclusions of the majority. In 
my opinion the decision in Montana-Dakota Utilities Co. v. 
Northwestern Public Service Co., is controlling in the in- 
stant proceedings. I would, therefore, dismiss the com- 
plaints herein. 

I am authorized to state that Commissioners Hutchinson 
and Minor join in this expression. 


* & e a & & 
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Order 


At a General Session of the Interstate ComMMERCE CoMMIS- 
sion, held at its office in Washington, D. C., on the 14th 
day of October, A. D. 1957. 


No. MC-C-1849 
Unitep States or AMERICA 
v. 
Davipson Transrer & Storace Company, INc., Ev AL. 
No. MC-C-1827 
ToLEpo STEEL Tuse Company 
v. 
Gateway TRANSPORTATION COMPANY, ET AL. 
No. MC-C-1827 (Sub-No. 1) 
SaME 
v. 
Mercuants Moror Freicut, Inc. 
No. MC-O-1832 
Minneapous Honeywett Recuuator Co. 
v. 
Axron-Cuicaco Transportation Co., Inc., ET AL. 
No. MC-C-1908 
Same 
v. 
Transport Moror Express, £T AL. 


These proceedings being at issue upon complaints and 
answers on file, and having been duly heard and submitted 
by the parties, and full investigation of the matters and 
things involved having been made, and the Commission 
having, on the date hereof, made and filed a report herein 


4) 
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containing its findings of fact and conclusions thereon, 
which report is hereby referred to and made a part hereof: 


It 1s ordered, That these proceedings be, and they are 
hereby discontinued. 


By the Commission. 
Harotp D. McCoy, 


Secretary. 
(Szar) 


3 U. S. GOVERNMENT PRINTING OFFICE 1957—450111/P.0. 825 
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ARGUMENT 


The Patent Office Decision 


A pertinent principle of law, applicable in the instant 
case, is quoted from pages 920 and 919 respectively of the 
decision in Jira v. Weber, 201 F. 2d 914 (C. C. P. A. Patents 
1953) : 


That conception and reduction to practice cannot 
be established upon the testimony of a party to an 
interference without corroboration by other evidence is 
so well settled as a fundamental of patent law, and is 
so familiar, that no citation of authority in support of 
the principle is deemed necessary. 


Logically, therefore, the matter of corroboration 
should be given our first consideration. 


The Board of Patent Interferences, in its decision of May 
22, 1953, after citing Jira v. Weber, supra, observed that 
Wiles, the sole witness for Szuecs, had testified that he saw 
certain apparatus and sampled a product on February 8, 
1947, but admitted that he had not personally observed or __ 
witnessed any part of the performance of the experiment, 
or process, from which that product was allegedly obtained. 
The Board therefore concluded:** 


Since it is apparent that any knowledge Wiles may 
have had in respect to the actual performance of 
Experiment 14 was indirect and was told him by the 
inventor, his testimony is inadequate to establish that 
Szuecs carried out the process in issue. 


The testimony of Wiles in the Interference proceeding,” 
on the issue of reduction to practice by Szuecs, unquestion- 
ably supports the Board’s decision. Since the party Szuecs 
failed to prove reduction to practice of the process in issue 
prior to the filing date, January 23, 1948, of Humfeld’s 


26 (App. 63a). 
27 (App. 57a). “ 
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patent application, it was unnecessary for the Board to 
consider proofs’ on behalf of Humfeld. Yates v. Gates, 
146 F’. 2d 282 (C. C. P. A. Patents 1944.) 

The evidence presented to the trial court by Szuecs was 
essentially the same as submitted to the Patent Office. 
The added testimony of Mrs. Szuecs ** failed to corroborate 
the self-serving declarations of plaintiff which are clearly 
insufficient to constitute corroboration of his own alleged 
reduction of the process in issue to practice. The inade- 
quacy of the testimony of Wiles and Mrs. Szuecs will be 
considered more specifically under the subheading ‘‘Evi- 
dence before the trial court.”’ 


R. S. 4915 Cases, 35 U. S. C. § 146 


This court, through Washington, Circuit Judge, recently 
stated in Esso Standard Oil Company v. Sun Oil Company, 
et al, (decided January 19, 1956, petition for rehearing 
denied February 24, 1956), 97 U.S. App. D.C. 154, 229 F. 
2d 37, 39 (cert. den., June 4, 1956) : 


A finding of fact by the District Court, sitting with- 
out a jury, may be set aside on appeal only if it is 
clearly erroneous. Fed. Rules Civ. Proc. Rule 52(a), 
28 U.S. C. A. This board rule applies to patent and 
trademark cases under Rev. Stat. § 4915. Besser v. 
Ooms, 1946, 81 U. S. App. D. C. 7, 154 F. 2d 17; 
Standard Oil Development Co. v. Marzall, 1950, 86 
U.S. App. D. C. 210, 181 F. 2d 280. The Findings are 
not to be overturned lightly. Larsen v. Marzall, 1952, 
90 U. S. App. D. C. 260, 195 F. 2d 200. We must 
inquire, therefore, whether the District Court’s find- 
ings of fact in this case were ‘clearly erroneous’ under 
‘Rule 52(a). In that inquiry, however, we must bear 
in mind another principle. In patent and trademark 
eases under Rev. Stat. § 4915 a finding of fact by the 
Patent Office as to priority of invention or confusing 
similarity of marks must be accepted as controlling, 
unless the contrary is established by evidence ‘which 


28 (App. 43a). 
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in character and amount carries thorough conviction.’ 
Morgan v. Daniels, 1894, 153 U. S. 120, 14 S. Ct. 772, 
38 L. Ed. 657; Yale Electric Corp. v. Robertson, 2 Cir., 
1928, 26 F. 2d 972, 973; Century Distilling Co. v. 
Continental Distilling Co., 3 Cir., 1939, 106 F. 2d 486, 
489; Safeway Stores v. Dunnell, 9 Cir., 1949, 172 F. 2d 
649, 652-653. As we pointed out in Abbott v. Coe, 
1939, 71 App. D. C. 195, 197, 109 F. 2d 449, 451, a mere 
preponderance of the evidence is not sufficient with 
regard to invention; the Patent Office finding must be 
accepted if it is ‘consistent with the evidence,’ the 
Patent Office being an expert body preeminently 
qualified to determine questions of this kind. See 
also Minnesota Mining & Mfg. Co. v. Carborundum Co., 
3 Cir., 1946, 155 F. 2d 746, 748-749. 


On remand in the instant case, the trial court, in its 
Memorandum decision of May 27, 1957, found: 


that it is established by the testimony of plaintiff, 
and of witnesses in corroboration thereof, which testi- 
mony the Court finds to be testimony which in character 
and amount carries thorough conviction, that the 
plaintiff reduced the process to practice on February 
7, 1947 and that he was first to reduce the process to 
practice. The Court in the circumstances, finds that 
plaintiff was the first inventor.” 


In so finding, the trial judge merely substituted his 
opinion for that of the Patent Office, which is contrary 
to the ruling in Morgan v. Damiels, supra, relied upon by 
this Court, in the Esso decision, supra, in which this Court 
concluded (97 App. D. C. 154, 229 F. 2d 37, 41): 


We find no basis, therefore, for the action of the trial 
court in overturning the ruling the Patent Office. Cer- 
tainly there was no evidence to the contrary which ‘car- 
ries thorough conviction,’ as the Supreme Court has 
told us there must be. Morgan v. Damiels, supra. The 


29 (App. 21a). 
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evidence before the District Court was the same as 
that before the Patent Office, except for certain addi- 
tional evidence ‘not of a kind to change the result.’ 
* * *. In such a case the Patent Office ruling should 
normally be followed. Of course, if the decision of 
the Patent Office is not warranted on the evidence 
before it, or if the new evidence reaches the necessary 
standard, the District Court may rule as the totality 
of the evidence may require. 


It will be shown beyond doubt, hereinafter, that Szuecs’ 
evidence before the trial court, i.e., that which was not 
before the Patent Office, was ‘‘not of a kind to change the 
result’? and was not of such character and amount as 
would carry thorough conviction that the decision of the 
Patent Office was erroneous. It will also be shown that 
the reiterated testimony of Wiles, on the critical point of 
reduction to practice, was wholly hearsay as it was before 
the Patent Office, and that the testimony of Szuecs’ wife, 
on this critical point, was hearsay, contradictory of that 
of her husband’s, non-corroborative of his allegations, and 
self-serving. 


Evidence Before the District Court 


Bearing in mind that in the trial below the party Szuecs, 
in order to prevail, had the burden of proving that the 
Patent Office decision was clearly erroneous and that a 
mere preponderance of evidence was insufficient, the so- 
called ‘‘new evidence’’ will next be considered with a view 
to determining whether it meets those prerequisites of proof 
clearly reiterated by the Supreme Court in the Morgan v. 
Daniels decision and by this Court in Esso Standard Oil Co. 
v. Sun Oil Co., et al. These decisions were the bases for 
this Court’s reversal and remand on the previous appeal 
in the present case. 

Mrs. Joseph Szuecs, wife of the party Szuecs, a definitely 
interested witness, had not been called as a witness before 
the Patent Office. As the wife of plaintiff, her testimony 
cannot be said to be newly discovered evidence and defend- 
ant’s objections thereto should have been sustained. Al- 
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though it was accepted, her testimony failed to corroborate 
her husband’s alleged reduction to practice. On direct 
she testified her duties were ‘‘to prepare the apparatus, 
to wash them, and after, when the mycelium was taken 
out, so-called harvest, I had to filter them, wash them”’ 
(R. 257). She ate some of the product of an experiment 
on February 7, 1947, which she allegedly saw harvested but 
admitted she did not participate in the experiment and 
that she ‘‘was just there as a technician.’’ *° 

On cross-examination she admitted she ‘‘never saw,’’ *? 
before the trial, the recording of plaintiff’s Experiment 
No. 14, Plaintiff’s Exhibit 7, which was plaintiff’s alleged 
recording of his alleged reduction to practice. When asked 
how long it took for the alleged reduction to practice, she 
stated: ‘‘I don’t know how long. It may be eight days, 
it may be seven, maybe six * * * and I don’t know. I just 
imagine so.’’** When asked if all elements of Experiment 
14 were used, she testified ‘‘Probably yes. Sure, yes, other- 
wise he wouldn’t have put it down here’’ * in the recording 
constituting Plaintiff’s Exhibit 7. When asked if anything 
was added to what was recorded for Experiment 14 she 
stated ‘‘I don’t know’’;** ‘‘I don’t remember if I was 
present, but if he has it here, he certainly did so. Otherwise, 
it couldn’t be here.’’ * Pointing to the recording of Experi- 
ment 14 she was asked what ‘‘Suction = 108 grams”’ 
meant. Her answer was ‘‘That probably means to me that 
that was so much mycelium, as a layman, I would say.’’ ** 
Plaintiff Szuees testified however, that the 108 grams re- 
ferred to in the recording of Experiment 14 was waste 
material which he discarded because he had no use for it 
(R. 377-378). 

In addition to the above testimony, which is quoted with 
similar indefinite testimony in the appendix hereto, other 


30 (App. 45a). 
31 (App. 46a). 
32 (App. 47a). 
33 (App. 49a). 
34 (App. 49a). 
35 (App. 50a). 
36 (App. 50a). 
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exemplary testimony proving Mrs. Szuecs’ lack of knowl- 
edge of details of Experiment 14 warrants consideration. 
For example, Mrs. Szuecs testified she ‘‘helped to wash the 
apparatus, but not the scientific part’’ (R. 327). In reply 
to a question regarding the order in which the elements of 
Experiment 14 were mixed for the alleged reduction to 
practice of the process, she stated, ‘‘I don’t know how he 
placed them. In the liquid first and then in the fermenter, 
or how he made the solution. I am not a chemist. I could 
not understand, that’’ (R. 341). 

When asked if plaintiff [Szuecs] conducted the tests on 
the solid substrate, such as disclosed and claimed in Deft’s. 
Exs. 4 and 4a (one of plaintiff’s patents, based on earlier 
experiments, not in issue), prior to any liquid tests, she 
testified ‘‘Yes, and then both together also. He had all 
kinds of experiments. I couldn’t tell you when they are 
because I don’t understand that.’’ * 

The most that can be said of the testimony of Mrs. Szuecs 
is that she worked in her husband’s laboratory, preparing 
and washing apparatus and generally assisting in a non- 
technical capacity. Her testimony was general and lacked 
personal knowledge and understanding of any specific ex- 
periment. She ate a product of some experiment on Febru- 
ary 7, 1947, which she allegedly saw harvested but ad- 
mitted that she did not participate in the experiment from 
which it was harvested. She was very uncertain as to any 
actual performance of the various steps of any process, 
how long any experiment took, whether she was present, 
what ingredients were used, whether she really saw any 
expirement fully performed, etc. 

Szuees testified he did not know why Mrs. Szuecs had not 
been called as a witness in the interference proceeding and 
that he regarded it ‘‘strange that she is a witness”’ in this 
trial (R. 360). In referring to his wife, Szuecs further 
testified, ‘‘She is not a scientist. She washed the apparatus, 
and that’s all naturally’’ (R. 360). 

As noted above, the only other evidence presented by 
Szuecs which can have any bearing on the issue now before 


37 (R. 329). 
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this Court and which was not before the Patent Office was 
the drawing of a fermenter (Pltf’s. Ex 1). This evidence 
obviously has no corroborative value at all to establish 
actual performance of the process in issue on a date certain. 
The drawing allegedly depicted apparatus similar to a part 
of the apparatus allegedly used in performing the process. 
It was introduced merely to refresh appellee’s recollection 
on a point about which he was most uncertain during the 
Patent Office proceedings (R. 195, 196), namely, in an effort 
to establish that such apparatus existed prior to the alleged 
reduction to practice of the process in issue (R. 299). Simi- 
lar apparatus had admittedly been used in Szuecs’ citric 
acid work which was considerably prior to the crucial period 
for the process in issue (R. 83). 

Mr. George M. Wiles, Szuecs sole witness before the 
Patent Office, was appellee’s business associate. He ad- 
mitted before the trial court to having a substantial finan- 
cial interest in the outcome of the case.** He testified be- 
fore both tribunals that he made four visits to the laboratory 
at Yonkers, at which Szuecs was conducting experiments, in 
January 1947; viz., January 4, 11, 18, 25, and one on Febru- 
ary 8, 1947; that as of January 25, 1947, Szuecs had not 
been successful in the production of mushroom mycelium; *° 
that two weeks later on February 7, 1947, Dr. Szuecs called 
him (Wiles) by long distance telephone to tell of a success- 
ful experiment and wanted Wiles to see the resultant prod- 
uct; that on February 8, 1947, he drove to the laboratory, 
saw and tasted some material which Szuecs told him had 
been harvested the day before;*! and that the material 
had a mushroom flavor. Szuecs testified that the experi- 
ment from which he allegedly grew the product which 
Wiles sampled on February 8, 1947, extended over a period 
of seven days (R. 174). Hence, Wiles admittedly was not 
present during a fourteen day period prior to February 8, 
1947. 


38 (App. 36a). 
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On cross-examination, Mr. Wiles frankly admitted that 
he did not see the ingredients of the process mixed or the 
experiment set up; that he did not observe any of the steps 
of this experiment, and that he did not see the harvesting 
of the material which he sampled on February 8, 1947.** 
He testified that Szuecs ‘‘told me that he had produced’’ * 
the product sampled on the latter date and that Szuecs ‘‘told 
me’’ it was derived from Experiment 14.** Wiles also testi- 
fied that the first time he saw material harvested was in 
May or June 1948,* 1.e., after the filing date of the Humfeld 
patent application. 


In Lawner v. Katzman, 64 F. 2d 128, 130 (C. C. P. A. 
Patents 1933), the only witnesses for appellant were his 
wife and business associate in a far more favorable situation 
than in the present case. In that case the court, in finding 
lack of corroboration, stated: 


Appellant’s testimony as to conception, disclosure, 
and construction of the device embodying the invention, 
was corroborated in substantially all its details by his 
wife, and as to disclosure in 1925, and activities subse- 
quent to May 1926, by said Duberstein, with whom 
appellant became associated as aforesaid. 

As hereinafter pointed out, the record contains no 
corroborative evidence of appellant’s testimony by 
disinterested parties. [Italics added.] 


Aside from the fact that Szuecs’ witnesses, Wiles and 
Mrs. Szuecs, were not disinterested witnesses, their testi- 
mony was completely lacking in visual observation and per- 
sonal knowledge of important details of the alleged per- 
formance of the process by Szuecs. Admittedly, their in- 
complete knowledge of the process and alleged perform- 
ance thereof consisted of that which was told to them by 
the appellee, Dr. Szuecs, after the alleged performance. 


42 (App. 36a). 
43 (App. 34a). 
4 (App. 36a). 
45 (App. 42a). 
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In Schwartz v. Graenz, 81 F. 2d 767, 775 (C. C. P. A. Pat- 
ents 1936), the attempted corroboration by interested par- 
ties was again far more favorable than in the instant case 
but yet was held to be inadequate. The court’s conclusion 
was: 


The sons testified in detail as to a disclosure of the 
involved invention to them by their father in 1924, and 
stated that they had made samples of the fabric at 
that time, and described the method by which such 
samples were made. However, on cross-examination 
their memories were somewhat faulty regarding cer- 
tain incidents and facts, which, in view of their very 
clear recollection of others relative to the involved in- 
vention, they might well be expected to remember. 


While Szuecs’ witnesses made general statements on 
direct examination regarding reduction to practice, they 
showed a complete lack of personal knowledge on cross- 
examination, as pointed out above. On the very points they 
should be expected to remember, their testimony was 
sketchy, uncertain, faulty, contradictory, hearsay, and com- 
pletely lacking of any corroborative value to Szuecs’ alleged 
reduction to practice of the specific liquid process in issue. 

The trial court’s citations to the record in support of its 
Findings of Fact 12 through 17 * are citations to mere gen- 
eral statements on direct examination, and fail to support 
the conclusions of those findings. The trial court obviously 
failed to give any consideration to the complete refutations 
of the aforesaid conclusion, by the witnesses and Szuecs 
on cross-examination. More specifically, Szuecs admitted 
(R. 272, et seq.) that Experiment 14, as recorded in Plain- 
tiff’s Exhibit 7, fails to disclose the steps of the process in 
issue. His admissions were reiterated by his counsel as fol- 
lows: ‘‘The plaintiff will concede, if it is any help, counsel, 
that the experiment doesn’t include dilution of two liters 
or stirring or aeration as part of the writing in the note- 
books.’’ *7 [Italics added.] Aside from the admissions of 


46 (App. 24a). 
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Szuecs and his counsel regarding the inadequacy of what 
is reflected by Experiment 14, the witness Wiles, as pointed 
out above, had absolutely no personal knowledge of the per- 
formance of any process by Szuecs and from what is quoted 
hereinbefore, Mrs. Szuecs was wholly unable to corroborate 
any alleged reduction to practice. The trial court’s Find- 
ings 12-17 are therefore clearly erroneous and without any 
support in fact. 


The Product of the Process in Issue 


Since neither of the two witnesses could testify from 
personal knowledge as to the ingredients of, or actual per- 
formance of, Szuecs’ Experiment 14 or the allegedly per- 
formed process, it cannot be presumed that the product al- 
legedly sampled. on February 8, 1947, was derived from the 
source alleged by Szuecs. It must be convincingly proved 
by corroborating testimony that the specific process in issue 
was performed, and to establish the success of the allegedly 
performed process it must be convincingly established by 
corroborating testimony that the product sampled on Feb- 
ruary 8, 1947, did in fact result from the specific process 
defined by the intereference count. 

If a product was sampled on February 8, 1947, it may be 
assumed, of course, that it was derived from some source— 
but its source may not be presumed. To establish reduction 
to practice of a process for the production of such a product 
certainty is required rather than conjecture. Landon v. 
Ginzton, et al., 214 F. 2d 160 (C. C. P. A. Patents 1954); 
Allen v. Blaisdell, et al., 196 F. 2d 527, 529 (C. C. P. A. 
Patents 1952). 

Where, as it is here, the invention is a process and an ar- 
ticle (allegedly derived from that process) is introduced in 
evidence, there must be clear, convincing, positive corro- 
borating testimony as to how the article was made. The 
witness or witnesses must have visually observed and un- 
derstood the entire process in order to corroborate allega- 
tions of reduction to practice. Flora v. Powrie, 23 App. 
D. C. 195 (1904) ; Petrie v. DeSchweintz, 19 App. D. C. 386 
(1902), and decisions cited therein. 
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In the Flora v. Powrie case, at page 202, this court stated: 


Flora claims to have conceived the invention and re- 
duced the same to practice on the 1st day of May 1897. 
In support of this allegation he has produced certain 
screens which he claims to have made by the process 
described in the issue. But there is really no certain 
reliable corroborative evidence to show how these 
screens were made, and the evidence would seem to 
refute the testimony of Flora, the claimant. * * * 
There is nothing on the face of the screens themselves 
to show how they were made, or that they were made 
by the process described in the issue of interference. 


The same circumstances are found in the instant case. 
The witness Wiles admitted having been told that the prod- 
uct came from Experiment 14.4* Mrs. Szuecs admitted not 
knowing what the nutrient medium of the process consisted 
of.4° The product allegedly sampled by the witness did not 
indicate how it was made, i. e., whether it was grown in a 
solid nonaqueous substrate such as disclosed in Szuecs’ 
earlier patents, referred to above, or a liquid medium dif- 
fering from the specific process in issue, or whether it ac- 
tually came from the process in issue. 

It may be assumed that Szuecs is an honest man and his 
wife and business associate, Wiles, may have no doubt about 
information received from him. This, however, is not enough 
as was pointed out in Allen v. Blaisdell, et al., 196 F. 2d 527, 
529 (C. C. P. A. Patents 1952), and Jepson v. Egly, 231 F. 
2d 947, 952 (C. C. P. A. Patents 1956), wherein the court 
stated: 


It has uniformly been held in interference matters 
that the claim of an applicant that the subject matter 
in issue was fully completed, tested, and operated prior 
to the date of filing requires corroboration in order to 
succeed. Janette v. Folds (Persons), 38 F. 2d 361, 17 
C.C. P. A., Patents, 879. Jira v. Weber, 201 F. 2d 914, 


48 (App. 36a). 
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40 C. C. P. A., Patents, 762. Regardless of the high 
character of an inventor and the persuasiveness of the 
testimony, the court is bound by the well-established 
rule of patent law that independent corroboration of 
the testimony of an inventor is essential to establish 
actual reduction to practice of an invention, and that 
reports, official or otherwise, which are self-serving 
statements cannot be considered as corroborative evi- 
dence of such reduction to practice. Crane v. Carlson, 
125 F. 2d 709, 29 C. C. P. A., Patents, 879. 


The Experiment 


Experiment No. 14*” of plaintiff’s laboratory notebook 
(Pltf’s. Ex. 7) does not include various steps of the claimed 
process in issue which are: 


1. Inoculating a sterile, liquid, organic-material contain- 
ing nutrient medium with mushroom tissue, 

2. forcing air into the culture beneath the surface thereof, 

3. agitating the culture by stirring to disperse the air into 
the culture, and 

4. continuing growth under agitated, aerated, submerged 
conditions until a substantial amount of mycelium is pro- 
duced. 


Dr. Szuees testified (R. 372, 373) that aeration and stir- 
ring were not mentioned in the recording of Experiment 
No, 14 because, allegedly, those steps were of such routine 
character as not to require recording. Those recollections 
appear to be refuted, however, by the recordings, in the 
same exhibit, of subsequent experiments [too late to be of 
any benefit to Szuecs in this case] wherein those acts are 
earefully recorded as new steps. More specifically, the rec- 
ording of Experiment No. 58 was the first to include aera- 
tion, and Experiments Nos. 68 and 96 were the first which 
included stirring. 

Furthermore, except for Szuecs’ conflicting oral testi- 
mony, there is no indication that Experiment No. 14 in- 
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cluded a mushroom inoculum or that it was a liquid medium. 
In fact Szuecs admitted that, after the boiling of the barley 
in water and applying suction as called for in Experiment 
14, he had to add water (not reflected in Experiment 14) to 
produce a liquid medium. What is recorded instead is ap- 
parently a non-liquid substrate according to Szuecs’ previ- 
ously mentioned patents (Deft’s. Exs. 4 and 4a, not in 
issue), whereby mushroom mycelium may be grown on an 
edible, non-liquid, substrate, such as barley, rice, ete. (R. 
371). 

Szuces first testified (R. 372) that mushroom mycelium 
was obtained from Experiment No. 14 as recorded, and 
nothing else. Later, however (R. 373-378) Szuees com- 
pletely refuted this statement by admitting that inoculation, 
aeration, stirring and dilution with water were not included 
in the recording of that numbered experiment. Obviously 
then, Experiment 14 does not disclose the liquid process in 
issue. This was also admitted by counsel for Szuecs as 
pointed out above. It was also admitted by Szuecs that the 
“108 grams,’’ included in the recording of Experiment No. 
14, had reference to the residual material which he dis- 
carded as waste (R. 377-378). Yet the remainder allegedly 
used by Szuecs for the subsequent performance of the proc- 
ess in issue, was not measured. This testimony by Szuecs 
is in direct conflict with Mrs. Szuecs’ testimony that the 
‘108 grams’’ was the mycelium sampled on February 8, 
1947. Serious doubt is therefore raised as to whether Ex- 
periment No. 14 pertained at all to the liquid process in 
issue. 

The first documentary evidence of any liquid medium by 
Szueces is found in Defendant’s Exhibit 5,” but it cannot be 
determined from that exhibit whether it meets the limita- 
tions of the count in issue. This exhibit is a letter of Feb- 
ruary 17, 1948, from Wiles to H. N. Riley of the H. J. Heinz 
Co., subsequent to the filing of the Humfeld patent applica- 
tion on January 23, 1948. Although this letter was in evi- 
dence as Szuecs’ Ex. 9 in the interference proceeding, 


50 (App. 64a). 
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counsel for Szuecs openly refused to place it before the trial 
court. Wiles and Szuecs both testified that the letter was 
based on information supplied by Szuecs and that he re- 
viewed and approved it before it was mailed. The letter 
points out that Szuecs’ ‘‘oldest samples’’ of mycelium ‘‘are 
only three months old’’ and were ‘‘grown on a solid sub- 
strate’’ and that Szuecs ‘‘has now [as of February 17, 1948 
—a year after the alleged reduction to practice] succeeded 
in cultivating mushroom mycelium in liquid media.’’ The 
statement in the letter that all prior products were obtained 
from solid substrates tends to confirm that Experiment 14 
was a solid media as defined by Szuecs’ patents, not in issue, 
mentioned above, and not liquid, as required by the count 
here in issue. 

In view of the foregoing and the actual testimony, par- 
ticularly the portion quoted in the appendix, it is respect- 
fully submitted that the record before the trial court is 
utterly devoid of evidence corroborative of Szuecs’ alleged 
reduction to practice of the specific liquid process in issue 
on February 7, 1947, or at any other time prior to the fil- 
ing of the Humfeld patent application on January 23, 1948. 


Federal Rule of Civil Procedure 52 (a) 


In all actions tried upon the facts without a jury 
** *~ Findings of fact shall not be set aside unless 
clearly erroneous * * *. 


It is submitted that under this broad Rule, to which this 
Court referred in Esso Standard Oil Co. v. Sun Oil Co., 
supra, the decision of the trial court should be set aside as 
clearly erroneous since the record in this case is wholly lack- 
ing of corroboration of Szuecs’ alleged reduction to prac- 
tice. As aptly stated by the court in Allen v. Blaisdell, et al., 
196 F. 2d 527, 529 (C. C. P. A. Patents 1952)— 


It is elemental in patent law, of course, that in inter- 
ference cases a claimant, no matter how honest and 
truthful he may be, cannot prevail upon the basis of 
his own oral testimony standing alone. The rule which 
requires corroborating evidence is inviolable and the 














: 
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tribunals of the Patent Office and the courts may not 
depart from it. The corroborating evidence may be 
presented in different ways, to be sure—in diaries, note- 
books, written instruments of various kinds, or by 
purely oral testimony—-but there must be such evi- 
dence and it must be convincing. However harsh the 
rule may seem at times, the absolute necessity for it 
becomes apparent upon reflection. Without it the pat- 
ent system might be virtually destroyed by fraud and 


perjury. 


The courts, in R.S. 4915 cases, have consistently followed 
the rules (1) that a contestant’s own written reports are 
self-serving declarations and cannot be accepted as proof 
of reduction to practice unless fully corroborated (Hayes 
v. Crouse, 58 App. D.C. 28, 24 F. 2d 470, 471), (2) that 
visual observation and understanding by a witness, of a 
reduction to practice, is necessary for corroboration 
(Fausek et al v. Vincent, (C. C. P. A.), 92 F. 2d 909, 913; 
Wershing v. Pine (C. C. P. A.), 118 F. 2d 916, 917; Janette 
v. Folds (C. C. P. A.) 38 F. 2d 361; Flora v. Powrie, 23 App. 
D.C. 195; Petrie v. DeSchweintz, 19 App. D.C. 386), and (3) 
for a finding of ‘‘thorough conviction’’ of error in the de- 
cision of the Patent Office, on the question of reduction to 
practice, full corroboration of the claimant’s allegations is 
an absolute requirement (Morgan v. Daniels, supra, at p. 127 
et seq.; Sanford v. Kepner (3 Cir.), 195 F. 2d 387, 389; 
S. & S. Corrugated Paper Machine Co. v. George W. Swift, 
Inc. (3 Cir.), 176 F. 2d 358, 360. 

These three rules were followed in this Court’s decision 
in Miessner v. Hoschke, 76 App. D.C. 348, 131 F. 2d 865, 
which in many respects parallels the present case. In that 
ease the Patent Office Board of Apneals (which has now 
been replaced by the Board of Patent Interferences insofar 
as interferences are concerned) held that Miessner, the 
junior party, had failed to establish reduction to practice 
ahead of the filing date of Hoschke’s patent application. 
The District Court, after receiving additional evidence 
over that produced in the Patent Office, determined, as the 
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Patent Office Board of Appeals had, that the exhibits and 
testimony ‘‘did not amount to corroboration of the Miess- 
ner testimony as a matter of law.’’ This Court affirmed 
the decision of the District Court. 

In that case Miessner produced ‘‘notes and diagrams as 
part of his regular laboratory entries’’ and testified with 
respect thereto. This Court pointed out, however, that 
‘‘while this evidence may be of considerable moment in de- 
termining the issue of conception [not in issue in the pres- 
ent case], we are of the opinion that it does not in itself 
prove the critical issue, namely, reduction to practice.”’ 
The same is applicable in the present case with respect to 
Szuecs’ laboratory notes, Plaintiff’s Exhibit 7, pertaining 
to Experiment No. 14. 

In attempted corroboration, Miessner also produced the 
testimony of his part-time stenographer and the testimony 
of one Jacobs who was an eye witness of the tests. The 
court found that the testimony of the stenographer was of 
insufficient corroborative value because ‘‘she did not know 
how it [the pitch pipe, there in issue] was constructed or 
how it operated, and that she had no mechanical or electri- 
eal knowledge whatsoever.’’ This was the situation of 
Mrs. Szuees in the present case. With respect to Miess- 
ner’s other witness, the Court found (131 F. 2d 865, 867) 
that ‘‘ Jacobs, at the time of the test, did not see the in- 
terior of the pitch pipe and did not know from visual ob- 
servation what the internal construction of the pitch pipe 
was’’, and that his testimony, therefore, ‘‘did not consti- 
tute corroboration.’’ This was the situation of Wiles in 
the present case. 

In the Miessner case the Court concluded that ‘‘the only 
evidence as to its real construction and the manner of its 
operation is that of Miessner himself.’? The Patent Office 
Board and the Court were satisfied that Miessner’s test 
constituted ‘‘a reduction to practice of some device’’ but 
that ‘‘the evidence did not sufficiently prove that this device 
was the same’’ as the one in issue or whether it employed 
‘some other electrical means.’’ This conclusion is appli- 
cable in the present case. 








31 


As a premise to this Court’s conclusion that Miessner’s 
laboratory notes and the testimony of his stenographer and 
Jacobs were insufficient for corroboration of Miessner’s 
alleged reduction to practice, this Court stated: 


The testimony of Meissner as to the test tends to es- 
tablish his position, but it requires more than the in- 
ventor’s testimony to show reduction to practice. It is 
fundamental that his testimony, however clear, must be 
corroborated upon this point. So the issue is nar- 
rowed to an inquiry as to whether the evidence pre- 
sented was sufficient to corroborate Miessner’s testi- 
mony that there was a reduction to practice of the de- 
vice described in the interference counts. 


7 Petrie v. DeSchweintz, 1902, 19 App. D. C. 386. 


To stress the necessity of visual observation, of the al- 
leged reduction to practice, to constitute corroboration, 
this Court, in the Miessner case, quoted, with its own ital- 
ics, the following from Fausek v. Vincent, 92 F. 2d 909, 913: 


‘‘In view of this testimony, which shows that the 
witness did not know from visual observation whether 
or not the head of the valve stem was imperforate, we 
do not think that the testimony of appellants respect- 
ing the successful operation of Exhibit 3 was suffi- 
ciently corroborated, and without such corroboration 
the test * * * cannot be held to be a reduction to prac- 
tice of the invention. * * * [Italics supplied.]’’ 


To summarize, Szuecs’ evidence on his alleged reduction 
to practice consisted of the following: 


1. Szuecs’ Exhibit J—a drawing of a piece of apparatus 
allegedly similar to that used for the alleged reduction to 
practice (R. 299). How long such apparatus had been used 
prior to the alleged reduction to practice is not clear (R. 
83). At one point it was testified that such apparatus had 
been used in Szuecs’ earlier citric acid work (R. 83). While 
such evidence may tend to establish a time for conception 
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of the process in issue, it is of no evidentiary value to prove 
actual reduction to practice of the process. (Mvessner v. 
Hoschke, supra). 

2. Szuecs’ Exhibit 7—an undated, unwitnessed portion of 
a laboratory notebook including a recording of Experi- 
ment No. 14, the only documentary evidence relied upon by 
Szuecs for his allegations of reduction to practice, which 
at most is self-serving, unproven, and uncorroborated. The 
recorded data of this experiment discloses nothing more 
than the boiling of barley and a mineral salt and the re- 
moval of 108 grams of unidentified material from the boiled 
mixture. Szuecs and his Counsel admitted that this re- 
corded data (R. 272 et seq. and Appendix 5la), does not 
include the vital steps, in the process in issue, of inoculat- 
ing, aerating, stirring, etce., a liquid medium. (Miessner 
v. Hoschke, supra.) 

3. Mrs. Szuecs, wife and interested party, did not par- 
ticipate in Experiment 14, could not answer specific ques- 
tions with respect thereto, thought the ‘‘108 grams’’ of Ex- 
periment 14 was mycelium, did not know if the elements of 
Experiment 14 were used or if anything was added, did not 
understand the experiment, and among other uncertain- 
ties did not know whether she was even present during the 
experiment. (Appendix 45a, 46a, 49a.) 

4. Mr. George M. Wiles, business associate of Dr. Szuees, 
and a financially interested party, saw the apparatus, and 
ate a product on February 8, 1947, but did not see that prod- 
uct harvested, did not see the experiment started, in opera- 
tion or stopped; in fact he admittedly was not at the labor- 
atory between January 25 and February 8, 1947, and did 
not know anything of the experiment except what he was 
told by Szuecs. His testimony was wholly hearsay and 
self-serving declarations. (Appendix 34a and 35a.) 

This summary of facts, discussed in detail in the Argu- 
ment above with citations to the record, shows that there is 
no basis for any of the conclusions set forth in Findings 13 
through 17 (Appendix, pages 24a and 25a) entered by the 
trial court on July 2, 1957, pursuant to the remand of this 
Court. The direct testimony cited by the trial court in sup- 
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port of those findings fails to support the conclusions in 
those findings and the testimony on cross examination of 
the witnesses cited, ignored by the trial court, clearly re- 
futes the conclusions in Findings 13 through 17. 

Under the circumstances pointed out, it is emphasized 
that there is no corrroboration of Szuecs’ alleged reduc- 
tion to practice of the process in issue and hence there is 
no basis upon which this court can sustain the trial court’s 
conclusions of law setting aside the decision of the Patent 
Office. 


CONCLUSION 


The following standard of proof, quoted from page 125 
of Morgan v. Daniels, supra, is controlling: 


Upon principle and authority, therefore, it must 
be laid down as a rule that where the question 
decided in the Patent Office is one between contesting 
parties as to priority of invention, the decision there 
made must be accepted as controlling upon that ques- 
tion of fact in any subsequent suit between the same 
parties, unless the contrary is established by testimony 
which in character and amount carries thorough con- 
viction. (Italics added). 


It was for the application of this standard of proof 
(instead of the ‘‘preponderance of the evidence’’ rule) 
that this Court remanded the present case to the District 
Court. The District Court, in its decision on remand, here 
appealed from, substituted the words of that correct stand- 
ard of proof for its erroneous ‘‘preponderance of the 
evidence’’ conclusion in its original decision, without addi- 
tional evidence. In doing so the District Court again com- 
mitted reversible error, and clearly so because it again 
ignored the fundamental rule of patent law that independ- 
ent corroboration of the testimony of an inventor is essential 
to establish actual reduction to practice of an invention. 
It is an inviolable rule that there must be independent 
corroboration of the allegations that the invention was 
fully completed, tested, and successfully operated prior to, 
in this instance, the opponent’s application filing date. 
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The ‘‘character and amount’’ of ‘‘testimony’’ required 
by the Supreme Court in the Morgan decision for the 
establishment of ‘‘thorough conviction’’ of error in the 
decision of the Patent Office, on the question of actual 
reduction to practice, includes, and certainly does not 
obviate, independent corroboration of the claimant’s 
allegations of actual reduction to practice before a critical 
date. This is borne out by the findings and conclusions set 
forth on the last three pages of the Morgan decision. 

Hearsay testimony, tainted with a personal interest in 
the outcome, as in the present case, and coupled with a 
lack of understanding of the process in issue and admitted 
failure to visually observe the alleged performance of the 
process from inception to completion can not be said to be 
corroborative testimony of a ‘‘character and amount’’ 
sufficient for the establishment of ‘‘thorough conviction’’ 
of error in the decision of the Patent Office. Lack of 
corroboration at least raises a doubt and in that event ‘‘the 
decision of the Patent Office must control’’, as was held 
in the Morgan decision. 

Following the requirement laid down by the Supreme 
Court, the doubts, as raised and emphasized herein, must 
be resolved in favor of the decision of the Patent Office. 
The following points further emphasize those doubts: 


1. Why is reference to a ‘‘liquid media’’ missing in the 
self-serving document recording Szuecs’ Experiment No. 
14 (Szuecs’ Ex. 7) if that was intended as a recording of 
the process in issue? This question dictates itself from a 
reading of the letter (Deft’s. Ex. 5) of February 17, 1948 
(more than a year after the alleged reduction to practice) 
from Mr. Wiles for Szuecs to the Heinz Co. which appears 
to establish that Experiment No. 14 resulted in a nonliquid 
media and that Szuecs had not invented a successful liquid 
media of the character in issue or of any kind until after 
the filing date of the Humfeld application for patent. It 
will be recalled that the letter states that Szuecs ‘‘has now 
{as of February 17, 1948] succeeded in cultivating mush- 
room mycelium in liquid media”’ and that his previous prod- 
ucts were ‘‘grown on a solid substrate.”’ 
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2. Had the aeration and stirring steps of the process in 
issue been conceived at the time of Experiment 14, or 
deemed necessary in that experiment, it is doubtful that 
those steps would have been omitted from the recording 
of that experiment, particularly since those steps are ex- 
pressly included as essential in subsequently numbered ex- 
periments, of the same Exhibit, but too late to be relied 
upon by Szuecs for priority purposes in connection with 
the specific process in issue. 

3. In Experiment 14, what does the ‘‘Suction—108 
grams’’ signify? Why was the discarded material mea- 
sured and no measurement made of the portion allegedly 
used thereafter at a time uncertain for some process? 

4. Does not the letter of February 17, 1948 (Deft’s Ex. 
5), signify the actual date of reduction to practice, since 
the parol testimony as to events during the previous year, 
1947, is so sketchy, uncertain and lacking in corroborative 
value? 


Clearly then, the Appellee (plaintiff below), failed to 
meet the burden of establishing by clear and convincing 
evidence ‘‘which in character and amount carries thorough 
conviction’’ that the Patent Office decision was erroneous. 

The conclusion of the District Court that Szuecs estab- 
lished actual reduction to practice of the precise liquid 
media process in issue on February 7, 1947 by testimony 
‘‘which in character and amount carries thorough convic- 
tion’’ is clearly erroneous because of doubt as to the actual 
fact thereof, and if for no other reason that Court’s con- 
clusion is clearly erroneous because there can be no thorough 
conviction of such a reduction to practice in the absence of 
independent corroboration of Szuecs’ allegations with re- 
spect thereto. Appellant has shown that Szuecs’ record 
includes no corroboration, much less corroboration which 
in character and amount carries an undoubtful or thorough 
conviction of error in the initial conclusion of the Patent 


Office. 
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v1 

It is respectfully submitted, therefore, that the judgment , 

of the District Court should be vacated and that that Court 
be directed to dismiss the complaint below. 


GrEorGE CocHran Douvs, 
Assistant Attorney General. 
Ourver GascuH, 
United States Attorney. 

Metvin RicHTEr, 
E. R. WEIsBENDER, 
A. K. Geer, 

Attorneys, Department of Justice. 
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COMPLAINT 


District Court of the United States For the District of 
Columbia 


Civil Action No. 3261-53 


JosepH Szuecs, 151 Openn AvenvuE, YonKERS, New York, 
PLAINTIFF 


Vv. 


Unirep Stares or AMERICA, AS REPRESENTED BY Ezra Tarr 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


Amended complaint * 


Plaintiff for his complaint alleges: 


1. That plaintiff, Joseph Szuecs, is a citizen of the United 
States, residing in the City of Yonkers, State of New York; 

2. That the defendant is a legal resident of the District 
of Columbia, having an office and place of business in the 
District of Columbia and is sued in his official capacity as 
- Secretary of Agriculture for the Department of Agricul- 
ture of the United States; 

3. That this is a Civil Action brought under the Patent 
Laws of the United States, U. 8. Code Title 35, Sections 
145 and 146; 

4. That heretofore, and before the 19th day of April 1948, 
Joseph Szuecs was the first, original and sole inventor of a 
certain new and useful process for the production of mush- 
room mycelium by submerged culture and the resulting 
product thereof, not known or used by others in this coun- 
try before his invention or discovery thereof and not 
patented or described in any printed publication in this 
or any foreign country before his invention or discovery 
thereof or more than one year prior to his application for 
a patent thereon in the United States, as hereinafter set 


1 Original complaint filed ae 17, 1953, and amended complaint 
filed August 12, 1953. 





2a 


forth, nor in public use or on sale in the United States 
for more than one year prior to his said application, and 
for which no application for patent has been filed in any 
foreign country by the said Joseph Szuecs or his legal rep- 
resentatives or assigns prior to said application, and which 
invention has not been abandoned, and that consequently 
Joseph Szuecs was and is entitled to a patent upon the 
said invention. 

5. That being, as aforesaid, the first, original and sole 
inventor of said invention and being entitled to a patent 
therefor, the said Joseph Szuecs filed on April 19, 1948, 
in the United States Patent Office an application for Let- 
ters Patent on the aforesaid invention, the said application 
for ‘‘Method of Growing Mushroom Mycelium and the Re- 
sulting Products’? complying in all respects with all the 
requirements of the law in such cases made and provided, 
and complying in all respects with the Rules of Practice 
in the United States Patent Office, which application re- 
ceived the Serial Number 21,845. 

6. That after the examination required by law and other 
due proceedings had, the Commissioner of Patents ad- 
judged that the aforesaid application interfered with a cer- 
tain other pending application of one Harry Humfeld, ap- 
plication Serial Number 4,056, filed January 23, 1948, for 
‘‘Process of Utilizing Agricultural Wastes’’ and conse- 
quently an interference No. 85,143 was declared in respect 
to the following eount: 


A process for growing mushroom mycelium a food- 
stuff, comprising inoculating a sterile, liquid, organic- 
material containing nutrient medium with mushroom 
tissue, forcing air into the culture beneath the surface 
thereof, agitating the culture by stirring to disperse the 
air into the culture, and continuing growth under agi- 
tated, aerated, submerged conditions until a substantial 
amount of mycelium is produced. 


7. That said Harry Humfeld was not in fact the first in- 
ventor of the invention defined by this count. 


8. That by proper instrument in writing, duly recorded 
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in the United States Patent Office, the aforementioned in- 
terfering party, Harry Humfeld, before the declaration of 
said interference, had duly assigned to the United States 
of America, as represented by the predecessor of the de- 
fendant, Clinton P. Anderson, the Secretary of Agriculture, 
the entire right, title and interest in and to his application 
including the invention constituting the count of the inter- 
ference No. 85,143 as will more fully appear from a certified 
copy of said assignment ready in Court to be produced. 

9. That after the declaration of interference No. 85,143 
above referred to, proceedings were duly had in accordance 
with the Rules of Practice of the United States Patent 
Office in which evidence was offered on behalf of Joseph 
Szuecs, the plaintiff here, and Harry Humfeld, and priority 
of invention of the count of interference No. 85,143 was 
erroneously awarded by the Board of Interference Examin- 
ers on May 22, 1953, to the defendant’s assignor, Harry 
Humfeld. 

10. That consequently, the Commissioner of Patents has 
refused and still refuses to grant Letters Patent on the 
said application of Joseph Szuecs for the invention em- 
braced in the interference count although plaintiff is law- 
fully entitled thereto. 

11. That no appeal to the United States Court of Cus- 
toms and Patent Appeals from the decision of the Patent 
Office Board of Interference Examiners has been taken, 
is pending or has been decided. 

12. Wherefore, plaintiff brings this civil action under and 
in accordance with provisions of the Statutes made and 
provided, and prays: 

(a) That this Court adjudge that the said Joseph Szuecs 
was the first, original and sole inventor of the invention 
constituting the subject matter of the said interference 
and that plaintiff is entitled to receive Letters Patent of 
the United States for such invention. 

(b) That this Court decree that the Contailatoner of 
Patents be directed to issue to plaintiff, Joseph Szuecs, 
Letters Patent of the United States on the above designated 
application of the said Joseph Szuecs, including the sub- 
ject matter of the said interference. 
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(c) That this Court award to plaintiff its costs and such 
other and further relief as may be proper. 


(S.) Ricnarp P. ScHutze, 
Attorney for Plawmtiff, 
Washington Loan & Trust Bldg., Washington, D. C. 


(S.) Denavan P. Smits, 
Of Counsel, 


20 Exchange Place, New York, New York. 


I hereby certify that a copy of the foregoing Amended 
Complaint was this 12th day of August 1953 mailed by 
Registered Mail to Ezra Taft Benson, Secretary of Agri- 
culture, Washington, D. C.; Attorney General of the United 
States, Washington, D. C.; and United States Attorney for 
the District of Columbia, Washington, D. C. 


(S.) Ricnarp P. ScHuuze, 
Attorney for Plaintiff’. 


ANSWER 


United States District Court for the District of Columbia, 
Civil Division 


Civil Action No. 3261-53 
JOSEPH SZUECS, PLAINTIFF 
v. 


Unirep Stares or America, aS REPRESENTED BY Ezra Tart 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


Answer to complaint as amended? 
Defendant, for its Answer to the Amended Complaint, 


states as follows: 
1. Defendant is without knowledge or information suf- 


2 Answer filed September 14, 1953. 
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ficient to form a belief as to the truth of the averment of 
paragraph 1 of the Amended Complaint. 


2. Defendant denies that Ezra Taft Benson is a legal resi- 
dent of the District of Columbia but otherwise admits the 
averments of paragraph 2 of the Amended Complaint. 


3. Defendant denies that plaintiff has, in this instance, a 
right of action under Section 145 of Title 35, United States 
Code, but otherwise admits the averment of paragraph 3 of 
the Amended Complaint. 


4. Defendant admits, as set forth in paragraph 4 of the 
Amended Complaint, that plaintiff or his legal representa- 
tives or assigns filed no application for patent on the in- 
vention in issue, as defined in paragraph 6 of the Amended 
Complaint, in any foreign country prior to the filing of 
plaintiff’s application for patent on said invention in the 
United States Patent Office on April 19, 1948. Defendant 
denies, however, the remaining averments and allegations 
of paragraph 4 of the Amended Complaint, ie., that plain- 
tiff before the 19th of April 1948, or at any other time was 
the first, original and sole inventor of the invention defined 
in paragraph 6 of the Amended Complaint, and further 
denies that plaintiff is entitled to a patent upon said in- 
vention. ; 


5. Defendant denies, as averred in paragraph 5 of the 
Amended Complaint, that plaintiff is the first, original and 
sole inventor of the invention in issue, defined by the Inter- 
ference Count quoted in paragraph 6 of the Amended Com- 
plaint, but admits that plaintiff filed an application for 
patent thereon as alleged. 


6. Defendant admits the averments of paragraph 6 of the 
Amended Complaint. 


7. Defendant denies the allegation of paragraph 7 of the 
Amended Complaint. 


8. Defendant admits the averments of paragraph 8 of the 
Amended Complaint. 


9. Defendant admits the averments of paragraph 9 of the 
Amended Complaint except the allegation that the Board 
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of Interference Examiners erred in its award of priority of 
invention to defendant’s assignor, which allegation defend- 
ant denies. 

10. Defendant admits the averments of paragraph 10 of 
the Amended Complaint except that defendant denies that 
plaintiff is ‘‘lawfully entitled’’ to a patent upon the inven- 
tion defined in paragraph 6 of the Amended Complaint. 

11. Defendant is without knowledge or information suf- 
ficient to form a belief as to the truth of the averments of 
paragraph 11 of the Amended Complaint. 

12. Defendant denies that plaintiff is entitled to the judg- 
ment, decree, award or relief in any of the respects set 
forth in prayers (a), (b), and (c) of paragraph 12 of the 
Amended Complaint. i 

13. Further answering, the defendant avers as follows: 


a. That prior to and at the time of the filing of applica- 
tion for patent Serial No. 4,056, by defendant’s assignor, 
Harry Humfeld, on January 23, 1948, in the United States 
Patent Office, he was and still is the original, first and sole 
inventor of the invention defined in paragraph 6 of the 
Amended Complaint and was and is entitled to a patent 
therefor; that said application was duly filed and the 
requirements of the law, in such case made and provided, 
were complied with in all respects; and 

b. That defendant, and its assignor, Harry Humfeld, duly 
presented to the Commissioner of Patents full and sufficient 
proof establishing that said assignor was the first and 
original inventor of the subject matter of the invention de- 
fined in paragraph 6 of the Amended Complaint; that said 
assignor made said invention prior to the date of invention 
by plaintiff, Joseph Szuecs; and that priority was correctly 
awarded by the Board of Interference Examiners to Harry 
Humfeld, defendant’s assignor, on May 22, 1953, as will 
more fully appear from a copy of the decision of that Board 
ready in Court to be produced. 

Wherefore, defendant affirms its belief that the decision 
of the Board of Interference Examiners referred to above 
was right; that the plaintiff is not entitled to the relief 


a 





Ta 


prayed in the Amended Complaint nor to any relief; and 
defendant prays that the Amended Complaint be dismissed 
with an award of costs to defendant. 


(S.) Wazren E. Burces, 
Assistant Attorney General. 


(S.) Leo A. Rover, 
United States Attorney. 
Of Counsel: 
(S.) Eugene R. WeIsBENDER, 
Attorney, Department of Justice. 


ORIGINAL DECISION OF DISTRICT COURT 


Unrrep States Districr Court ror THE District oF 
CoLuMBIA 


Civil Action No. 3261-53 


JOSEPH SZUECS, PLAINTIFF — 
v. 


Unrrep States or AmMeEnicA, aS REPRESENTED BY Ezra Tart 
Benson, SEcRETARY oF AGRICULTURE, DEFENDANT 


Memorandum 


Plaintiff and Defendant’s assignor Humfeld each filed an 
application for a patent on an invention defined by an iden- 
tical claim appearing in each application. Said claim, con- 
stituting the one Count involved in the Patent Interference 
proceeding hereinafter referred to, reads as follows: 


A process for growing mushroom mycelium, a food- 
stuff, comprising inoculating a sterile, liquid, organic- 
material containing nutrient medium with mushroom 
tissue, forcing air into the culture beneath the surface 
thereof, agitating the culture by stirring to disperse 
the air into the culture, and continuing growth under 
agitated, aerated, submerged conditions until a sub- 
stantial amount of mycelium is produced. 


This suit is brought by Plaintiff under Section 146, Title 
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35, U.S. Code, challenging a decision of the Board of 
Patent Interferences awarding priority of invention to 
Humfeld. 

The issues are as follows: 

Issue I. Whether the process as described by Humfeld 
is or is not inoperative, and 

Issue II. Whether Plaintiff or Humfeld is the first inven- 
tor. 

The application of Humfeld was filed on January 23, 
1948. Plaintiff’s application was filed on April 19, 1948. 
The burden of proof rests on Plaintiff to establish the 
allegations of his complaint by a preponderance of the 
evidence. 

Based upon a consideration and study of the record in- 
cluding the record in Patent Interference No. 85143 in the 
Patent Office, and the briefs of counsel, the Court finds as 
follows on the two issues involved: 

Conclusion as to Issue I: 

The Court finds that the evidence is insufficient to estab- 
lish by a preponderance of the evidence that the Humfeld 
process was inoperative to produce mushroom mycelium. 
The Court, in the circumstances, finds that the Humfeld 
process was operative to produce mushroom mycelium. 

Conclusion as to Issue II: 

The Court finds that the testimony of Plaintiff, and of 
witnesses in corroboration thereof, establishes by a pre- 
ponderance of the evidence that the Plaintiff reduced the 
process to practice on February 7, 1947, and that he was 
first to reduce the process to practice. The Court, in the 
circumstances, finds that the Plaintiff was the first inventor. 

The Court holds that the Plaintiff is entitled to a 
decree ordering that the Commissioner of Patents be 
directed to issue to Plaintiff letters patent on Plaintiff’s 
application. 

(S.) CHartes F. McLavextiy, 
Judge. 
Fesruary 20, 1956. 
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ORIGINAL FINDINGS OF FACT OF DISTRICT COURT 


In tHE Unrrep Srates Districr Courr ror THE District OF 
CoLUMBIA 


Civil Action No. 3261-53 


JOSEPH SZUECS, PLAINTIFF 
v. 


Unitep States or America, as REPRESENTED BY Ezra Tart 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


Findings of fact and conclusions of law* 


Szuecs proposed Findings of Fact and Conclusions of 
Law: 

1. This action is brought under the Patent Laws of the 
United States, specifically under the 1952 Patent Act, 135 
U. S. C. 146, to determine priority of invention as between 
two applicants for a patent. 

2. The two rival applications involved are that of Joseph 
Szuecs filed April 19, 1948, Serial No. 21,845 and that of 
Harry Humfeld filed January 23, 1948, Serial No. 4,056. 

3. These applications were involved in an interference 
in the patent office, No. 85,143, declared March 29, 1951, 
to determine priority as to the invention defined in the 
following count: 


A process for growing mushroom mycelium, a food 
stuff, comprising inoculating a sterile, liquid, organic- 
material containing nutrient medium with mushroom 
tissue, forcing air into the culture beneath the surface 
thereof, agitating the culture by stirring to disperse 
the air into the culture, and continuing growth under 
agitated, aerated, submerged conditions until a sub- 
stantial amount of mycelium is produced. 


4. The Board of Patent Interferences awarded priority 
to Humfeld on May 22, 1953, as to this count, after evi- 


3 Entered March 13, 1956. 











10a 


dence was submitted on behalf of both Szuecs and Humfeld. 

5. The Humfeld application was assigned contemporane- 
ously with the filing of the application by Humfeld, the 
assignment being to the United States Department of 
Agriculture, hereinafter called the defendant. 

6. Szuecs, on July 17, 1953, filed a complaint in the present 
action to reverse the decision of the Board, asking that 
Szuecs be adjudged the first inventor of the subject matter 
of the count and that the Commissioner of Patents be 
directed to issue to him a patent upon his application. 

7. An amended complaint was filed on August 12, 1953, 
amending the section of the Patent Laws of the United 
States under which the plaintiff’s action was brought. 

8. Defendant, on or about September 14, 1953, filed 
its answer to the complaint as amended in which defendant 
denied that Szuecs was the prior inventor and asserted that 
Humfeld was, in fact, the prior inventor. 

9. The defendant relies upon a reduction to practice of 
the invention of March 2, 1947, and a filing date of January 
23, 1948. 

10. Szuecs relies on an actual reduction to practice of his 
invention on February 7, 1947. Defendant denies that there 
was such a reduction to practice. 

11. The invention relates to a process for production of 
mushroom mycelium by submerged culture comprising the 
inoculation of a nutrient solution with mushroom tissue and 
forcing air into the inoculated material and simultaneously 
agitating the culture to disperse the air therein, continuing 
growth under agitated, aerated and submerged conditions 
until a substantial amount of mycelium is produced. 

12. Szuecs conceived the invention now defined by the 
count and disclosed it to others including Wiles on about 
November of 1946 (Rec. 128-9).* 

13. A drawing of the Szuecs apparatus (Pl. Exh. 1) was 
begun January 18, 1947, and completed January 23, 1947, 
being made by Wandell during that period of time (Rec. 


4 (Rec. —) indicates references to the pages of the certified 
record of the Official Court Reporter. 
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272, 294-5). Wandell made this drawing from apparatus 
given to her by Szuecs (Rec. 271). The drawing shows 
elements of the Szuecs submerged mushroom growing 
apparatus, including the features providing for aeration 
and agitation. 

14. On February 7, 1947, Szuecs completed an experiment 
No. 14, recorded in part in his laboratory notebook (PL 
Exhs. 7, 7a) which resulted for the first time in a mushroom 
mycelium produced by submerged growth having a good 
taste and flavor (Rec. 134, 204, 207-8). 

15. Experiment No. 14 and its results were as follows: 


a. The material was edible. (Rec. Szuecs 208, Wiles 
63, Mrs. Szuecs 258) ; 

b. The process employed the inoculation of a sterile, 
liquid organic medium containing nutrient medium with 
mushroom tissue, air being forced into the culture be- 
neath the surface thereof and the culture was agitated 
by stirring to disperse the air into the culture (PL 
Exh. 1) (Rec. Szuecs 204-6, Wiles’ 55-7, Mrs. Szuecs 
256-7) ; and 

ce. The growth was continued under agitated, aerated 
and submerged conditions until a substantial amount 
of mycelium was produced (Rec. Szuecs 206-7, Wiles 
93, Mrs. Szecs 257-9). 


16. Szuecs apparatus (Pl. Exs. 1) as operated on Febru- 
ary 7, 1947, satisfied the terms of the count (Pl. Brief 9-10). 

17. Szuecs conceived and reduced to practice the invention 
defined by the count on February 7, 1947, prior to the earliest 
date asserted by Humfeld. 


Concuusions or Law 


1. The Court has jurisdiction over the action and over the 
parties ; 

2. Szuecs has established that the Patent Office was in 
error in awarding priority of the invention to Humfeld; 

3. Szecs, not Humfeld, was the first inventor of the 
invention defined by the count in suit; and 
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4, Sznecs is entitled to receive a patent upon the Szuecs 
application for the invention defined by the count in suit. 


(S.) Ricnarp P. Scuvuze, 
Attorney for Plaintiff, 
Pennsylvania Building, Washington 4, D. C. 


(S.) Dextavan P. Suira, 
Of Counsel, 
20 Exchange Place, 
New York 5, New York. 


ORIGINAL FINAL JUDGMENT OF DISTRICT COURT 


Unrrep Srares Disrricr Courr ror THE Disrricr or 
CoLUMBIA 


Civil Action No. 3261-53 


JOSEPH SZUECS, PLAINTIFF 
Vv. 


Unrrep States or AMERICA, AS REPRESENTED BY EXzra Tart 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


Final judgment 


This cause come on to be heard on the evidence adduced 
and was argued by counsel for the respective parties. 

Upon consideration of the Findings of Fact and Con- 
clusions of Law it is, by the Court, hereby: 

Adjudged, ordered and decreed that the Commissioner of 
Patents issue to Plaintiff letters patent on Plaintiff’s 
application. 

(S.) Caartes F. McLaveux iin, 
Judge. 
March 13, 1956. 


Accepted as to form. 


(S). E. R. Werssenner, 
Atty for Deft. 
Maxcxu 13, 1956. 
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ORIGINAL NOTICE OF APPEAL 


In toe Unirep Srates District Court ror THE District oF 
CoLUMBIA 


Civil Action No. 3261-53 
JOsEPH SZUECS, PLAINTIFF 
v. 


Unitep Stares or AMERICA, AS REPRESENTED BY Ezra Tarr 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


Notice of appeal 


Notice is hereby given that the United States of America, 
as represented by Ezra Taft Benson, Secretary of Agricul- 
ture, defendant above named, hereby appeals to the United 
States Court of Appeals for the District of Columbia from 
the Final Judgment entered in this action on March 13, 
1956. 

(S.) Oxrver Gasca, 
Umited States Attorney, 
For the District of Columbia. 


(S.) Georce Cocuran Doves, 
Assistant Attorney General, Civil Division, 
Department of Justice. 


EK. R. WEIsBENDER, 
A. K. Gesr, 
Of Counsel. 


Clerk: Please mail copies to: Richard P. Schulze, Esq., 
Pennsylvania Building, Washington 4, D. C.; Delavan 
Smith, Esq., Fish, Richardson & Neave, 20 Exchange Place, 
New York, N. Y. 


Filed May 11, 1956. 
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ORIGINAL ORDER TO TRANSMIT RECORD 


Unrrep Sratres Districr Courr ror THE District oF 
CoLUMBIA 


Civil Action No. 3261-53 
JOSEPH SZUECS, PLAINTIFF 
v. 


Unrrep States or AMERICA, AS REPRESENTED BY 
Ezra Tarr Benson, SECRETARY OF AGRICULTURE, DEFENDANT. 


Order 


The Clerk of the Court is hereby ordered to transmit the 
entire original record, exhibits and transcript in the above- 
entitled case to the United States Court of Appeals, forth- 
with. 

(S.) Cartes F. McLaveu.in, 
Judge. 
Dated May 23, 1956. 


CERTIFICATE OF SERVICE 


I hereby certify that a copy of the foregoing Order has 
been mailed to attorneys for plaintiff, Richard P. Schulze, 
Esq., Pennsylvania Building, Washington, D. C.; and, 
Delavan Smith, Esq., 20 Exchange Place, New York, New 
York, this 23rd day of May, 1956. 


(S.) Narpan J. Pautson, 
Assistant Umted States Attorney. 


Filed May 23, 1956. 
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ORIGINAL DECISION OF COURT OF APPEALS 


Unrrep Srares Court or Apress FoR THE DisTRIcT oF 
Cotumsi1a Crrcuir 


No. 13410 


Unrrep Srares or America, as Represented by 
Ezra Tarr Benson, Secretary of Agriculture, appELLANT 


Vv. 


JOSEPH SZUECS, APPELLEE 


Appeal from the United States District Court 
for the District of Columbia 


Decided January 10, 1957 


Mr. E. R. Weisbender, Attorney, Department of Justice, 
with whom Assistant Attorney General Doub and Messrs. 
Oliver Gasch, United States Attorney, Melvin Richter, and 
Albert K. Geer, Attorneys, Department of Justice, were 
on the brief, for appellant. Mr. Lewis Carroll, Assistant 
United States Attorney, also entered an appearance for 
appellant. 

Mr. Delavan Smith, of the Bar of the Court of Appeals 
of New York, pro hac vice, by special leave of Court, with 
whom Mr. Richard P. Schulze was on the brief, for appellee. 

Before Pretryman, Fany and Danauer, Circuit Judges. 

Fany, Circut Judge: The United States, as represented 
by Ezra Taft Benson, Secretary of Agriculture, appeals 
from a judgment of the District Court ordering the Com- 
missioner of Patents to issue to Joseph Szuecs, appellee, 
letters patent on his application filed in the Patent Office on 
April 19, 1948, Serial No. 21,845, describing a certain 
process for growing mushroom mycelium. Appellant is the 
assignee of one Harry Humfeld. It contends that Humfeld 
had priority by reason of his application for a similar 
patent filed January 23, 1948, Serial No. 4,056. In the 
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Patent Office an interference proceeding had been declared’ 
to determine the question of priority. As a result of this 
proceeding the Patent Office awarded priority of invention 
to Humfeld, whereupon Szuees filed his complaint in the 
District Court under 66 Stat. 803 (1952), 35 U.S.C. § 146 
(1952). 

After a hearing the District Court made findings of 
fact and entered conclusions of law. The court found 
that Szuecs was the first inventor and that the Patent 
Office erred in awarding priority to Humfeld. In a memo- 
randum opinion the District Judge stated that the burden 
of proof rested upon Szuecs to establish the allegations of 
his complaint ‘‘by a preponderance of the evidence’”’ and 
that his testimony and that of witnesses in corroboration 
thereof established ‘‘by a preponderance of the evidence’’ 
that Szuecs had reduced the process to practice February 
7, 1947, and accordingly was the first inventor. 

When the Patent Office has decided a question of 
priority of invention, followed by an action under 35 U.S.C. 
§ 146 contesting the decision, the question of priority is 
tried de novo in the District Court; but the standard of 
proof which must be applied by the District Court to reach 
a conclusion contrary to that of the Patent Office is not a 
preponderance of the evidence: 


‘¢ * * * it must be laid down as a rule that where the 
question decided in the Patent Office is one between con- 
testing parties as to priority of invention, the decision 
there must be accepted as controlling upon that ques- 
tion of fact in any subsequent suit between the same 
parties, unless the contrary is established by testi- 
mony which in character and amount carries thorough 
conviction.’’ 


1The relevant count in the interference proceedings describes 
the claim as follows: 

“A process for growing mushroom mycelium, a foodstuff, 
comprising inoculating a sterile, liquid, organic-material con- 
taining nutrient medium with mushroom tissue, forcing air 
into the culture beneath the surface thereof, agitating the 
culture by stirring to disperse the air into the culture, and 
continuing growth under agitated, aerated, submerged condi- 
tions until a substantial amount of mycelium is produced.” 
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Morgan v. Damels, 153 U.S. 120, 125, decided in an action 
brought under the authority of Rev. Stat. § 4915, the 
predecessor of 35 U.S.C. § 146. And see Esso Standard 
Ou Co. v. Sum Oil Co., 97 U.S. App D.C. 154, 229 F.2d 37. 


Since the District Court in deciding the case appears 
clearly not to have applied the rule which requires that 
the evidence carry ‘‘thorough conviction,’’ the judgment, 
and the findings and conclusions upon which it rests, 
must be set aside, but the case will be remanded for re- 
consideration under that standard of proof as set forth in 
the Morgan and Esso cases. In the exercise of a sound 
discretion the District Court may receive additional evi- 
dence. Cf. Brumi v. Dulles, — U.S. App. D.C. —, 235 F.2d 
855. 

Reversed and remanded. 


MOTION FOR REARGUMENT PER REMAND 


In Tse Unrrep Srates Distrricr Court For THE 
District Or CoLUMBIA 


Civil Action No. 3261-53 
JOSEPH SZUECS, PLAINTIFF 
agamst 


Unirep Srates or AMERICA, AS REPRESENTED By Ezra Tart 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


Motion Unver Rute 60(b) (6) 


Plaintiff moves the Court to vacate and set aside the 
final judgment entered against defendant in this cause 
on the 13th day of March 1956, and to grant leave to 
plaintiff to reargue the aforesaid cause of action on the 
ground that the said final judgment was reversed and 
remanded for reconsideration by the U.S. Court of Appeals 
for the District of Columbia Circuit in a opinion dated 
January 10, 1957 as more fully appears from the affidavits 
of Delavan Smith hereto annexed as Exhibit A and the 
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judgment of said Circuit Court, a copy of which is hereto 
annexed as Exhibit B. 
Ricwarp P. Scuuuze 
Attorney for Plaintiff 
Pennsylvania Building 
Detavan SMITH Washington 4, D.C. 
Smite & AUSLANDER 
of counsel 
160 Broadway, New York 38, 
New York. 


Copy received this 12th day of March, 1957. 


EK. R. WerissenDer 
Attorney for Defendant 


In Tae Unirep States Districr Court For THe 
District Or CoLumBrIa 
Civil Action No. 3261-53 
JOSEPH SZUECS, PLAINTIFF 
agamst 
Unirep Srates or America, AS REPRESENTED BY Ezra Tarr 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 
AFFIDAVIT 
Stare or New York . 
County or New Yorx( * 

Delavan Smith being duly sworn, deposes and says as 
follows: 

1. Deponent is and has been of counsel, to the plaintiff 
Joseph Szuecs since the inception of the above entitled 
action. 

2. That on the 13th day of March 1956 a final judgment 
was entered in favour of the plaintiff and against the 
defendant in the above entitled action. 

3. That in an appeal by defendant from the said final 
judgment of the District Court of the United States, the 
Court of Appeals for District of Columbia Circuit reversed 
and remanded the aforesaid final judgment saying: 

‘‘Since the District Court in deciding the case ap- 
pears clearly not to have applied the rule which re- 
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quires that the evidence carry ‘‘thorough conviction,’’ 
the judgment and the findings and conclusions upon 
which it rests, must be set aside, but the case will be 
remanded for reconsideration under that standard 
of proof as set forth in the Morgan and Esso cases. 
In the exercise of a sound discretion the District 
Court may receive additional evidence.’’ 


4. That as a result of the reversal of the said Circuit 
Court, plaintiff seeks reargument as to those matters re- 
lating to the standard of proof to be applied to the evidence 
presented the District Court. 

Detavan Sire 


Sworn to before me this 5th day of March, 1957. 
Maurice ArTHur AvusLANDER, Notary Public, State of 


New York, No. 240113410, Qualified in Kings County, 
Commission Expires March 30, 1957. 


DISTRICT COURT DECISION ON REMAND 
Unitep States Disrraicr Courr ror THE District oF 
CoLUMBIA 


Civil Action No. 3261-53 
JosePH SZUECS, PLAINTIFF 
VS. 


Unitep Strares or AMERICA, AS REPRESENTED BY Ezra Tarr 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


MEMORANDUM 


This matter having come on for hearing before the 
Court on the 10th day of May, 1957 on Plaintiff’s Motion 
under Rule 60(b)(6), and the final judgment of this 
Court previously entered herein having been reversed by 
the Circuit Court of Appeals of this Circuit and remanded 
by said Circuit Court of Appeals of this Circuit to this 
Court for reconsideration under the standard of proof as 
set forth in Morgan v. Daniels, 153 U. S. 120, 125; 14 
Supreme Court 772, 773, 38 L. Ed. 657, and in Esso Ou Co. 
vs. Sun Oil Co., 97 U. S. Apps. D. C. 154; 229 F. 2d 37, 
and the Court having heard oral arguments by counsel for 
Plaintiff and Defendant, and having considered briefs 
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judgment of said Circuit Court, a copy of which is hereto 
annexed as Exhibit B. 
Ricwarp P. Scuvuuze 
Attorney for Plaintiff 
Pennsylvania Building 
Detavan SmitTH Washington 4, D.C. 
Samira & AUSLANDER 
of counsel 
160 Broadway, New York 38, 
New York. 


Copy received this 12th day of March, 1957. 


E. R. WerissEnDER 
Attorney for Defendant 


In Tae Unrrep Srates Disrricr Court For Tue 
Districr Or CoLumMBia 


Civil Action No. 3261-53 
JosEPH SZUECS, PLAINTIFF 
agamst 
Unirep States or AMERICA, AS REPRESENTED BY Ezra Tarr 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 
AFFIDAVIT 
State or New York : 
County or New Yor«( * 

Delavan Smith being duly sworn, deposes and says as 
follows: 

_1. Deponent is and has been of counsel, to the plaintiff 
Joseph Szuecs since the inception of the above entitled 
action. 

2. That on the 13th day of March 1956 a final judgment 
was entered in favour of the plaintiff and against the 
defendant in the above entitled action. 

3. That in an appeal by defendant from the said final 
judgment of the District Court of the United States, the 
Court of Appeals for District of Columbia Circuit reversed 
and remanded the aforesaid final judgment saying: 


‘‘Since the District Court in deciding the case ap- 
pears clearly not to have applied the rule which re- 
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quires that the evidence carry ‘‘thorough conviction,’’ 
the judgment and the findings and conclusions upon 
which it rests, must be set aside, but the case will be 
remanded for reconsideration under that standard 
of proof as set forth in the Morgan and Esso cases. 
In the exercise of a sound discretion the District 
Court may receive additional evidence.’’ 


4. That as a result of the reversal of the said Circuit 
Court, plaintiff seeks reargument as to those matters re- 
lating to the standard of proof to be applied to the evidence 
presented the District Court. 

Detavan Smite 


Sworn to before me this 5th day of March, 1957. 


Maurice ArrHur AvusLanpErR, Notary Public, State of 
New York, No. 240113410, Qualified in Kings County, 
Commission Expires March 30, 1957. 


DISTRICT COURT DECISION ON REMAND 
Unrrep States Disrricr Court FoR THE DisTRIcT OF 
CoLUMBIA 


Civil Action No. 3261-53 
JosEPH SZUECS, PLAINTIFF 
vs. 


Unirep States or AMERICA, AS REPRESENTED BY Ezra Tart 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


MeEemoRANDUM 


This matter having come on for hearing before the 
Court on the 10th day of May, 1957 on Plaintiff’s Motion 
under Rule 60(b)(6), and the final judgment of this 
Court previously entered herein having been reversed by 
the Circuit Court of Appeals of this Circuit and remanded 
by said Cireuit Court of Appeals of this Circuit to this 
Court for reconsideration under the standard of proof as 
set forth in Morgan v. Daniels, 153 U. S. 120, 125; 14 
Supreme Court 772, 773, 38 L. Ed. 657, and in Esso Ou Co. 
vs. Sun Oil Co., 97 U. S. Apps. D. C. 154; 229 F. 2d 37, 
and the Court having heard oral arguments by counsel for 
Plaintiff and Defendant, and having considered briefs 
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filed by said counsel respectively in connection with said 
Motion, and the Court having reconsidered this case in 
accordance with the mandate of the Circuit Court of 
Appeals of this Cireuit heretofore referred to, and the 
Court being fully advised in the premises, it is by the 
Court this 27 day of May, 1957. 

Orperep that upon reconsideration of the said judgment 
previously entered by this Court, the said judgment pre- 
viously entered by this Court is by the Court this 27 day 
of May, 1957 hereby set aside and judgment is hereby 
entered herein in the words and figures set forth in the 
attached instrument marked Exhibit ‘‘A’’ and by refer- 
ence made a part hereof, in place and in stead of the 
judgment previously entered by this Court as hereinbe- 
fore referred to. 

CuHarLes F, McLavcHiin 
Judge 


Exaursit ‘‘A’’ 


Unrrep States Disrricr Court FoR THE DISTRICT OF 
CoLUMBIA 


Civil Action No. 3261-53 
JOSEPH SZUECS, PLAINTIFF 
vs. 


Unitep Srates or AMERICA, AS REPRESENTED BY Ezra Tart 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


MEMORANDUM 


Plaintiff and Defendant’s assignor Humfeld each filed 
an application for a patent on an invention defined by an 
identical claim appearing in each application. Said claim, 
constituting the one Count involved in the Patent Inter- 
ference proceeding hereinafter referred to, reads as follows: 


A process for growing mushroom mycelium, a food- 
stuff, comprising inoculating a sterile, liquid, organic- 
material containing nutrient medium with mushroom 
tissue, forcing air into the culture beneath the surface 
thereof, agitating the culture by stirring to disperse 
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the air into the culture, and continuing growth under 
agitated, aerated, submerged conditions until a sub- 
stantial amount of mycelium is produced. 


This suit is brought by Plaintiff under Section 146, Title 
35, U. S. Code, challenging a decision of the Board of Patent 
Interferences awarding priority of invention to Humfeld. 


The issues are as follows: 


Issue I. Whether the process as described by Hum- 
feld is or is not inoperative, and 

Issue II. Whether Plaintiff or Humfeld is the first 
inventor. 


The application of Humfeld was filed on January 23, 
1948. Plaintiff’s application was filed on April 19, 1948. 
The burden of proof rests on Plaintiff to establish the 
allegations of his complaint by testimony which in character 
and amount carries thorough conviction. 

Based upon a consideration and study of the record 
including the record in Patent Interference No. 85143 in 
the Patent Office, and the briefs of counsel, the Court finds 
as follows on the two issues involved: 


Conclusion as to Issue I. 

The Court finds that it is not established by testimony, 
which in character and amount carries thorough conviction, 
that the Humfeld process was inoperative to produce 
mushroom mycelium. The Court, in the circumstances, 
finds that the Humfeld process was operative to produce 
mushroom mycelium. 


Conclusion as to Issue I. 

The Court finds that it is established by the testimony 
of Plaintiff, and of witnesses in corroboration thereof, 
which testimony the Court finds to be testimony which in 
character and amount carries thorough conviction, that 
the Plaintiff reduced the process to practice on February 
7, 1947 and that he was first to reduce the process to practice. 
The Court in the circumstances, finds that Plaintiff was 
the first inventor. 
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The Court holds that the Plaintiff is entitled to a decree 
ordering that the Commissioner of Patents be directed to 
issue to Plaintiff letters patent on Plaintiff’s application. 

CuarLes F. McLavesuin 
May 27, 1957 Judge 
ec—Mr. Ricuarp P. ScHuzE 
Pemnsylvamia Building 
Washington 4, D. C. 
Mr. E .R. WEIsBENDER, 
Department of Justice 
Washington, D. C. 


(Sent to Department of Justice June 3, 1957 LP) 


FINAL JUDGMENT OF DISTRICT COURT ON REMAND 
Unirep Stares Districr Court ror THE District or 
CoLUMBIA 
Civil Action No. 3261-53 
JosePH SZUECS, PLAINTIFF 
v. 

Unrrep Srares or America, aS REPRESENTED BY Ezra Tarr 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT. 
Fina JUDGMENT 


This cause came on to be heard on the evidence adduced 
and was argued by counsel for the respective parties. 

Upon consideration of the Findings of Fact and Con- 
clusions of Law it is, by the Court, hereby: 

ADJUDGED, ORDERED AND Decreep that the Commissioner 
of Patents issue to Plaintiff’s letters patent on Plaintiff’s 
application. 

Cuages F. McLavesuin 

July 2, 1957 Judge 


Indorsed at the time of service: 


Approved as to form but exception is taken to proposed 
Findings 12 thru 17 and Conclusions of Law 2, 3, & 4. 

E. R. Weissenner, atty. for deft. 

June 28, 1957 
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FINDINGS OF FACT BY DISTRICT COURT ON REMAND 


In Tue Unirep Srates Districr Court For Tue 
Districr Or CoLuMBIA 


Civil Action No. 3261-53 


JOSEPH SZUECS, PLAINTIFF 
Vv. 


Unrrep States or America, aS RepreseNTED BY Ezra Tarr 
Benson, SEcRETARY OF AGRICULTURE, DEFENDANT. 


Finpincs or Facr anp Concuusions or Law 


Szuecs proposed Findings of Fact and Conclusions of 
Law: 

1. This action is brought under the Patent Laws of the 
United States, specifically under the 1952 Patent Act, 135 
U.S.C. 146, to determine priority of invention as between 
two applicants for a patent. 

2. The two rival applications involved are that of Joseph 
Szuees filed April 19, 1948, Serial No. 21,845 and that of 
Harry Humfeld filed January 23, 1948, Serial No. 4,056. 

3. These applications were involved in an interference 
in the patent office, No. 85,143, declared March 29, 1951, 
to determine priority as to the invention defined in the 
following count: 


A process for growing mushroom mycelium, a food 
stuff, comprising inoculating a sterile, liquid, organic- 
material containing nutrient medium with mushroom 
tissue, forcing air into the culture beneath the surface 
thereof, agitating the culture by stirring to disperse 
the air into the culture, and continuing growth under 
agitated, aerated, submerged conditions until a sub- 
stantial amount of mycelium is produced. 


4. The Board of Patent Interferences awarded priority 
to Humfeld on May 22, 1953, as to this count, after evi- 
dence was submitted on behalf of both Szuees and Humfeld. 

5. The Humfeld application was assigned contempora- 


* Entered July 2, 1957. 
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neously with the filing of the application by Humfeld, the 
assignment being to the United States Department of 
Agriculture, hereinafter called the defendant. 

6. Szuecs, on July 17, 1953, filed a complaint in the 
present action to reverse the decision of the Board, asking 
that Szuecs be adjudged the first inventor of the subject 
matter of the count and that the Commissioner of Patents 
be directed to issue to him a patent upon his application. 

7, An amended complaint was filed on August 12, 1953, 
amending the section of the Patent Laws of the United 
States under which the plaintiff’s action was brought. 

8. Defendant, on or about September 14, 1953, filed its 
answer to the complaint as amended in which defendant 
denied that Szuecs was the prior inventor and asserted 
that Humfeld was, in fact, the prior inventor. 

9. The defendant relies upon a reduction to practice of 
the invention of March 2, 1947, and a filing date of January 
23, 1948. 

10. Szuecs- relies on an actual reduction to practice of 
his invention on February 7, 1947. Defendant denies 
that there was such a reduction to practice. 

11. The invention relates to a process for production of 
mushroom mycelium by submerged culture comprising the 
inoculation of a nutrient solution with mushroom tissue 
and forcing air into the inoculated material and simulta- 
neously agitating the culture to disperse the air therein, 
continuing growth under agitated, aerated and submerged 
conditions until a substantial amount or mycelium is pro- 
duced. 

12. Szuecs conceived the invention now defined by the 
count and disclosed it to others including Wiles on about 
November of 1946. (Rec. 128-9)*. 

13. A drawing of the Szuecs apparatus (Pl. Exh. 1) 
was begun January 18, 1947, and completed January 23, 
1947, being made by Wandell during that period of time 
(Rec. 272, 294-5). Wandell made this drawing from ap- 
paratus given to her by Szuecs (Rec. 271). The drawings 


* (Rec. —) indicates references to the pages of the certified 
record of the Official Court Reporter. 
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shows elements of the Szuecs submerged mushroom growing 
apparatus, including the features providing for aeration 
and agitation. 

14. On February 7, 1947, upon evidence which in character 
and amount carried thorough conviction Szuecs completed 
an experiment No. 14, recorded in part in his laboratory 
notebook, (Pl. Exhs. 7, 7a) which resulted for the first time 
in a mushroom mycelium produced by submerged growth 
having a good taste and flavor. (Rec. 134, 204, 207-8). 

15. Experiment No. 14 and its results were as follows: 


a. The material was edible. (Rec. Szuecs 208, Wiles 
63, Mrs. Szuees 258) ; 

b. The process employed the inoculation of a sterile, 
liquid organic medium containing nutrient medium 
with mushrooms tissue, air being forced into the cul- 
ture beneath the surface thereof and the culture was 
agitated by stirring to disperse the air into the cul- 
ture (Pl. Exh. 1) (Rec. Szuecs 204-6, Wiles, 55-7, 
Mrs. Szuecs 256-7); and 

c. The growth was continued under agitated, aerated 
submerged conditions until a substantial amount of 
mycelium was produced (Ree. Szuecs 206-7, Wiles 93, 
Mrs. Szuecs 257-9). 


16. Szueecs apparatus (Pl. Exh. 1) as operated on Feb- 
ruary 7, 1947, satisfied the terms of the count (Pl. Brief 
9-10). 

17. Szuecs conceived and reduced to practice the inven- 
tion defined by the count on February 7, 1947, prior to the 
earliest date asserted by Humfeld. 


ConcLusions or Law 


1. The Court has jurisdiction over the action and over 
the parties; 


2. Szuecs has established that the Patent Office was in 
error in awarding priority of the invention to Humfeld; 


3. Szuecs, not Humfeld, was the first inventor of the 
invention defined by the count in suit; and 
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4. Szuecs is entitled to receive a patent upon the Szuecs 
application for the invention defined by the count in suit. 


RicHarp P. ScxHvuize 


Attorney for Plaintiff 
Pennsylvania Building 
De.tavan Smit Washington 4, D. C. 
Smirs & AUSLANDER 
Of Counsel 
160 Broadway 


New York, New York 


SECOND NOTICE OF APPEAL 


In the United States District Court for the District of 
Columbia 


Civil Action No. 3261-53 


JOSEPH SZUECS, PLAINTIFF 
v. 


Unirep States or America, aS RepresenteD By Ezra Tarr 
Benson, SEcRETARY OF AGRICULTURE, DEFENDANT. 


Notice of Appeal 


Notice is hereby given that the United States of America, 
as represented by Ezra Taft Benson, Secretary of Agricul- 
ture, defendant above named, hereby appeals to the United 
States Court of Appeals for the District of Columbia from 
the Final Judgment entered in this action on July 2, 1957. 


(S.) Oxrver Gascx, 
Umted States Attorney, 
For the Instrict of Columbia. 


(S.) Grorce Cocuran Doves, 
Assistamt Attorney General, Civil Division, 
Department of Justice. 
EK. R. WEIsBENDER, 
A. K. Grrr, 
Of Counsel. 
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~ Clerk: Please mail copies to: Richard P. Schulze, Esq., 
Pennsylvania Building, Washington 4, D. C.; Delavan Smith 
Esq., 160 Broadway, “New York, New York. 


Filed August 30, 1957. 


? 


SECOND ORDER TO TRANSMIT RECORD 
United States District Court for the District of Columbia 


Civil Action No. 3261-53 
JosEPH SZUECS, PLAINTIFF 
v. 


Unirep States or AMERICA, AS RepRESENTED BY Ezra Tarr 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT. 


Order 


The Clerk of the Court is hereby ordered to transmit the 
entire original record, exhibits and transcript in the above- 
entitled case to the United States Court of Appeals, 
forthwith. 


(S) Cartes F. McLavestiy, 
Judge. 
Dated September 9, 1957. 


CERTIFICATE OF SERVICE 


I hereby certify that a copy of the foregoing Order has 
been mailed to attorneys for plaintiff, Richard P. Schulze, 
Esq., Pennsylvania Building, Washington, D. C.; and, 
Delavan Smith, Esq., 160 Broadway, New York, N. Y., this 
9 day of September 1957. 


(S.) Narnan J. Pautson, 
Assistant United States Attorney. 


Filed September 9, 1957. 
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EXCERPTS FROM TRIAL PROCEEDING 
United States District Court for the District of Columbia 


Civil Action No. 3261-53 


JOSEPH SZUECS, PLAINTIFF 
v. 


Unrrep States or AMERICA, AS REPRESENTED BY EXzra Tart 
Benson, SECRETARY OF AGRICULTURE, DEFENDANT 


Wasuincoton, D. C. 
Tuesday, November 22, 1955. 


The trial of the above-entitled action came on for trial 
before the Honorable Charles F. McLaughlin, United States 
District Judge, at 10:00 o’clock a. m. 

Appearances: On behalf of the Plaintiff: Richard P. 
Schulze, Esq., and Delavan P. Smith, Esq., of Fish, Richard- 
son & Neave, New York City, N. Y. On behalf of the United 
States Attorney: E. R. Weisbender, Esq., Civil Division, 
Department of Justice. On behalf of the Department of 
Agricluture: T. A. Seegrist, Esq., and Rubin Hoffman, Esq. 


Testimony of George M. Wiles 


[41] Grorce M. Wuzs was called as a witness by the 
plaintiff and, being first duly sworn, was examined and 
testified as follows: 


DIRECT EXAMINATION 


[42] A. George M. Wiles, W-i-l-e-s. I live at 15 East 
9ist Street, New York City. I am secretary and treasurer 
of the Enco Chemical Corporation, 44 Lexington Avenue, 
New York. 

Q. Are you acquainted with Dr. Joseph Szuecs, the 
plaintiff in this action? 
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+ A. I am. 

Q. How long have you known Dr. Szuecs? 

A. I was introduced to him in the latter part of November 
i or early December, 1941. 

Q. Would you state the circumstances under which you 
met Dr. Szuecs, and the nature of your relationship with 
him? 
wo A. I was one of several who organized the small cor- 
| poration in January, 1942, to promote Dr. Szuecs’ work. 

Q. What was the nature of that work? 

A. Fermentation process, citric acid. 

Q. Was that work carried on for some period of time? 

A. The work was carried on from January, ‘42, up 
through to November, 1946. 

Q. Did Dr. Szueces ever talk to you about any further 
development or inventions about which he had any interest? 

A. Well, I was the treasurer of this small corporation. 
I was handling the citric acid work, and as such I was the 
liaison between Dr. Szuecs and the others that were inter- 
ested. 

As the result I saw him very frequently. I visited his 
laboratory very frequently. 

[43] During that time he told me of other ideas that 
he hoped—you see, during that period deep fermentation 
was becoming quite the thing. Dr. Szuees discovered the 
key to deep citric fermentation. Different organizations 
were approaching us to see whether or not they could 
induce Dr. Szuecs’ help in the developing of deep fermenta- 
tion and other processes. 

The Doctor having been interested in the growing of 
mushrooms for many years in Europe spoke to me very 
often about his ideas of adopting these deep techniques to 
the growing of mushroom material. 





[44] Q. At this time did Dr. Szuecs reveal to you any of 
his ideas for further experimentation? 

A. Oh, yes. He was very anxious to get started experi- 
menting with growing mushrooms submerged. When our | 
work finished with the duPont laboratories in October 1946, | 
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I set about to try to arrange for facilities for him to under- 
take his work in mushrooms. I succeeded in getting the 
Boyce Thompson Institute for plant research at Yonkers 
to let him use the facilities that he had been using there in 
connection with his citric work to work with the mushrooms. 
I might say there that in early November I arranged to 
take Dr. Szuecs down—— 


The Courr: What year? 

The Wirness: In 1946, I arranged to take Dr. Szuecs 
down in early November to visit, revisit Mr. Lambert and 
Mr. Lescarboura, as the Doctor wanted to discuss with 
them certain of his ideas. 


By Mr. Sorrx: 


Q. When did you recall Dr. Szuees first disclosing to you 
the process that he intended to try out in carrying out sub- 
merged growth [45] of mushroom mycelium? 

A. Well, at least as early as 1945. 

Q. And the details of the plan became known to you 
when? 

A. When we were riding around in Westchester visiting 
these various mushroom places in October and September, 
1946. 

Q. Do you know what use Dr. Szuecs made of the facili- 
ties which you arranged at the Boyce Thompson Institute, 
when these facilities were first used by Dr. Szuecs? 

A. They were first used in November ’46. He started to 
get his stuff together to attempt experiments in submerged 
fermentation of mushrooms. He was running other experi- 
ments at the same time, but he was hopeful to develop 
something that we could sell, and get the funds to carry 
if on. 

Q. What sort of contact did you have with Dr. Szuecs 
with his experiments during the period of time that you are 
talking about? 

A. I went up to Boyce Thompson very frequently, at least 
twice a month, and sometimes four or five times a month. 

Q. What did you observe when you went to the Boyce 
Thompson Institute? 
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A. I saw these pieces of apparatus running with the 
material inside growing. 

Q. Do you see any apparatus that is similar to the ap- 
paratus that you saw at the Boyce Thompson Institute? 

A. Yes, on the table. 


[55] Q. Now, Mr. Wiles, tell us the nature of the appa- 
ratus and process that you saw when you visited Dr. Szuecs 
at the Boyce Thomspon Institute? 

A. The apparatus was glass. At the bottom was a fritted 
dise. 

Below this disc was a glass tube that was connected with 
a hose that was connected to air. 

Between the hose and this glass was a filter. It was a 
mechanism to force air up through the dise into the bowl 
of the utensil. The utensil had a narrow neck, and it had 
a rod that came down that was called a stirrer. 

On the end that went into the apparatus was a blade, and 
that blade would be connected so that it could be taken in 
and out and washed. In other words, the blade pivoted on 
this stirrer. 

Then there was a connection to prevent contamination to 
get in. It was sealed. 

The Courr: Please keep your voice up. It is hard for the 
Court to hear you when you drop your voice. 

The Wirness: The stirrer was connected with a [56] 
device that would cause it to rotate at a pre-determined 
speed. On the air intake there was a device so that the 
doctor could control the amount of air that was being put 
into the experiment. 

Into that glass utensil the doctor would put his nutrient 
solution. That is, the solution on which the organism was 
to grow. 

Then he would inoculate it with the mushroom, and after 
seven or eight days he had little pellets, mushroom pellets. 


By Mr. Sire: 


Q. I show you Plaintiff’s Exhibit 1, and ask you if you 
recognize the subject matter of that exhibit. 
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A. That is the drawing of the type of equipment that was 
being used. 

Q. Now you will notice that the drawing, Plaintiff’s Ex- 
hibit 1 bears certain legends thereon, and I will ask you to 
describe what each of these legends refer to, starting with 
the legend A, which is located on the outside of the shell 
shown. 

A. Well, A indciates the fritted disc or the filter through 
which the air was forced. E is the air intake tube. B was 
the place where the doctor forced his nutrient solution 
into the container. And C is where he inoculated, and 
also during the course of the fermentation withdrew small 
samples [57] to make his determination of how far the 
operation had proceeded. D was the seal that he had to 
prevent the outside contaminated air getting into this. 

Q. You said D is a seal? 

A. I call that a seal. 

Q. Where is the stirring apparatus? 

A. The black line represents the stirrer that came down 
in which the upper end was affixed to a device which would 
eause it to rotate. This lower part is the blade which 
would turn around and keep the material in movement. 

Q. You are talking now of the horizontal bar that is 
black, and at the bottom of the other horizontal bar form- 
ing a ‘‘T’’ in the center on the drawing? 

A. Yes. 

[57] Q. Could you describe exactly what use again was 
made of this apparatus? In other words, what went into 
this apparatus at the time that you saw the operations being 
carried out? 

A. The doctor would put the nutrient with which he 
hoped to grow the mushroom, and he would inoculate the 
material. As he would put in some mushroom spores they 
grow in this, the air would come through enabling them to 
live. The result was mushroom pellets. 

Q. I have here a record of business expenses for the 
entire year of 1947, which was an exhibit in the interfer- 
ences in the [58] Patent Office, and is headed with the 
printed legend ‘‘G. M. Wiles.’’ 
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Mr. Smrrx: I would like to introduce this as Plaintiff’s 
Exhibit 2 in this ease. 


(Photostatie copy, consisting of five pages, entitled 
‘‘Business Expenses, 1947, G. M. Wiles’’ was marked 
‘‘Plaintiff’s Exhibit No. 2’’ for identification.) 


By Mr. Smirx: 


Q. I hand you, Mr. Wiles, Plaintiff’s Exhibit 2, and ask 
you if you can identify this document and state what it is. 

A. This is a photostat of my detailed expenses which 
was filed with my income tax return for the year 1947, and 
which was filed before March 15, 1948. 


* * a * * 


[59] Q. Does this document refresh your recollection 
about any occurrences or circumstances in the early part 
of 1947? 

A. Yes. It shows that I made four visits to the labo- 
ratories at Yonkers in January. It also shows that I was 
at the Boyce Thompson Institute on February 8, 1947. 
[60] Q. What was the purpose of these visits, if you 
recall? 

A. The purpose of these visits was to see what the doctor 
was doing, and to discuss with him the progress he was 
making. 

Q. And the experiments and progress that you were 
referring to are the experiments that you have just testified 
about? 

A. Yes, the growing of mushrooms submerged. 


[61] Q. Can you state what the result was of your trip of 

January 4, 1947, which is indicated on Plaintiff’s Exhibit 2? 
A. I saw some operations, some experiments being run. 

The doctor said that he had not succeeded in getting any 

mushroom flavor, satisfactory mushroom flavor at that time. 
Q. And this is similarly truae—— 


The Court: When you say ‘‘Doctor,’’ you mean the 
plaintiff? 
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The Wirness: Yes; Dr. Joseph Szuecs. 

The Courr: I don’t know that ‘‘Doctor’’ carries any con- 
notation in this record so far. Very well. We understand 
you were speaking of the plaintiff. 


By Mr. Sirsa: 


Q. And the same is true of your trips of January 11, 18, 
25, which are similarly set forth in Plaintiff’s Exhibit 2? 

A. Yes. 

Q. What about the trip of February 8th, which is shown 
in that exhibit? 

A. I made that trip because the day before he had called 
me up to announce—— 

Q. When you say ‘‘he’’ you mean Joseph Szuecs, the 
plaintiff here? 
[62] A. Joseph Szuecs, the plaintiff, called me up to tell 
me that he had succeeded in running an experiment, and 
the material had excellent mushroom flavor. He wanted 
me to come up and see it. 

Q. Does the entry in here assist you in recalling what the 
circumstances were of this visit? * * * 

A. Yes. My wife and I drove up to sample this material 
that the doctor had told me that he had produced. 


[63] Q. Can you describe the apparatus that was used in 
connection with the experiment that you saw on February 
8th? 

A. Yes. It was the same equipment that I described a 
few minutes earlier here. 

Q. And can you describe the nature of the outcome of the 
experiment that you saw on that day? 

A. Yes. The material was small pellets. One person 
who saw it said it reminded him of caviar. Very small. 
Smaller than peas. They were particles. 

Q. Could you make any statement as to the taste and 
flavor of the product which you were shown? 

A. The material had excellent mushroom flavor, taste. 

Q. Do you know what day of the week that was? 








35a 


A. It was a Saturday. I had taken my wife with me so 
that she could sample it. 

Q. What did you do then, Mr. Wiles, in connection [64] 
with Dr. Szuecs experiment? 

A. The doctor was very excited about his success, and 
was most anxious to get various other strains, hoping to 
by studying he could find strains that would give still 
stronger flavor. He asked me to write to two people. He 
asked me to write to Dr. Duggar. I wrote to Dr. Duggar 
because Dr. Duggar for many years had been interested in 
mushrooms, and Dr. Szuecs felt that he would be best quali- 
fied to tell him where he could get certain types, certain 
strains. I also wrote to Louis Lescarboura, asking him to 
send Dr. Szuecs some brown mushrooms which Dr. Szuecs 
wanted to use in connection with his work. 


* td * * * 
CRrosS-EXAMINATION. 


[77] By Mr. WetsBENDEE: 


[80] Q. You testified as to a trip reflected by an income 
tax return. Can you tell me the purpose of that trip? 

A. The trip on February 8th was to see the material 
which Dr. Szuecs had phoned me about the day before, that 
he had finished an experiment, and was successful, and the 
material had marvelous flavor, and wanted me to come up 
and see it, which I did. 

Q. He wanted you to see the resultant product? 

A. That is right. 

Q. Then you definitely did not see him performing the 
process, you only went up to see the product, is that correct? 

A. Wait a minute. At that time his experiments took 
about eight days, and my recollection, I may be wrong, was 
that I was up there within eight days of February 8th. 
Possibly Iam wrong. I cannot swear that I saw him empty, 
stop the experiment, and empty the material. All I could 
swear is that I saw similar experiments; that even on the 
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day that I was up there he had experiments in such an 
apparatus which had material very similar in appearance. 
Now I ate the material. [81] There is no question about 
that. The material had to have been produced at the time 
{ was eating on it. And the material is unique. 

Q. We are not concerned, Mr. Wiles, with the material 
at this time. I want to know whether you saw Dr. Szuecs 
mix the ingredients, and whether you stayed there through- 
out a period of eight days to see it operate, and if you saw 
him extract the product. Did you or did you not? 

A. I did not. 

Q. Do you know what went into the culture in which he 
produced this product? 

A. I know that he was using various things. I know that 
he had corn syrup. 

Q. Were you there when he mixed it? 

A. No; but I bought them for him to use. 

Q. Do you know whether he put them into his culture? 

A. If you mean did I see him put them in? 

Q. Absolutely. 

A. I did not. 

Q. Now you say you have an interest in the invention in 
issue, is that correct? 

A. A financial interest; yes, sir. 

Q. Do you have any reluctance in telling us to what extent 
your interest is? 

A. Well, yes; I have a reluctance. If it is absolutely 
necessary I will have to do a little figuring, but to me it 
[82] is a substantial interest. 

Q. Is it substantial enough that you are interested in the 
outcome of this case? 

A. Very definitely. 


[92] Q. When he showed you the resultant product did 
he tell you from what process he got it? 

A. He told me it was Experiment 14, and as I have 
already testified there were other experiments running 
that weren’t completed that had very similar material 
in them that I could see. 
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Q. And the resultant product was gotten as you say from 
Experiment 14? 

A. I was told that the material—I will go back—I have 
testified that he telephoned me on a Friday to announce 
great enthusiasm that he had succeeded in growing a flavor- 
ful mushroom product, and he would like very much for 
me to come up and see it and taste it. And I testified 
that I went up on this Saturday and that he did show me 
the material, and I did taste it, and it did have an excellent 
mushroom flavor. I testified that there were other flasks 
there in the experiment still running that had very similar 
material in it. I have also testified that I did not see him 
set up the experiment. I have no recollection of seeing 
him inoculate it. I didn’t stand and watch for 24 hours 
a day for eight days to make sure nobody touched it. That 
I cannot swear to. But I did see the material. It was a 
unique material, and I am confident [93] that Dr. Szuecs 
made it, grew it. 

Q. Did he tell you what he meant by “teat or Experiment 
No. 14? He told you that the product was derived from 
Experiment 14, according to your testimony. Did he ex- 
plain to you what Experiment 14 was? 

A. Not in detail. I knew it was a number 14 in the 
series of deep fermentation experiments that he was 
running. 

. Was that recorded somewhere? 

. In his notebook. 

. In his notebook? 

. Iam quite sure. 

. Have you seen the recording of his experiments? 
. I have seen a photostat of it subsequently; yes. 

. I hand you the extract which was placed in evidence 
on behalf of Dr. Szuecs in the Patent Office as Exhibit 7 
of Dr. Szuecs’ notebook, and ask you whether or not that 
reflects the Experiment 14 to which you have referred as 
appearing in Dr. Szuecs’ notebook. 

A. I am quite sure that this is the experiment, sir. 

Q. You are sure that that is the experiment? 

A. I am quite sure. 


OPOPpoOpeé 

















38a 


[99] By Mr. WEISBENDER: 


Defendant’s Exhibit 5 for identification is the letter of 
February 17, 1948, previously Szuecs’ Exhibit 9 in the 
Patent Office, and it appears in Defendant’s Exhibit 3-B 
at page 346. 


[101] By Mr. WEIsBENDER: 


Q. Mr. Wiles, would you please next read paragraph 4 
of your letter of February 17, 1948, to which we have just 
referred? 

A. ‘‘He has now succeeded in cultivating mushroom 
mycelium in liquid media, entirely submerged with rela- 
tively small, but well distributed aeration in less than 10 
days [probably considerably less]. The appearance of this 
mycelium is pearl-like and is of the consistency and form of 
caviar. You may have it in any desired size from 3-mm. 
' to 10-mm. diameter. The mycelium is edible and botani- 
| ¢ally, and even more morphologically identical with parts 
| of the fruiting body or sporophore, which, in itself, is only 
pseudo-tissue. In this connection, may I call your atten- 
tion to the fact that mushrooms contain [102] Riboflavin, 
Thiamin, Nicotinic Acid and Pantothenic Acid.’’ 

Q. Now that letter as an individual letter is in evidence 
for identification as Defendant’s Exhibit 5. In the para- 
graph that you have just read, how do you interpret the 
word ‘‘now’’? 

A. Exactly what do you mean how do [I interpret it? I 
have sworn that the Doctor reported to be back on Febru- 
ary 7, 1946, that he had succeeded in growing mushrooms 
submerged, and I have sworn that on the 8th of February, 
1947, I went up and tasted some of the material. 

I have also sworn when you showed me that patent appli- 
cation which was dated some time in the later part of ’47, 
December, I think, that I urged the doctor at that time 
to file a patent covering the deep process. 

Now I don’t think that’s any more strange that I should 
write a letter of that kind than to have Mr. Maclay of the 
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Department of Agriculture on April, 1948, tell me that 
their work is just in its beginning stage and that they 
couldn’t give me samples, that I would have to wait until 
November. 

As a matter of fact, in April, ’48, I gave Mr. Souder of 
Campbell Soup Company some samples of material. At 
the time he was up and took away the samples I knew 
nothing about Humfeld’s alleged work. In fact, he was 
the one who mailed us a copy of the Science Article. He 
found it on his [103] desk when he went back to Camden, 
New Jersey. 

Q. Obviously you have misunderstood my question. The 
Paragraph 3 that you have just read refers to mycelium 
grown on a solid substrate. 

A. Paragraph 3—not Paragraph 3. The same which 
Mr. Riley wrote me about, the essence. It was samples of 
essence that Mr. Riley wrote me about. He wanted to 
know about the shelf life. 

Q. It refers to the solid substrate? 

A. The essence was taken from mycelium grown on 
solid substrate, that is right. 

Q. Now Paragraph 4 you just read starts off by saying 
‘*He has now succeeding in cultivating mushroom mycelium 
in a liquid media.”’ 

A. Yes. 

Q. How do you interpret the word ‘‘now’’ with respect 
to the date of the letter? The letter is dated February 17, 
1948. Does ‘‘now’’ mean that date of the letter? 

A. No. As I explained, we were trying to interest the 

man in this essence so we could get some money from that 
and use the money. The doctor has always not wanted to 
rush and as soon as you have an idea run and file a patent 
application. He is one of these conservative peovle who 
like to run many, many experiments and get all the facts 
before he files an application. 
[104] Now there is no more indication—I mean sworn 
that back in December of ’47 I urged him when we were 
at the patent attorney’s office to file this thing. I have 
sworn that I saw the material back in February, °47. 
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Q. No, Doctor. Let me refresh your recollection. In 
Paragraph 2 of this letter that you have just read you 
stated: 


‘His oldest samples are only three months old.’’ 


A. That is right. 

Q. And you say that those were the samples of essence 
grown on a solid substrate? 

A. No; that essence that is made from the mycelium 
that was grown on a solid substrate. 

Q. Very well. 

A. Now wait a minute. Don’t try to infer that he has 
only been doing this three months. The gentleman was 
asking about shelf life, and I am simply telling him that we 
haven’t kept any more than three months, so we don’t 
have any idea what the shelf life would be. That is all 
that had to do with it. 


{109] Q. Again would you tell us the first time that you 
saw a resultant product of the process in issue? 

A. The first time that I saw a mushroom product that 
grew submerged was on February 8th. 

Q. I didn’t ask you whether it was a mushroom product. 
I merely asked about the resultant product. How do you 
know? I will ask you another question: How do you know 
it was a mushroom product ? 

A. Because it has an excellent mushroom taste and flavor, 
and he was there. We were spending our money and time 
to determine ways and means of growing mushrooms sub- 
merged, and he started with genuine mushroom spores. 

Q. Then your information is from Dr. Szuecs, that he 
told you that this was grown from a mushroom spore, is 
that correct? 

A. That is correct. As I have testified previously I did 
not see him inoculate. I did not see him set up the experi- 
ment. J didn’t stay there eight days, twenty-four hours 
around the clock to make sure there were any changes made. 
I simply accepted his statement. I have sworn that I saw 
alongside experiments that were running that had identical 
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material in them, and the material did have a very definite 
mushroom flavor. 

Q. I interrupted your answer to my previous question, 
which was: When did you first see the resultant product 
of the [110] process in issue? 

A. I thought I answered it. February 8. 

Q. February 8, 1947? 

A. Yes. 

Q. You fixed that date by what? 

A. I fix that date by the trip that I made up. I knew 
it was about that time, and I looked at my expense account 
and saw that that was the date, Saturday, the 8th. Now 
I have another way of knowing. It so happened that Dr. 
Szuecs’ wedding anniversary was the 7th of February. 
At the time he called me up he said he was quite happy. 
He had quite an anniversary present to have a successful 
operation. 

Q. He said the product was derived from Experiment 14? 

A. That is correct. 

Q. Of Plaintiff’s Exhibit 7? 

A. I don’t know what the plaintiff’s exhibit is. I know 
it was Experiment 14 as shown on that photostat. 

Q. Did you see him harvest the product? 

A. No, sir; I didn’t. 

Q. You saw the finished product? 

A. I did, sir. 

Q. Removed from any vat or any other container? 

A. That is right. 

[111] Q. Can you describe that product? 

A. Well, to my mind it was pearl-like, small, pearl-like. 
Very small balls. Much smaller than a pea. 

Q. Did yeu try to eat some of it? 

A. I did eat some of it. 

(). Can you describe its consistency? A layman’s view- 
point, now. You have said you are not a chemist. 

A. Well, I got very similar reaction to what I would have 
gotten if I had taken a mushroom cap and cut it up in those 
small same sizes. I have eaten those. 

Q. Did Dr. Szuecs tell you what it consisted of, to break 
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it down chemically, what were the chemical elements of 
those so-called pearl-like pellets? 

A. No, sir. 

Q. Did you try to determine for yourself what it was? 

A. Well, I knew by having purchased different raw ma- 
terials for the doctor, corn syrup, molasses, and various 
other things, that that was what was making up his nutrient 
solution. Beyond that I don’t know. 


[113] Redirect examination by Mr. Smita: 


Q. Just a few questions, Mr. Wiles. Have you ever seen 
Dr. Szuecs inoculate mushrooms for the initiation of its 
process at any [114] time? 

A. Imay have. I have been up there so many times, and 
I have seen him do so many things. 

Q. Have you ever seen the plaintiff’s solution actually 
in the process of being agitated and aerated? 

A. Many times. 

Q. Have you ever seen Dr. Szuecs harvest the mycelium? 

A. Yes; I have. I had Dr. Motter and Dr. Hutchins 
up there in 1948, I think it was May, or early June, and 
they harvested some of the material and tasted it. 


Mr. WEISBENDER: What year was that, please? 
The Witness: 1948. 


By Mr. Smirz: 


Q. Can you state any comparison you might make be- 
tween the material that you saw harvested from the con- 
tainers and the material which you saw on February 8th 
about which you have testified? 

A. Well, the material that I tasted on February 8th 
was very similar. My recollection was that the material 
that Dr. Motter and Dr. Hutchins supervised the wash- 
ing of and extracting was a little larger, the pieces were 
a little larger. 

Q. But the substance of the material, how would it com- 
pare? 
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A. Very, very similar. 


Testimony of Mrs. Joseph Szuecs 
[254] 
! Mrs. JoserpH Szuecs was called as a witness by the plain- 
tiff and, being first duly sworn, was examined and testified 


= as follows: 
DIRECT EXAMINATION 
[256] By Mr. Sorra: 


Q. Would you state the nature of your further duties in 
connection with mushroom deep fermentation that you 
testified about? 

A. Yes. I have been there and worked there and helped, 
and I have seen how Dr. Szuecs inoculated the mushroom, 
started down on agars in test tubes or in petri dishes. 

Q. Then what would he do? 

A. Then he would observe the growth, and after a few 
days he would inoculate it in a deep fermenter, in liquid. 

Q. What was that liquid, if you know? 

A. The liquid was a nutritian solution. 


The Courr: What? 
Mr. Suirx. Nutritian solution. 


By Mr. Smirx: 


Q. What was the fermenter like if you can describe it 
quickly? 
[257] A. The fermenter was a three liter bottle that is 
called a Florence flask. Below the Florence flask was at- 
tached a sintered glass bottom where the air came through. 
This sintered glass bottom was connected with a rubber tub- 
ing to the aeration that came under the table where the ap- 
paratus was set up. 

Q. Were there any other parts to this equipment? 

A. Yes. 
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Q. What were they? 

A. After it was inoculated there was a stirrer or pro- 
peller that was put in the glass, and then after that it was 
connected to the rotation. That means like ball bearings. 
Dr. Joseph Szuecs calls it pulleys, but it has a little ball 
bearing, and it was connected to it. Then the aeration was 
opened and started to stir day and night. 

Q. What were your duties in connection with the experi- 
ments? 

"A. My duties were to prepare the apparatus, to wash 
them, and after, when the mycelium was taken out, so-called 
harvest, I had to filter them, wash them, and with vacuum 
suction eliminate the water from it. 

Q. Do you recall if the experiment that you participated 
in ever became successful or not? 

A. Yes;I do. 

[258] Q. What was the nature of that? 

A. Well, I ate first the mushroom mycelium. The first 
ones were not so good, but I remember when [I ate the first 
good mushroom taste. 

Q. When was that? 

A. I happen to know because it happened to be my mar- 
riage anniversary, and that was on the 7th of February 
1947. 

Q. When were you married? 

A. The 7th of February 1944. 

Q. Do you recall anything being done? 

A. I was very happy about that because that was a big 
present. If you happen to be a scientist’s wife, you don’t 
expect diamonds. You are very happy with mushroom 
mycelium. 

Q. Can you tell what happened after the conclusion of the 
test that you have characterized as producing mycelium that 
had flavor? 

A. Yes; I recall. 

Q. What happened? 

A. Dr. Szuecs called Mr. Wiles and he said to him on 
the phone that he has a good result and good mushroom 
taste and flavor. He asked him to come to Yonkers, New 
York, to see the product and taste it, which he did, the next 
day. 
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Q. Did you actually see the material that you have tasted 
harvested from the fermenter? 

A. Yes;I did. 
[259] Q. Was that the same material that was given to 
Mr. Wiles the next day according to your testimony? 

A. Yes. It was the same material. 

Q. Did you see the experiment result of February 7th in 
the process of being operated? 

A. Yes; I did. 

Q. Did you participate in the making of those experi- 
ments? 

A. No. I was just there as a technician, and I participated 

hen it was ready, as I said before. I washed the mycelium 

d helped. 


s oe o * a * 
[301] Cross-examination by Mr. WEISBENDEE: 


[315] Q. Do you know whether Dr. Szuecs kept laboratory 
notebooks of his experiments? 

A. Yes; in his office. 

Q. In his office? 

A. Yes. 

[316] Q. Did you maintain them for him? 

A. No;I never. I just worked in the laboratory. I always 
did what I was told to do. 

Q. I have here a copy of Plaintiff’s Exhibit 7, which is a 
photostat. I will ask you whether or not you can identify 
this, and if so, please tell me what it is. 

A. To read it? 

Q. No; just tell me what the paper represents. 

A. My husband’s writing. 


The Covurr. Just a moment. 
The Wrrness. His handwriting. 
By Mr. WEISBENDER: 


Q. What does the ‘‘14’’ represent on page 1 of Exhibit 
No. 7? 
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A. Where do you see 14? I never had anything to do 
with writing. But this is probably the 14th experiment.. 

Q. You say probably the 14th experiment? 

A. Yes; because I never saw this paper. I never have 
been in the office. I never kept books. 


[317] Q. Does experiment 14 mean anything to you, and 
if so, would you please tell us what you know about it? 

A. Yes. It does mean something to me. 

Q. Would you tell us what it means? 

A. It means that that was the first mushroom mycelium, 
best taste in mushrooms, and it was a [318] harvest of the 
mushroom mycelium, what I washed. Dr. Szuecs poured it 
in a Buchner funnel, and you wash it through water, and 
put on the suction vacuum to eliminate the water content 
in what you wash it. 

Q. When was this washing done? In other words, I pre- 
sume you are referring to the harvesting now, are you not? 

A. Yes; I do. 

Q. When was that washing done, this harvesting? When 
was that done? 

A. On the 7th of February. 

Q. 7th of February? 

A. Yes. 

Q. Can you tell me over what period the substance re- 
mained in a container prior to its harvesting? 

A. What period? It could be seven days. 

. Seven days? 

A. It could be eight days. It could be six days. I don’t 
recall, because I emphasize again I have been a laboratory 
technician, and I never watched the time, how long it was 
in. I just washed and prepared. 

Q. If that was harvested on the 7th, is it your recollection 
that the material was placed in the container about the 1st 
of February? 

A. Pardon? 
[319] Q. Would you assume then that the material was 
placed in the container? 

A. Could be, could be. 
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Q. You say seven to eight days? 

A. Yes. I don’t know how long. It may be eight days, 
it may be seven, maybe six. I mean later we made it very 
fast. I know it would grow in two days, in three days. 

Q. I am speaking now specifically of experiment 14. I 
would like your definite recollection. 

A. I didn’t keep the books myself, and I don’t know. I 
just imagine so. 

Q. Can you tell us, please, what went into that container 
on the first day, which led up to the harvesting on the 7th of 
February? 

A. It was a liquid solution. 

Q. A liquid? 

A. Liquid nutrition, I call it, nutrition solution. And 
after the nutrition solution, the innoculum. I know those 
expressions, but I heard them. 

Q. What was the liquid solution that was placed in the 
container on the first day of the experiment? 

A. I don’t know what it was because that was not my job. 

Q. How long after the liquid solution was placed in the 
container was it before it was inoculated, as you say? 

A. Maybe two or three [320] hours. It had to cool. I 
remember that we had to touch it before it gets to room 
temperature, because this was a liquid that came from the 
autoclave, and when it was cooled off at room temperature, 
then he inoculated it. That I remember. 

Q. What was the next step in the experiment after the 
inoculation? 

A. Then you carefully open the aeration with a clamp, 
and you let the air through, and connect the stirrer on the 
top that was moving. , 

Q. Would you say that was done on the day that the 
liquid was placed in there, or was it done—— 

A. The day certainly, the same day. 

Q. The same day? 

A. Yes; as I recalled, the same day, only a few hours 
later, after it was poured in, when it cooled off. It could 
last two hours, three hours. I don’t know exactly. 

Q. What was the total quantity placed in the container? 

A. The total? 
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Q. Yes. 

A. Exactly I could not tell. I know that that was a 
three-liter flask. It contained about two liters of liquid 
plus the inoculum. 


The Courr: The Court didn’t understand that answer. 
{321] The Reporter (reading)— 

‘‘Answer. Exactly I couldn’t tell. I know that that was 
a three-liter flask. It contained about two liters of liquid 
plus the inoculum.”’ 

The Court. Proceed. 


By Mr. WEISBENDER: 


Q. What was the action of the stirrer? Did it move up 
and down or did it rotate? 

A. It rotated. 

Q. What was the means of causing it to rotate? 

A. It was connected to ball bearings, and it was connected 
with electricity. It rotated day and night without any in- 
terruption. 

Q. Can you be a little more specific, please, as to how the 
stirrer was driven for rotation? 

A. Yes. It was like a rubber band, heathen bands that 
were connected on the table to the pulleys, and when it 
rotated the leather bands moved the stirrer. This is a 
mechanical thing, and I hardly can express myself, but it 
was rotating day and night because—I should be an en- 
gineer to explain it. I can’t. 

'Q. Do you know of your own knowledge or did Dr. Szuecs 
ever tell you of the revolutions per minute of the stirrer? 

“A. No; I [322] don’t know. Sometimes it changes for 
faster or slower, because you had three kinds of pulleys, 
a small one, a medium one and a large one. The large one 
rotated slower. The medium speed and the smallest rotated 
the fastest, because as it rotates it goes on a larger surface 
around. 

Q. Would you again look at Exhibit 7, the first page, 
indicated as Experiment 14, and tell me whether you can 
read Dr. Szuecs’ writing? 

A. Forty-two grams—— 
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Q. I didn’t ask you to read it. Can you read it? 

A. Sure. 2 

Q. Were all of the elements included in that recording 
placed into the container in which the experiment was con- 
ducted? 

A. Probably yes. Sure, yes; otherwise he wouldn’t have 
put it down here. 

Q. And you would say that the specifie—— 

A. I never had anything to do with this paper, and not 
with anything that he put in the apparatus. 

Q. Now, Mrs. Szuecs, we are trying to determine whether 
or not you actually witnessed the test throughout its test. 
I want to know definitely whether you know whether the 
elements set forth on page 1 of Exhibit 7 in those specific 
quantities were placed in the fermenter that you have just 
described on the opening day of the test. 

A. Yes. They were in; yes. 

[323] Q. They were included. Was anything else added to 
those elements? 

A. Anything else? 

Q. Yes. 

A. I don’t know. The innoculum. 

Q. The innoculum? 

A. I imagine so. The innoculum, because without in- 
noculum you cannot grow mushroom mycelium. 

Q. Then you would say that the experiment 14 was con- 
ducted with the elements in the specific quantity set forth 
in experiment 14 of Exhibit 7, plus the innoculum? 

A. I think so. I am not an expert on that. 

Q. Were you present when he put them into the fermen- 
ter? 

A. I have worked there. I have probably been present; 
yes. 

Q. Do you recall him putting those elements in that con- 
tainer? 

A. I saw him boiling the barley that he boiled in a beaker 
glass. 

Q. After those elements plus the innoculum were placed 
in the fermenter, was it your testimony that seven or eight 
days later you harvested a product? 
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A. Yes; and the liquid, and the two liters of liquid, that 
was also—— 
{324] Q. When was the liquid added? 

A. When? 

Q. Yes. 

A. I never made the experiment. I don’t know when it 

as added, when it was put in the apparatus. Probably it 

as all added together and then sterilized and then used. 

Q. Do you know whether Dr. Szuecs has patents on other 
‘mushroom cultures? 

A. I think he has. Yes; in Europe. I don’t know exactly. 
He never discusses those things with me. 


Q. Mrs. Szuecs, again looking at the recording of experi- 
ment 14 on Exhibit 7, were you present when Dr. Szuecs 
put 42 grams of scotch barley in the container from which 
the product was later harvested? 

A. No; I don’t know if I was present, but he boiled it in 
water, tap water, as it is here. 


[325] Q. Were you present when he put .8 gram potas- 
sium acid phosphate in the container? 

A. I don’t remember if I was present, but if he has it 
here, he certainly did so. Otherwise, it couldn’t be here. 

Q. Now, then, down toward the end of the recording of 
experiment 14 it says ‘‘Suction=108 grams.’’ What does 
that mean to you? 

A. To me? 

Q. Yes. 

A. That probably means to me that that was so much 
mycelium, as a layman, I would say. 

Q. Did you see this suction action performed? 

A. Yes; because he usually measured it, how much was 
harvested. 

Q. Then you think there were 108 grams of mycelium 
sucked off? 

A. I think it means that—I couldn’t swear to that, but 
it looks to me like it is because I never had the papers. I 
never had anything to do with it. 
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Q. You were present now, and you say that you saw the 
action? 

A. Yes; sure I did. I was there. I helped always. 

Q. And were 108 grams of mycelium sucked out of the 
container? 

A. Yes. Otherwise it wouldn’t be here. 


Admission by Counsel for Szuecs 


[390] Mr. Smrra: The plaintiff will concede, if it is any 
help, [391] Counsel, that the experiment doesn’t include 
dilution to two liters or stirring or aeration as part of the 
writing in the notebook. 


EXHIBITS 
Plaintiff’s, Szuecs’, Exhibit 7A 

(14) 42 grams Scotch Barley boiled in 166 cubic centi- 
meters tap water +0.8 grams potassium acid phosphate, 
after boiling for 30 minutes, suction=108 grams. Very 
good mushroom taste. 

(23) 200 grams odthulls (boiled in 0.4 Normal sodium 
hydroxide and washed with water), (200 grams is the 
weight of the treated oathulls+water content, after 
suction). 

100 grams Peatmoss, 20 grams Calcium Carbonate-+-20 
grams Starlac+-400 cubic centimeters water. 

Inoculated with Mycelium No. 50 from Lambert. Start 
2/18.3/6 excellent growth, ready in 16 days. 

(32) 238 grams from 22 (10 grams dehydrated carrot 
powder+20 grams calcium carbonate+100 grams peat- 
moss-+400 cubic centimeters tap water. Dehydrated carrot 
was boiled in 400 cubic centimeters water)-+30 grams casein 
washed from milk, (KE and A) + 30 cubic centimeters water. 

(45.0 Peatmoss+4:5 grams dehydrated carrot powder 
+9.0 grams calcium carbonate+180 (?)+30 cubic centi- 
meters water+30 grams casein=298.5 grams) ca.® 70.47% 


5 “Ca”— “Circo.” 
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water content; 10% casein, 15% Peatmoss, 1.5 dehydrated 
carrot+3.0% calcium carbonate. Start 2/25. 3/20 very good 
uniform growth, material too dry and to densely pressed. 


(58) 50 grams Peatmoss (through sieve No. 10)+10 
grams calcium carbonate+10 grams Starlac+200 cubic 
centimeters water (just right humidity). Columns experi- 
ment aerated. Start 3/13. Slow, but acceptable. 


(63) 25 grams Peatmoss+10 grams calcium carbonate 
+12.5 grams casein+150 cubic centimeters water (in 1 
liter—4.9 grams magnesium sulfate, with 7 molecules water 
of crystallization, 5.44 grams potassium acid phosphate+ 
1.74 grams potassium sulfate)+10 grams Wesson Oil. 

Excellent and perfect dense growth, contributed * to the 
presence of the minerals. Experiments 60, 61, 62 are fare 
(7) behind, without minerals but Wesson Oil. 

63, complete, not diminishing growth until the end, very 
dense, homogeneous growth. 


(68) 200 grams wet Oathulls (original 80 grams dry) 
+25 grams Peatmoss+5 grams calcium carbonate+25 
grams casein (new)+160 cubic centimeters water+20 
grams Wesson Oil. 

Excellent. Stirring experiment; 5 large test tubes+1 
liter 1% citric acid. Start5/5a.m.11°°. 24 hours stirring, 
filtered, heated, taste slightly bitter, sour. 


(96) 25 grams Peatmoss+12.5 grams casein+5 grams 
calcium carbonate+1.0 grams manganese sulfate with 4 
molecules water of crystallization+130 cubic centimeters 
Mineral (1 liter=8.0 grams ammonium nitrate+4.9 grams 
magnesium sulfate with 7 molecules of water of crystalliza- 
tion+-5.4 grams potassium acid phosphate+1.47 grams po- 
tassium sulfate. Start 4/10 inoculated with 63. 4/18 Ex- 
periment is not conclusive, inoculation was made Torf 
Mycelium and not with straw Mycelium. Growth is good 
alright, nothing extraordinary. 

4/22 beautiful growth, mostly complete 4/28-Excellent 
growth, complete (very probably long before this date). 
4/28 Stirring experiment 7 test tubes in 250 cubic centi- 


®Szuecs probably meant “attributed.” 
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meters Mineral (above)+250 cubic centimeters water 
stirred. Result—bad taste. 

(97) 25 grams Peatmoss+25 grams bread crumbs+12.5 
grams casein+5.0 grams calcium carbonate+20 grams cal- 
cium sulfate+130 cubic centimeters Mineral (1 liter=8.0 
grams ammonium nitrate+4.9 grams magnesium sulfate 
with 7 molecules of water crystallization+-5.4 grams potas- 
sium acid phosphate+1.47 grams potassium sulfate). Good 
crumb digestion. Start 4/11. On 4/14 Normal growth. 
4/22 beautiful growth, complete. 


Excerpts From Defendant’s Exhibit 3 
Defendant’s Exhibit 3A, Page 1 et seq. 


DEPARTMENT OF COMMERCE 
Unrrep Srares Parent OFFIce 


Washington 
Div. 1, Room 7804 Paper No. 1 


Declaration of Interference No. 85143 - 
EXAMINER OF INTERFERENCES : 


An interference is found to exist between the following 
cases, and in respect to the invention therein specified, 
to wit: 


1. Name: Joseph Szuecs, Post Office Address, 151 Odell 
Avenue, Yonkers 3, New York. Title: Method of Growing 
Mushroom Mycelium and the Resulting Products. Filed 
April 19, 1948. Ser. No. 21,845. Patd................... 
ar eee Division or continuation of ............ 
Attorney Campbell, Brumbaugh, Free and Graves, of 90 
Broad Street, N. Y. 4, N. Y. Sub. Att’y Delavan P. Smith, 
of 20 Exchange Pl., N. Y.6, N. Y. Assignee, ............ 


2. Name: Harry Humfeld, Post Office Address, Western 
Regional Research Laboratory, 800 Buchanan Street, Al- 
bany, California. Title Process of Utilizing Agricultural 
Wastes. Filed Jan. 23,1948. Ser. No. 4,056. Patd....... 
Ge vievaens Division or continuation of .............. 
Attorney W. Carroll Hunter, H. N. Foss, T. A. Seegrist & 
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L. M. Mantell, of Solicitor’s Office, Dept. of Agriculture, 
Week. D.C. Associate AR’ y «ionic sass BE As et ietsaes 
Assignee, United States of America, as represented by the 
Secretary of Agriculture (no copy of notice sent assignee). 

Intf. No. 85148. 

Intf. Declared March 29, 1951. 

Statement Due Apr. 30, 1951. 

Serial No. 21,845 and Serial No. 4,056. 

1. A process for growing mushroom mycelium, a food- 
stuff, comprising inoculating a sterile, liquid, organic- 
material containing nutrient medium with mushroom 
tissue, forcing air into the culture beneath the surface 
thereof, agitating the culture by stirring to disperse the air 
into the culture, and continuing growth under agitated, 
aerated, submerged conditions until a substantial amount 
of mycelium is produced. 

The relation of the count of the interference to the claim 
of the respective parties is as follows: 

Count 1. Szuecs 39. Humfeld 19. 

Count compared: BLK. 
| C. JosepH GOLDBERG, 

Examiner. 
Blk :ms. 


Defendant’s Exhibit 3A, Page 6 
In THe Unirep States Parent OFFICE 
Interference No. 85,143 
Harry Humreip 
v. 
JosEPH SzvEcs 
Preliminary Statement of the Party Szuecs 


Stare or New York, 
County of Westchester, ss: 


Statement of Szuecs. 


Filed April 26, 1951. 
Approved May 10, 1951. 
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Joseph Szuecs, being first duly sworn, deposes and says 
that he is a party to the above identified interference, that 
he made the invention set forth by the count of the inter- 
ference in the United States; 

(1) That no drawing of the said invention was made 
because the invention defined by the said count is for a 


process not readily susceptible of illustration in a drawing. - 


(2) That the first written disclosure of said invention was 
made on or before February 18, 1947. 

(3) That the invention was first disclosed to others on or 
about November 16, 1946. 

(4) That the following act, susceptible of proof, if 
proven, would tend to establish conception of the invention; 
that on July 10, 1945, he procured a certain volume relating 
to mushroom culture from the library of the Boyce Thomp- 
son Institute; that said volume was procured to assist him 
in carrying out and confirming certain theories relating to 
taste and odor of mushroom mycelium developed at the 
time of conception of the invention. 

(5) That the invention was actually reduced to practice 
between May 1946 and February 18, 1947. 

(6) That active exercise of reasonable diligence toward 
reducing the invention to practice began on or about May 
1946. 

JOSEPH SzvEcs. 

Sworn to and subscribed before me this 25th day of April 
1951. 

[sEaL] —— : 

Notary Public. 
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Preliminary Statement of the Party Humfeld 


Statement of Harry Humfeld. 
Filed April 24, 1951. 
Approved May 10, 1951. 


Harry Humfeld, being duly sworn, deposes and says that 
- he is the applicant named in the application involved in the 
above-identified patent interference; that he made the in- 
vention of the count of the interference in the United States 
of America; that no drawing of the invention was made; 
that the first written description of the invention of said 
count was made on March 1, 1947; that the invention of said 
count was first disclosed to another person in the month of 
March, 1947; that there were no other acts susceptible of 
proof which, if proven, would establish conception of the 
invention of said count; that the invention of said count 
was actually reduced to practice on March 2, 1947; active 
exercise of reasonable diligence toward reducing the inven- 
tion to practice began on January 11, 1947. 
Hargy HuMFeE Lp. 


Subscribed and sworn to before me this 17th day of April, 
1951, in the State of California, County of Alameda. 
[sEaL] — 


My commission expires Sept. 11, 1953. 
Defendant’s Exhibit 3A, Page 105 et seq. 
In THE Unrrep States Patent OFFICE 
Interference No. 85,143 
Szvecs 
v. 
HoMFELD 


Deposition of Wiles Before Patent Office 


Depositions of Dr. Joseph Szuecs and G. M. Wiles, taken 
on behalf of the Party Szuecs in the above-entitled Inter- 
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ference, before Gertrude A. Niederer, a Notary Public in 
and for the State of New York, County of New York, on 
Wednesday, August 6, 1952, at 10:00 o’clock a. m. at the 
offices of Fish, Richardson & Neave, Esqs., 20 Exchange 
Place, New York 5, N. Y., and on Thursday, August 7, 
1952, at 10:00 o’clock a. m., at 441 Lexington Avenue, New 
York 17, N. Y., pursuant to notice hereto annexed. 

Appearances: Delavan P. Smith, Esq., of Fish, Richard- 
son & Neave, Esqs., Attorney for the Party Szuecs. T. A. 
Seegrist, Esq., Office of the Solicitor, U. S. Department of 
Agriculture, Washington 25, D. C., Attorney for the Party 
Humfeld. William Takacs, Esq., Western Regional Re- 
search Laboratory, Albany, California, Representative of 
the Party Humfeld. 


[191] Gerorce M. Wres, of Bryant Avenue, Roslyn, Long 
Island, New York, a witness called on behalf of the Party 
Szuecs, being first duly sworn, deposed and testified as 
follows: 


[202] Q.47. Do you recall at the time that Dr. Szuecs told 
you that he had reached a successful point in his experi- 
ments, and whether he demonstrated to you the product that 
he had obtained by the process? 

A. Yes; he asked me to sample some of the material. 

Q.48. He asked you to sample some of the products? 

A. Yes. 

[203] Q.49. And did you? 

A. I did. 

Q. 50. Do you recall whether the successful experiment 
made any impression on Dr. Szuecs? Was he enthusiastic 
or—— 

A. He was highly elated. 

Q. 51. Do you recall that he asked you to do any functions 
or perform any acts at the time of this suceessful experi- 
ment? 

A. Qh, yes. 
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Q. 52. Or the experiment which he said was successful? 

A. I do. 

Q.53. Do you remember what the nature of those acts 
was? 

A. Well, he told me he was most anxious to get some 
samples of brown mushroom because he felt that using them 
in his work he would get still stronger mushroom flavor, 
and he also wanted me to have a letter written to Dr. Dug- 
gar, of Lederle, to see if Dr. Duggar could assist him in get- 
ting some samples of certain mushrooms that were not 
commonly cultivated in this country. 

Q. 54. What was the purpose of that, do you recall? He 
felt that the flavor of those mushrooms would be still 
stronger than the strain he had been using? 

A. Yes. 

[204] Q.55. I show you Exhibit 8 comprising two letters 
dated February 13, 1947, and ask you if you are familiar 
with the letters, and what you know about them, if anything. 

A. The first letter is to Mr. Louis Lescarboura and he 
tells Mr. Lesearboura he is very anxious to get one or two 
pounds of the brown variety of mushroom such as Swaynes 
brown, the No. 50, or the Downingtown brown, or any good 
variety of brown mushrooms. I have a notation here that 
Mr. Lesearboura sent the mushrooms that were requested, 
that they reached Yonkers in February of 1947. 

Q. 56. Is that notation in your handwriting? 

A. That notation is in my handwriting. 

Q.57. Do you recall when you made that notation? 

A. Oh, about that time.. This is not a recent notation. 

Q. 58. It is not a recent notation? 

A. No. 

Q. 59. Did you write or have written or cause to have 
written that letter? 

A. Idid. It was written by one of my secretaries in this 
office. The second letter, dated the 13th of February, to 
Dr. Duggar, was informing Dr. Duggar that he was very 
much interested in cultivating some wild mushrooms, giv- 
ing the names of three types, stating [205] that he would 
be very grateful if Dr. Duggar could tell him where he 
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might get some fresh mushrooms of these kinds at the 
proper time. 

Q. 60. Let the record be absolutely clear. These letters 
were written, you say, after a trip to the Boyce Thompson 
Institute at which time Dr. Szuecs told you that he had 
reached a successful point in his experiments, is that right? 

A. That is correrct. 

Q. 61. Can you describe in your own way the apparatus 
and method employed by Dr. Szuecs at the time that you 
say you sampled the product which he said was a successful 
experiment or the results of a successful experiment, to the 
best of your ability? 

A. Well, the glass had a facility for introducing air. He 
had a device to filter the air that went in. He had a pro- 
peller or stirrer that went down which had an electric 
motor which kept this stirrer rotating at constant speed. 

Q. 62. Did he inform you what was the nature of the ma- 
terial in this glass container that you speak of? 

A. No; he only referred to it as a nutrient solution. 

Q. 63. What did you infer that that meant. 

A. That was the solution which the organisms could feed 
on and grow. 

[206] Q.64. What was the material which he introduced 
that required feeding and growth, do you know? 

A. He inoculated, as I understood it, with mushroom 
spores. 

Q. 65. And from this inoculation and the subsequent 
growth, as you put it, of the material in the glass container, 
a product was obtained? 

A. That is right. 

Q. 66. That is the way the process was described to you? 

A. That is right. 

Q. 67. Do you recall seeing the glass container being 
stirred or having the stirring apparatus in operation? 

A. Many times. 

Q. 68. And you recall at the time of the experiment 
described to you as being successful, that air was intro- 
duced into the container? 

A. Yes. 








Q. 69. And that air was filtered? 

A. Yes. 

Q. 70. And you were told that the product which you 
sampled was obtained from this apparatus? 

A. That is right. 

Q. 71. At the time that you were told that the experiment 
had been [207] successful, do you recall if any drawbacks 
were apparent to Dr. Szuecs which he communicated to you? 
Were there any difficulties in connection with the process 
which he thought required further solution at that time? 

A. Yes. He said he’d have to do more work on it; he 
wasn’t ready to bring in a customer. 

Q. 72. Do these letters obtaining other types of mush- 
rooms have any bearing on that situation? 

A. Yes. He wanted to run experiments with those strains 
to see if he could get a good deal stronger mushroom flavor. 

Q. 73. Although he had a mushroom flavor, he felt he 
wanted to get a more intense mushroom flavor, is that right? 

A. That is right. 

Q. 74. The sample that you were given at the time that 
Dr. Szuecs said he had reached a successful point in his 
experiments, according to your testimony—do you recall 
how intense the flavor was? Would you say that you would 
recognize it as being mushroom? 

A. Very definitely. 

Q. 75. Were you ever familiar with Dr. Szuecs’ notebook? 
Had he shown you his notebook from time to time? 

A. He had a notebook, but I have not read it. 


Defendant’s Exhibit 3D, Page 952, et seq. 
Paper No. 60 
(Mailed May 22, 1953) 
{952] In the United States Patent Office 
BerorE THE Boarp or Patent INTERFERENCES 
Patent Interference No. 85,143 
SzvrEcs 
v. 
HuMFELD 
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Decision of Board of Patent Interferences 


Final hearing February 25, 1953. JI/emn. 

Application of Joseph Szuecs filed April 19, 1948, No. 
21,845. 

Application of Harry Humfeld filed January 23, 1948, 
No. 4,056. 

Messrs. Campbell, Brumbaugh, Free & Graves and Mr. 
Delavan P. Smith for Szuecs. 

Messrs. W. Carrol Hunter, H. N. Foss, T. A. Seegrist, 
L. M. Mantell and Rubin Hoffman for Humfeld. 

The involved invention relates to a process for growing 
mushroom mycelium and has been aptly described by the 
Primary Examiner, as follows: 


The invention defined by the count which originated 
in the Humfeld application, relates to cultivation of 
mushroom mycelium for use as food for man or beast. 
This process does not produce the fruiting bodies, 
stalked caps, or sporophores, which are commercially 
sold as ‘‘mushrooms.’’ The mycelium of a mushroom 
plant corresponds to the roots of a green plant; the 
mushroom plants heretofore grown in horse manure 
or other solid medium, have always had their mycelium 
embodied in said medium and forming fine white 
threads permeating said medium. Now the applicants 
replace the solid medium by a liquid medium contain- 
ing organic and inorganic nutrients for the mushroom 
plants. 

The liquid nutrient medium is prepared [953] steri- 
lized, and placed in a receptable provided with an agi- 
tator and with a means for forcing air into the liquid 
beneath the surface thereof; then it is inoculated with 
mushroom tissue which contain spores by which mush- 
room plants are reproduced. The spores correspond 
roughly to the seeds of green plants. The agitation and 
aeration are continued for from 1 day to 6 days, then 
the mycelium is narvested for use as a foodstuff. 


The issue is composed of a single count, which reads: 


Count. A process for growing mushroom mycelium, 
a foodstuff, comprising inoculating a sterile, liquid, 
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organic-material containing nutrient medium with 
mushroom tissue, forcing air into the culture beneath 
the surface thereof, agitating the culture by stirring to 
disperse the air into the culture, and continuing growth 
under agitated, aerated, submerged conditions until a 
substantial amount of mycelium is produced. 


Szuecs filed about three months after Humfeld and, as 
junior party, carries the burden of establishing priority by 
a preponderance of the evidence. 


Both parties took testimony, filed briefs and appeared for 
oral argument. 


Szuecs contends (1) that he made the invention prior to 
any date alleged by Humfeld. 


[958] Dr. Szuecs testified with respect to conception; ex- 
periments which he carried out and asserted to constitute 
reduction to practice; and entries made by him in his note- 
book, Exhibit 7. It is well established that as to matters 
relating to inventive acts the testimony of an inventor must 
be adequately corroborated. In the present circumstances 
it is not necessary to discuss the testimony of Dr. Szuecs 
in any detail and primary consideration should be given 
the testimony of Wiles, the sole corroborating witness. See 
Jira v. Weber et al., 670 O. G. 5, 40 C. C. P. A. 762 (201 F. 
2d 914). 


The party Szuecs relies for reduction to practice upon an 
experiment which [959] resulted in the product. Moreover, 
Experiment 14. Wiles testified that on said date he visited 
Dr. Szuecs at his laboratory, at which time Dr. Szuecs was 
highly elated and told him he had reached a successful point 
in his experiments; that he had sampled a product and that 
it definitely had a mushroom flavor. After describing the 
apparatus used by Dr. Szuecs, Wiles testified: 

Q. 70. And you were told that the product which you 
sampled was obtained from this apparatus? 
A. That is right. [Our emphasis.] 
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Thus it appears that although Wiles saw the apparatus and 
sampled the product yet there is no proof that he saw the 
experiment which [959] resulted in the product. Moreover, 
Szuecs’ brief, pp. 8-9, seems to admit that Wiles had first 
hand knowledge of the results but not the experiment itself. 


It is clear that the corroborative testimony in respect to 
establishing reduction to practice should not depend upon 
information received from the inventor. See Thurston v. 
Wulff et al., 607 O. G. 578, 164 F. (2d) 612, 76 U.S. P. Q. 121, 
35 C. C. P. A. 794. Since it is apparent that any knowledge 
Wiles may have had in respect to the actual performance 
of Experiment 14 was indirect and was told him by the in- 
ventor, his testimony is inadequate to establish that Szuecs 
carried out the process in issue. 


The conclusion follows that reduction to practice has not 
been established. It is unnecessary to inquire into the matter 
of conception because even assuming that Szuecs is the first 
to conceive he could not prevail since the record fails to 
show, by adequately corroborated evidence, that Szuecs was 
proceeding with reasonable diligence toward an actual or 
constructive reduction to practice during any critical period 
most favorable to him. Accordingly, the party Humfeld is 
entitled to the award. 


Priority of invention of the subject matter involved is 
hereby awarded to Harry Humfeld, the senior party. 


(S.) P. I. Heyman, 
Examiner of Interferences, 


(S.) A. Y. Casanova, Jr. 
Examiner of Interferences, 


(S.) J. Isaacs, 
Examiner of Interferences, 


Board of Patent Interferences. 
May 22, 1953. 


[Attention is called to the change in time for filing a civil 
action, and to other changes in the rules; see 17 Federal 
Register 10864, Dec. 2, 1952; 665 O. G. 650, Dec. 16, 1952.] 
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Defendant’s Exhibit 5 
(Plaintiff’s Exhibit 9 in Patent Office) 


COPY 
Fesruary 17, 1948. 
Mr. H. N. Rizezy, 
Vice President, H. J. Hemz Company, 
Pittsburgh, Pa, 


Dear Mr. Rirey: Thank you for your letter of February 
lith. Our experience with the mushroom mycelium distillate 
corresponds substantially with the report of your laboratory 
and experimental kitchen. However, I should like to men- 
tion that Dr. Szuecs has been able to sterilize the material 
without any change in flavor by intermittently heating the 
extract to 80° C., in sealed tubes, on three successive days. 
He then kept it in the incubator at 40° C. for the following 
28 days without contamination or alteration in flavor. He 
has not tried it for a longer period. We are not familiar 
enough with large scale sterilization methods to venture an 
opinion regarding the feasibility of such a procedure in 
industrial production. 

His oldest samples are only three months old. He has kept 
them in the refrigerator at +4C and up to now has not 
observed any change in the product. I am sorry that no 
tests to indicate the shelf life have been made, but Dr. 
Szuecs is confident, after some incidental observations, that 
it would be possible to preserve it. 

Dr. Szuecs’ work at this time is concentrated on another 
aspect in this direction which gives a different approach to 
the problem. The sample which we sent you was derived 
from mycelium grown on a solid substrate which had 
sufficient water content for maintaining the best possible 
erowth. Despite the low cost of the required raw materials, 
Dr. Szuees dislikes the necessity of handling large quanti- 
ties of solid materials which he regards as a definite dis- 
advantage in the economy of the process. 

He has now succeeded in cultivating mushroom mycelium 
in liquid media, entirely submerged with relatively small, 
but well distributed, aeration in less than ten days (prob- 
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ably considerably less). The appearance of this mycelium 
is pearl-like and is of the consistency and form of caviar. 
You may have it in any desired size from 3-mm. to 10-mm. 
diameter. The mycelium is edible and botanically, and even 
morphologically identical with parts of the fruiting body 
or sporophore, which, in itself, is only pseudo-tissue. In this 
connection, may I call your attention to the fact that mush- 
rooms contain riboflavin, thiamin, nicotinic acid, and panto- 
thenic acid. 

Dr. Szuecs is cultivating this mycelium in his laboratory, 
in specially constructed, three-liter fermentation tanks, each 
supplied with a horizontal rotating blade and a fine sintered 
glass bottom for the air distribution, under sterile con- 
ditions. He is using, as a starting material, the spores of the 
‘snow white’’ variety of Psalliota campestris commonly 
cultivated in the U. 8. A. However, this variety is remark- 
ably low in flavoring substances. Dr. Szuecs has worked in 
France with at least three other types of cultivated mush- 
rooms which have a superior flavor. Psalliota Fabaceus, 
Psalliota villaticus and Psalliota Rodmani—all of which 
are common in the U.S. A., but not cultivated—would give 
far better flavor in this process. He has had considerable 
experience in growing the mycelium of these last three men- 
tioned varieties, and states that all three are faster grow- 
ing than the cultivated mushroom which is, in some respects, 
a degenrated strain with an advantageous white appearance. 

This kind of mycelium, grown in liquid media, entirely 
submerged, may be conserved, used in soups or in the form 
of vacuum-dried powder. This invention will now enable a 
food processor to grow mushroom pieces in unlimited quan- 
tities in an industrial tank operation, with all factors fully 
controlled, at much lower costs than is possible under 
present day growing methods. 

For many years Dr. Szuecs also worked with the mycelium 
of Morchella esculenta, Morchella bispora, Gyrometra escu- 
lenta and Helvella elastica. He states that their flavor, taste, 
growing ability and their not very specific nutrient require- 
ments are in every respect far superior to the common mush- 
room. With this new method of Dr. Szuecs’, there is no doubt 
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Defendant’s Exhibit 5 " 
(Plaintiff’s Exhibit 9 in Patent Office) 2 
COPY m 
Fesruary 17, 1948. 
Mr. H. N. Rimey, pe 
Vice President, H. J. Hemz Company, 


Pittsburgh, Pa, 


Dear Mr. Ritey: Thank you for your letter of February 
lith. Our experience with the mushroom mycelium distillate 
corresponds substantially with the report of your laboratory 
and experimental kitchen. However, I should like to men- 
tion that Dr. Szuecs has been able to sterilize the material 
without any change in flavor by intermittently heating the 
extract to 80° C., in sealed tubes, on three successive days. 
He then kept it in the incubator at 40° C. for the following 
28 days without contamination or alteration in flavor. He 
has not tried it for a longer period. We are not familiar 
enough with large scale sterilization methods to venture an 
opinion covexdine the feasibility of such a procedure in 
industrial production. 

His oldest samples are only three months old. He has kept 
them in the refrigerator at +4C and up to now has not 
observed any change in the product. I am sorry that no 
tests to indicate the shelf life have been made, but Dr. 
Szuecs is confident, after some incidental observations, that 
it would be possible to preserve it. 

Dr. Szuecs’ work at this time is concentrated on another 
aspect in this direction which gives a different approach to 
the problem. The sample which we sent you was derived 
from mycelium grown on a solid substrate which had 
sufficient water content for maintaining the best possible 
growth. Despite the low cost of the required raw materials, 
Dr. Szuecs dislikes the necessity of handling large quanti- 
ties of solid materials which he regards as a definite dis- 
advantage in the economy of the process. 

He has now succeeded in cultivating mushroom mycelium 
in liquid media, entirely submerged with relatively small, 
but well distributed, aeration in less than ten days (prob- 
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ably considerably less). The appearance of this mycelium 
is pearl-like and is of the consistency and form of caviar. 
You may have it in any desired size from 3-mm. to 10-mm. 
diameter. The mycelium is edible and botanically, and even 
morphologically identical with parts of the fruiting body 
or sporophore, which, in itself, is only pseudo-tissue. In this 
connection, may I call your attention to the fact that mush- 
rooms contain riboflavin, thiamin, nicotinic acid, and panto- 
thenic acid. 

Dr. Szuecs is cultivating this mycelium in his laboratory, 
in specially constructed, three-liter fermentation tanks, each 
supplied with a horizontal rotating blade and a fine sintered 
glass bottom for the air distribution, under sterile con- 
ditions. He is using, as a starting material, the spores of the 
‘“snow white’’ variety of Psalliota campestris commonly 
cultivated in the U. S. A. However, this variety is remark- 
ably low in flavoring substances. Dr. Szuecs has worked in 
France with at least three other types of cultivated mush- 
rooms which have a superior flavor. Psalliota Fabaceus, 
Psalliota villaticus and Psalliota Rodmani—all of which 
are common in the U.S. A., but not cultivated—would give 
far better flavor in this process. He has had considerable 
experience in growing the mycelium of these last three men- 
tioned varieties, and states that all three are faster grow- 
ing than the cultivated mushroom which is, in some respects, 
a degenrated strain with an advantageous white appearance. 

This kind of mycelium, grown in liquid media, entirely 
submerged, may be conserved, used in soups or in the form 
of vacuum-dried powder. This invention will now enable a 
food processor to grow mushroom pieces in unlimited quan- 
tities in an industrial tank operation, with all factors fully 
controlled, at much lower costs than is possible under 
present day growing methods. 

For many years Dr. Szuecs also worked with the mycelium 
of Morchella esculenta, Morchella bispora, Gyrometra escu- 
lenta and Helvella elastica. He states that their flavor, taste, 
growing ability and their not very specific nutrient require- 
ments are in every respect far superior to the common mush- 
room. With this new method of Dr. Szuecs’, there is no doubt 
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that the way is now open to a very extended field to enrich 
the collection of different and rare flavors for the kitchen. 
If after considering the above you feel that the subject is 
of interest to your company, I suggest that you meet with 
Dr. Szuecs and myself for further discussion of the subject. 


Very truly yours, 
G. M. Wires. 
GMW :ES. 
Copied 5/20/48; rjj. [Italics added.] 
& U. S. GOVERNMENT PRINTING OFFICE: 1987 438618 218 
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TAFT BENSON, Secretary of Agriculture, 
! Appellant, 


v. 


| 
JOSEPH SZUECS, 


Appellee. 


APPEAL FEOM THE UNITED STATES DISTRICT COURT 


Snited States C FOF FPR RE RICL OF COLUMBIA 
For the , ! 
District of phon eS . 
FILED §=Nov 18 1957 
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Of Counsel: 
Denavan Siro 
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No. 14124 


In the opinion of the appellee, the following questions 
are presented: 


1. Does Rule 52 (a) of the Rules of Civil Procedure 
permit an inquiry into the veracity and credibility of 
witnesses and their testimony unless ‘‘clearly errone- 
ous,’’ and how does ‘‘clearly erroneous’’ apply to 
the present case. 


. Was the testimony on behalf of Szuecs lacking in 
veracity so as to be ‘‘clearly erroneous’’ within the 
meaning of Rule 52 (a) or lacking in quantity so as 

- to fail the test presented by Morgan v. Daniels, 153 

- U.S. 120 and Esso v. Sun, 229 F. 2d 37. 
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Unirep Srares or America, as Represented by Ezra Tarr 
Benson, Secretary of Agriculture, 
Appellant, 
v. 


JosEPH SzuECcs, 
Appellee. 





APPEAL FEOM THE UNITED STATES DISTRICT COURT FOE 
THE DISTRICT OF COLUMBIA 





BRIEF FOR APPELLEE. 
Counterstatement of the Case. 


The invention relates to a process for the production of 
mushroom mycelium by a new method. Mushrooms, until 
the present time, have existed sporadically in nature and 
have been cultivated in manure beds. As so found and 
cultivated, they are composed, in great part, of a material 
called mycelium. This mycelium contributes largely to the 
taste, flavor and texture which makes the mushroom desir- 
able for cultivation and gathering. 

An interference proceeding in the Patent Office founded 
upon one claim common to the Szuecs application, Serial 
No. 21,845 (filed on April 19, 1948) and the Humfeld appli- 
cation, Serial No. 4,056 (filed on January 23, 1948) resulted 
in a decision on May 22, 1953 by the Board of Patent 
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Interferences awarding priority of the invention to Hum- 
feld’s assignee, the appellant here. 

During the interference proceeding, both the senior 
party Humfeld and the junior party Szuecs offered evidence 
as to dates of invention and reduction of the invention to 
practice. The opinion of the Board of Interference 
Examiners held that the proofs of Szuecs were inadequate 
to show corroboration of Szuecs’ (the inventors) testimony 
regarding the reduction to practice. The Board made no 
findings with regard to the reduction to practice alleged by 
Humfeld, the appellant here. 

Following this decision adverse to Szuecs (the appellee 
here) by the Patent Office, Szuecs had the right to proceed 
alternatively. He could have taken an appeal to the United 
States Court of Customs and Patent Appeals or brought 
suit in Federal District Court under 35 U. S. C. Section 
146.* On appeal to the Court of Customs and Patent 
Appeals, the hearing would have been solely on the record 
made in the Patent Office; in the District Court a new trial 
was afforded by which ‘‘the statute itself gives the party 
the right to bring in new evidence.’? L. Hand C.J., in 
Dowling v. Jones, 67 Fed. 2d 537, 538, 2d Cir. (1933). 

At the point of this decision, Szuecs had all important 
new evidence, discovered too late for use in the Patent 
Office proceeding and therefore elected to bring a de novo 
hearing in the District Court. The new evidence was 
offered by Szuecs to the District Court for the purpose well 
expressed in General Electric et al. v. Steinberger, 208 Fed. 
699, 701, E. D. N. Y. (1913); aff’d 214 Fed. 781 2 Cir. 
(1914); cert. den. 234 U. 8. 762 (1914): 


‘‘In some instances this additional testimony is 
offered as newly discovered evidence. In some 
instances the new testimony is presented to explain 
and rebut the conclusion of the Patent Office, upon 
the record which was before it. In some instances 
the new testimony is offered as to matters which 
were not thought relevant or necessary for presen- 
tation to the Patent Office in the previous hearing. 


* Section 146 is derived from the older Revised Statute, Section 
4915. 
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‘*In general it must be held that all such testimony 
is competent and must be considered ‘a the Court 
in the action under Section 4915 . 


The District Court heard all of Szuecs’ witnesses with 
the exception of one Shirley Wandell, whose deposition was 
introduced and read before the Court. Mrs. Wandell, a 
then recent mother, was unable to attend the trial. 

As a result of the evidence given on both sides the Dis- 
trict Court by Judge McLaughlin found as a fact: 


A. That Szuecs conceived the invention now defined 
by the Count and disclosed it to others including a per- 
son named Wiles on or about November 1946. 


B. That a drawing of the Szuecs apparatus (PI. Exh. 
1) was begun on January 18, 1947 and completed Janu- 
ary 23, 1947, being made by Wandell during that period 
of time. Wandell made this drawing from apparatus 
given to her by Szuecs. The drawing shows elements 
of the Szuecs submerged mushroom crowing apparatus, 
including the features providing for aeration and 
agitation. 


C. On February 7, 1947 Szuecs completed an experi- 
ment No. 14, recorded in part in his laboratory notebook 
which resulted for the first time in a mushroom 
mycelium produced in a submerged growth having a 
good taste and flavor. 


D. The results of Experiment No. 14 were as 
follows: 


a. The material was edible. 


b. The process employed the inoculation of a 
sterile liquid organic medium containing nutrient 
medium with mushroom tissue, air being forced into 
the culture beneath the surface thereof and the cul- 
ture being agitated by stirring, to disperse the air 
therein. 

ce. The growth was continued under agitated, 


aerated and submerged conditions until a substan- 
tial amount of mushroom mycelium was produced. 


E. Szuecs apparatus as operated on February 7, 
1947, satisfied the terms of the Count. 
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Interferences awarding priority of the invention to Hum- 
feld’s assignee, the appellant here. 

During the interference proceeding, both the senior 
party Humfeld and the junior party Szuecs offered evidence 
as to dates of invention and reduction of the invention to 
practice. The opinion of the Board of Interference 
Examiners held that the proofs of Szuecs were inadequate 
to show corroboration of Szuecs’ (the inventors) testimony 
regarding the reduction to practice. The Board made no 
findings with regard to the reduction to practice alleged by 
Humfeld, the appellant here. 

Following this decision adverse to Szuecs (the appellee 
here) by the Patent Office, Szuecs had the right to proceed 
alternatively. He could have taken an appeal to the United 
States Court of Customs and Patent Appeals or brought 
suit in Federal District Court under 35 U. S. C. Section 
146.* On appeal to the Court of Customs and Patent 
Appeals, the hearing would have been solely on the record 
made in the Patent Office; in the District Court a new trial 
was afforded by which ‘‘the statute itself gives the party 
the right to bring in new evidence.’? L. Hand C.J., in 
Dowling v. Jones, 67 Fed. 2d 537, 538, 2d Cir. (1933). 

At the point of this decision, Szuecs had all important 
new evidence, discovered too late for use in the Patent 
Office proceeding and therefore elected to bring a de novo 
hearing in the District Court. The new evidence was 
offered by Szuecs to the District Court for the purpose well 
expressed in General Electric et al. v. Steinberger, 208 Fed. 
699, 701, E. D. N. Y. (1913); aff’d 214 Fed. 781 2 Cir. 
(1914); cert. den. 234 U. 8. 762 (1914): 


‘‘In some instances this additional testimony is 
offered as newly discovered evidence. In some 
instances the new testimony is presented to explain 
and rebut the conclusion of the Patent Office, upon 
the record which was before it. In some instances 
the new testimony is offered as to matters which 
were not thought relevant or necessary for presen- 
tation to the Patent Office in the previous hearing. 


* Section 146 is derived from the older Revised Statute, Section 
5. 
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‘*In general it must be held that all such testimony 
is competent and must be considered by the Court 
in the action under Section 4915 ...’’. 


The District Court heard all of Szuecs’ witnesses with 
the exception of one Shirley Wandell, whose deposition was 
introduced and read before the Court. Mrs. Wandell, a 
then recent mother, was unable to attend the trial. 

As a result of the evidence given on both sides the Dis- 
trict Court by Judge McLaughlin found as a fact: 


A. That Szuecs conceived the invention now defined 
by the Count and disclosed it to others including a per- 
son named Wiles on or about November 1946. 


B. That a drawing of the Szuecs apparatus (Pl. Exh. 
1) was begun on January 18, 1947 and completed Janu- 
ary 23, 1947, being made by Wandell during that period 
of time. Wandell made this drawing from apparatus 
given to her by Szuecs. The drawing shows elements 
of the Szuecs submerged mushroom growing apparatus, 
including the features providing for aeration and 
agitation. 





C. On February 7, 1947 Szuecs completed an experi- 
ment No. 14, recorded in part in his laboratory notebook 
which resulted for the first time in a mushroom 
mycelium produced in a submerged growth having a 
good taste and flavor. 


D. The results of Experiment No. 14 were as 
follows: 


a. The material was edible. 


b. The process employed the inoculation of a 
sterile liquid organic medium containing nutrient 
medium with mushroom tissue, air being forced into 
the culture beneath the surface thereof and the cul- 
ture being agitated by stirring, to disperse the air 
therein. 


c. The growth was continued under agitated, 
aerated and submerged conditions until a substan- 
tial amount of mushroom mycelium was produced. 


E. Szuecs apparatus as operated on February 7, 
1947, satisfied the terms of the Count. 
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F. Szuecs conceived and reduced to practice the 
invention defined by the Count on February 7, 1947, 
prior to the earliest date asserted by Humfeld. 


The Court found that the testimony of Szuecs and the cor- 
roboration of the witnesses Mrs. Szuecs, Wiles & Wandell 
did, in fact, establish that the plaintiff reduced the process 
to practice on February 7, 1947, and that he was the first 
to do so. The Court was completely informed during the 
trial that Wiles was an interested business associate of 
Szuecs and that Mrs. Szuecs was the inventor’s wife. 

Defendant, dissatisfied with the District Court’s deci- 
sion appealed to the Court of Appeals on May 11, 1956 and 
on January 10, 1957, this Court decided that in an action 
under Sec. 146, the standard of proof to be applied by the 
District Court in reaching a conclusion contrary to that of 
the Patent Office must be by testimony which in character 
and amount carries thorough conviction, citing Morgan v. 
Daniels, 153 U. S. 120, 125. The antecedent District Court 
decision had concluded that Szuecs had established his 
priority as first inventor by a preponderance of the evi- 
dence, which this Court thus decided was not the proper 
standard of proof. 

Szuecs then moved the District Court under Rule 
60(b) (6) of the Federal Rules of Civil Procedure to vacate 
the original judgment and for leave to reargue the cause 
of action. The cause of action was again briefed and argued 
orally before the District Court. Upon reviewing the evi- 
dence in the specific light of the Morgan case and Esso v. 
Sun, 229 F. 2d 37 C. C. A., D. C. (1956), the District Court 
granted Szuecs’ motion, set aside the original judgment 
and entering a new judgment which says in part: 


‘¢The Court finds that it is established by the testi- 
mony of Plaintiff, and of witnesses in corroboration 
thereof, which testimony the Court finds to be testz- 
mony which in character and amount carries thorough 
conviction, that the Plaintiff reduced the process to 
practice on February 7, 1947 and that he was the 
first to reduce the process to practice. The Court 
in the circumstances, finds that Plaintiff was the first 
inventor.’’ (Emphasis added.) 
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From this new judgment of the District Court, the 
defendant appeals. 


Rule Involved. 
Rue 52(a)—Rovues or Crviy PRocepure. 


In all actions tried upon the facts without a jury or with 
an advisory jury, the Court shall find the facts specially 
and state separately its conclusions of law thereon and 
direct the entry of the appropriate judgment; and in grant- 
ing or refusing interlocutory injunctions the Court shall 
similarly set forth the findings of fact and conclusions of 
law which constitute the grounds of its action. Requests 
for findings are not necessary for purposes of review. 
Findings of fact shall not be set aside unless clearly 
erroneous, and due regard shall be given to the opportunity 
of the trial Court to judge of the credibility of the wit- 
nesses. 


Summary of Argument. 


Szuecs, the appellee, asserts that all of the remaining 
issues are issues of fact and witness credibility, that the 
decision of the District Court is correct, that Rule 52 (a) 
of the Federal Rules of Civil applies and that the decision 
of the District Court, acting without a jury should be left 
undisturbed. In this connection, Szuecs contends: 


Pornt 1. The credibility of witnesses is of para- 
mount importance to the present case, and the facts 
thereby developed should not be set aside unless 
‘‘clearly erroneous’’ within the meaning of Rule 52(a). 


Pornt 2. If the testimony of the witnesses is cred- 
ible, does such testimony comprise a sufficient showing 
of evidence which in character and amount carries 
thorough conviction, so as to satisfy the doctrine of 
Morgan v. Daniels, supra, and Esso v. Sun, 229 F. 2d 
37, C. C. A. D. C. (1956). 














ARGUMENT. 
POINT 1. 


It is clear beyond question that Rule 52a of the Federal 
Rules of Civil Procedure applies to Patent and Trademark 
cases brought under Revised Statute 4915 and thus, pre- 
sumably to its successor statute, 35 U. S. C. 146, Standard 
Oi Development Co. v. Marzall, 181 F. 2d 280, (CA-DC, 
1950). 

Rule 52(a) thus applicable to the present issue, places 
upon the appellant the burden of showing that the trial 
court’s findings of fact are clearly erroneous. Anderson v. 
Federal Cartridge Corp., 156 F. 2d 681, 684 (C. C. A. 8, 
1946). What then is the appellant’s position? It is inter- 
esting to note that the appellant purports to argue the effect 
of Rule 52(a) on pages 28, et seq., of its brief, but reading 
discloses that none of the cases cited refer to or turn upon 
an enunciation of this rule. Instead the appellant cases 
relate to decisions of the Court of Customs and Patent 
Appeals (or its antecedent) relating to corroboration and 
based upon the record in the Patent Office (Allen v. Blais- 
dell, et al; Fausek, et al; v. Vincent; Wershing v. Pine; 
Janette v. Folds cited by appellant), and to cases where the 
Court of Appeals has sustained findings of the District 
Court. (Hayes v. Crouse; Sanford v. Kepuer; S & S Cor- 
rugated Paper Machine Co. v. George W. Swift, Inc. cited 
by appellant.) 

The plain fact is that appellant has no support for its 
argument. In the past, findings of fact have been over- 
tarned as ‘‘clearly erroneous’’ when the record is substan- 
tially documentary or introduced by deposition; Carter Oil 
Co. v. McQuigg, 112 F 2d 275, (CCA 7, 1940). Other 
instances of reversal include circumstances where the find- 
ing of fact depends on a witness’s state of mind or inten- 
tion. Schneiderman v. U. S., 320 U. S. 118 (1943); E. F. 
Drew & Co. v. Reinhard, 170 F. 2d 679, (C. C. A. 2, 1948) or 
in patent cases on the issues of patentability and infringe- 








r 


ment where there is involved a judgment or opinion by the 
appellate court drawn from known facts, Standard Ou 
Development Co. v. Marzall, supra. These situations, how- 
ever, are not the present case and appellant cannot contend 
that they are. 

The credibility of the witnesses is paramount to the 
technical issues in this case. The District Court heard, in 
person, all save one of the witnesses and tested their credi- 
bility directly. Testimony of all witnesses in the antecedent 
Patent Office proceeding was taken by deposition. The 
question of priority ultimately revolved around the truth- 
fulness of the witnesses; if Szuecs and his corroborating 
witnesses were truthful and should be believed, then the 
findings of the District Court should be affirmed. 

Appellant has made much of the fact that Mrs. Szuecs, 
wife of the inventor, was an important witness before the 
District Court. The decisions are clear that a wife’s testi- 
mony is admissible and entitled to weight. For example, in 
Rodli v. Phillippi, 154 Fed. 2d 139, (C. C. P. A. 1946), 
Phillippi, the junior party in that interference, was cor- 
roborated by his wife as to his reduction to practice. At 
page 142 the Court, speaking of testimony by the wife, said: 


‘“We deem it somewhat significant that Mrs. Phil- 
lippi was not cross examined on that part of her 
testimony relating to Exhibits 1 and 4. She was a 
competent witness and we find nothing anywhere in 
the record, either ‘circumstantial or direct, which 
would justify an assumption that she was not speak- 
ing truly. The exhibits obviously constituted a reduc- 
tion to practice of the counts and, as we view it, if 
they were made at the times she said they were made 
Phillippi was entitled to those dates for reduction to 
practice. (Emphasis ours.) 


The District Court undoubtedly recalled the competence 
and thoroughness with which Mrs. Szuecs testified as to the 
facts of the reduction to practice despite the arduous 
attempts of appellant’s counsel to shake her testimony. 

An additional factor is not reflected in the record which 
at once makes the presence of the trial court significant and 
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disintegrates the portions of the testimony drawn from 
context in the Appellant’s brief. Both Dr. Szuecs and his 
wife were immigrants from Hungary whose knowledge of 
English was necessarily halting and difficult to understand. 
As often as the spoken word, the attitude and gestures of 
these witnesses conveyed the meaning that should be 
ascribed to their testimony. Surely in this situation, the 
trial court must be in the best position to pass judgment 
upon the subjective verity of the witnesses and what their 
testimony meant. In any event, the portions of testimony 
extracted in Appellant’s brief do not reflect the meaning of 
the testimony as Appellant suggests. As will be seen in 
Point 2, hereafter, the testimony of the witnesses is more 
than required to support the District Court’s decision. 

While the testimony of Wandell was not given in person, 
her testimony was directed to the issue that she made the 
newly discovered drawing (Pl. Exh.1). No one has claimed 
that Wandell was a scientist or that she was familiar with 
Szuecs’ process—just that she made the drawing, which it 
is clear that she did, in time for the successful experiment 
to have been carried out with the apparatus that she had 
seen and drawn. 

The credibility and weight of Wile’s testimony has been 
attacked because of his financial interest While Wile’s was 
under no barrier of language, the fact of his interest was at 
all times known to the trial court, must inevitably have been 
considered in the trial court’s specific determination that 
Szuecs was corroborated. 


POINT 2. 


Turning to the measure of evidence presented to the 
District Court, the law is clear that priority of invention 
belongs to the party who was the first both to conceive and 
reduce the invention to practice. A reduction to practice 
may be either ‘‘actual’’ or ‘‘constructive’’; a party ‘‘con- 
structively’’ reduces his invention to practice when he has 
filed a patent application disclosing that invention. 
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Assuming for the purposes of argument that the appli- 
cations of both Szuecs and Humfeld disclose the invention, 
Szuecs reduced the invention to practice as described in the 
claim in interference on February 7, 1947, while Humfeld 
alleges an actual reduction to practice on March 2, 1947 
and presumably a constructive reduction to practice as of 
his filing date, January 23, 1948. Indeed the party Hum- 
feld alleges no date of any sort, earlier than March of 1947. 
Thus, the plaintiff, Szuecs bases his claim of priority upon 
conception and actual reduction to practice on February 7, 
1947, earlier than any date of either conception or reduction 
to practice alleged by the party Humfeld. 

The earliest date alleged by the defendant’s assignor, 
Humfeld, is a written description of March 1, 1947 and an 
actual reduction to practice of March 2, 1947. 

In Sherman v. American Telephone & Telegraph Co., 
38 F. Supp. 360, 364, S. D. N. Y. (1941); aff’d, 132 F. 2d 
321, 2 Cir. (1942) Symes, D. J. defined an actual reduction 
to practice as follows: 


‘‘A reduction to practice is accomplished when the 
inventor’s conception is embodied in such form as to 
render it capable of practical and successful use.’’ 


and, in considering the requirements of a test to prove an 
actual reduction to practice, divided the decisions into three 
classes: 


‘“‘The first includes devices so simple and of such 
obvious efficacy that construction of one of a size 
and form intended for, and capable of practical use, 
is held sufficient without tests in actual use. The 
second consists of those where a machine embodying 
every essential element of the invention, having been 
tested, and its practical utility for the intended pur- 
pose demonstrated to reasonable satisfaction, has 
been held to have been reduced to practice, not- 
withstanding it may not be a mechanically perfect 
machine. The third class includes those where the 
machine is of such a character that the particular 
use for which it is intended must be given special 
consideration, and requires satisfactory operation in 
the actual execution of the object.’’ 
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As early as July of 1945, Szuecs, who had had a life- 
long interest in mushroom cultivation, renewed his interest 
after having been diverted by extensive wartime work in 
the field of citric acid production. (Pl. Exhs. 9, 10, 10a 
and 10b; Tr. 122, 3).* Upon concluding his work in citric 
acid, Szuecs left Wilmington, Delaware, in October of 1946 
and returned to the Boyce Thompson Institute and began 
his new work in the field of mushrooms (PL Exh. 11; Tr. 
125, 6). 

About November of 1946 Szuecs disclosed aspects of his 
invention to certain mushroom growers (Tr. 128, 9) and in 
detail to his backer, one George Wiles (Tr. Szuecs: 131, 2; 
Appellee’s App. Wiles 2a).** After proceeding with sev- 
eral experiments, Szuecs finally came to an experiment 
No. 14, which was in part recorded in his laboratory note- 
book (Pl. Exhs. 7, 7a) and which he has testified resulted 
for the first time in a mushroom mycelium of good taste 
and flavor (Tr. 134, Appellee’s App. 6a, 8a, 9a). 

It is clear: 


1. That the material was eaten (Appellee’s App. 
Szuecs: 9a; Wiles: 5a; Mrs. Szuecs: 12a); 


2. The process employed an inoculant of a sterile, 
liquid organic material containing a nutrient medium 
with mushroom tissue, that air was forced into the 
culture beneath the surface thereof, and that the cul- 
ture was agitated by stirring to disperse the air into 
the culture (Appellee’s App. Szuecs: 6a, 7a; Wiles: 
3a, 4a, 5a; Mrs. Szecs: lla); and 


3. That the growth was continued under agitated, 
aerated, submerged conditions until a substantial 
amount of mycelium was produced (Appellee’s App. 
Szuecs: 7a, 8a; Mrs. Szuecs: lla, 12a, 13a; Rec. 
Wiles: 92, 3). 


Thus the testimony is simple and clear: Szuecs experiment 
14 included each and every step and requirement of the 


*Tr. ... refers to the transcript before the District Court at 
the original trial. 
** Appellee’s App. . . . refers to excerpts of testimony repro- 
duced in the appendix herein. 
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claim in interference; his testimony is corroborated in every 
regard by Mrs. Szuecs, and by Wiles, with the exception 
that Wiles was not actually present for the harvesting of: 
Experiment 14. 

In his prior testimony before the Patent Office, Szuecs 
had been unable to recall whether the stirring and agitation 
apparatus, which at least later became a familiar part of 
his laboratory technique, was available at the time of exper- 
iment 14. As a result, he was uncertain as to whether or 
not it was included in the experiment; his laboratory note- 
book made no mention of it (Appellee’s App. 9A). How- 
ever, after the time that new evidence could have been intro- 
duced in the Patent Office proceeding, a discovery was made: 
of a crucial drawing, dated January 18, 1947, and completed 
January 23, 1947, which shows the elements of the Szuecs 
submerged mushroom apparatus including the aeration and 
agitation features. With this drawing in mind, Szuecs was 
able to testify as to the exact steps taken in connection with 
experiment 14 (Appellee’s App. 10A). 

This crucial drawing (Pl. Exh. 1) was made by an 
employee of the Boyce-Thompson Institute, Shirley Wan- 
dell née Fredricks (Appellee’s App. 183A). Wandell testi- 
fied that although she did not know the nature of the 
work that Dr. Szuecs was engaged in, that it was her nor- 
mal practice to make such drawings as part of her employ-— 
' ment (Appellee’s App. 134). Wandell further testified 
that she made the drawing from apparatus that was given 
: to her by Dr. Szuecs (Appellee’s App. 144A). Wandell testi- 
: fied categorically (Tr. 294, 5 Appellee’s App. 14A) that she 
' e@ommenced the drawing on January 18, 1947, completed 
it on January 23, 1947 and that the date entries and the 
| signature ‘‘SF’’ on the back of the drawing were made by 

: her. 

From the successful experiment 14 Szuecs continued 
his experimentation and does so to this date. His present 
efforts are directed towards pilot plant production of mush- 
room mycelium in Lawrenceburg, Indiana, utilizing ms , 
invention here in suit (Tr. 360). 
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Szuees recalls a date of the experiment 14 as being 
before February 18, 1947 (Tr. 174), in any event because 
of its chronological placement in his notebook (Tr. 132, 3; 
171, 2, 3, 4). Wiles and Mrs. Szuecs placed the exact date 
of the successful experiment as February 7, 1947. 

The issue of inventor’s corroboration appears to unseat 
the reason of appellants’ counsel. Indeed the appellants’ 
brief, stripped of its agonizing repetition and detail 
reveals largely the presentation of a rare and inchoate 
notion as to how and when corroboration of an inventor’s 
reduction to practice may occur. Appellant apparently 
believes that among those somehow disqualified to cor- 
roborate are fellow workers, wives and friends with finan- 
cia] interest. Although this would appear to restrict cor- 
roboration to some casual passerby, the latter too appears 
disqualified, according to the appellant, unless he has a 
technical grasp of the subject matter equal to the inven- 
tor’s. If, by some act of providence, a qualified corrobo- 
rator should appear, his timing must be nearly perfect as he 
must be present at the exact moment that the inventor 
achieves success. In the appellant’s view, the fact that 
the process required the passage of several days time, 
that the resulting product of the invention could be found 
nowhere in nature and could result only from the practice 
of the invention does not relieve the necessary presence 
of all corroborators at the fatal instant. Such a position 
is obviously without merit as the trial court was quick to 
discern. 

There was clear and ample corroboration of the testi- 
mony of Szuecs. Wiles, a witness at the trial, was a finan- 
cial backer and friend of Szuecs and was intimately 
acquainted with the circumstances leading up to the con- 
ception and ultimate reduction to practice on February 8, 
1947. It is the testimony of both Szuecs and Wiles that 
Wiles made frequent and repetitive trips to the Boyce- 
Thompson Institute Laboratories to examine the Szuecs 
experiments in submerged mushroom mycelium (Tr. 
Szuecs: 131, 2; Appellee’s App. Wiles: 1A, 2A). It is 
clear from Wiles’ testimony that he was perefectly com- 
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petent to grasp the Szuecs process. He described in detail 
and without assistance the exact nature of the experiments,: 
their purpose, and the intent to be accomplished and the 
manner in which such experiments were carried out (Appel-. 
lee’s App. 3A, 4A, 5A). Although not technically trained, 
Wiles recognition and understanding of the fundamentals 
involved is clear from his lengthy testimony on the subject. 

Wiles testified about copies of his filed 1947 income tax 
returns, indicating that he had made many trips to the 
Boyce-Thompson Institute, the cost of which he had. 
deducted as a business expense incurred in connection with 
the development of the Szuecs process. This exhibit gives 
the specific date of February 8, 1947 as the date of one (PL. 
Exh. 2; Tr. 58, 9) such visit. Wiles recalls that Szuecs 
informed him by telephone that an experiment had been 
successfully concluded (Tr. 61, 2). Wiles recalls that he 
went to the Boyce-Thompson Institute on February 8, 
1947 and sampled some of the products made by the suc- 
cessful Szuecs experiment (Tr. 61, 2). 

A point that the appellant somehow always overlooks 
but does not deny in its evaluation of Wiles testimony is 
that the small pearl-like balls of mushroom Wiles had 
sampled can be obtained only through the practice of the 
Szuecs invention; they are not found in nature, nor were 
they otherwise available at that time. Thus, although 
Wiles admitted that he did not witness the harvesting of the 
mushroom mycelium resulting from the Szuecs process, 
the circumstances are such that the material must have 
comes, as a result of the practice of the Szuecs invention 
prior to Wiles’ sampling of February 8, 1947. , 

By way of complete corroboration, Mrs. Szuecs who 
had been engaged since July of 1944 as a laboratory 
assistant to Dr. Szuecs (Tr. 254), remembers the details 
of the successful experiment. She corroborates the manner 
in which the experiment was carried out, the harvesting 
of the mycelium, and its taste and flavor (Appellee’s. App. 
11A, 12A). She establishes the date of the successful 
experiment as occurring at the time of her wedding anniver- 
sary. February 7, 1947 (Appellee’s App. 12A). She 
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displayed a detailed knowledge of the equipment utilized 
in the process carried out, even after the most involved 
technical cross examination by the defendant’s counsel 
(Tr. 307-315, 318-329, 332, 333, 338, 340-344). 

This evidence appeared to the District Court to be clear 
and controlling. It found as facts that Szuecs, employing 
the apparatus shown in the January 23, 1947 drawing 
of Wandell, concluded a successful experiment on Febru- 
ary 7, 1947, using stirring and agitation and produc- 
ing a mushroom mycelium which was good tasting in flavor. 
That these experiments had been carried out in the view 
and knowledge of Mrs. Szuecs and with the ultimate results 
demonstrated to Wiles, who had been following the develop- 
ment of the apparatus and process closely from its concep- 
tion. As was said in Ericson v. Jorgensen, 180 F. 2d 180, 
8 Cir. (1950), cert. den. (1950) 340, U. S. 913, in holding 
for plaintiffs in an action under Rev. Stat. Sec. 4915: 


‘‘They demonstrated the device and its operation to 
witnesses who were expecially qualified to and did 
understand and appraise it and that it worked suc- 
cessfully.”’ 


These proofs, first presented to the District Court, appellee 
submits, more than meet the standard of Morgan v. Daniels, 
supra, and Esso v. Sun, supra. 

‘The appellant, grasping at some straw in support of its 
argument, places reliance upon a letter of February 17, 1948 
from Wiles to one Riley (Appellant’s app. 64a). As appel- 
lant sees it, this letter was proof that the Szuecs Experiment 
14 was other than he had testified and that for this reason 
was withheld by Szuecs at the trial. It is worth repeating 
here: 


‘Dear Dr. Riley: 


Thank you for your letter of February 11th. Our 
experience with the mushroom mycelium distillate 
corresponds substantially with the report of your 
laboratory and experimental kitchen. However, I 
should like to mention that Dr. Szuecs has been able 
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to sterilize the material without any change in flavor 
by intermittently heating the extract to 80° C, in 
sealed tubes, on three successive days. He then kept 
it in the incubator at 40° C for the following 28 days 
without contamination or alteration in flavor. He 
has not tried it for a longer period. We are not 
familiar enough with large scale sterilization methods 
to venture an opinion regarding the feasibility of 
such a procedure in industrial production. 


His oldest samples are only three months old. He 
has kept them in the refrigerator at +4C and up to 
now has not observed any change in the product. 
I am sorry that no tests to indicate the shelf life have 
been made, but Dr. Szuecs is confident, after some. 
incidental observations, that it would be possible to 
preserve it. 


Dr. Szuecs’ work at this time is concentrated on 
another aspect in this direction which gives a dif- 
ferent approach to the problem. The sample which 
we sent you was derived from mycelium grown on 
a solid substrate which had sufficient water content 
for maintaining the best possible growth. Despite 
the low cost of the required raw materials, Dr. 
Szuecs dislikes the necessity of handling large quan- 
tities of solid material which he regards as a definite . 
disadvantage in the economy of the process. 


He has now succeeded in cultivating mushroom - 
mycelium in liquid media, entirely submerged with 
relatively small, but well distributed, aeration in less 
than ten days (probably considerably less). The 
appearance of this mycelium is pearl-like and is of 
the consistency and form of caviar. You may have it 
in any desired size from 3 mm to 10 mm diameter. 


The mycelium is edible and botanically, and even 
morphologically identical with parts of the fruiting 
body or sporophore, which, in itself, is only pseudo- 
tissue. In this connection, may I call your attention 
to the fact that mushrooms contain Riboflavin, 
Thiamin, Nicotinic Acid and Pantothenic Acid. 


Dr. Szuees is cultivating this mycelium in his labora- 
tory, in specially constructed, three liter fermenta- 
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tion tanks, each supplied with a horizontal rotating 
blade and a fine sintered glass bottom for the air 
distribution, under sterile conditions. He is using, 
as a starting material, the spores of the ‘‘snow 
white’’ variety of Psalliota campestris commonly 
cultivated in the U. S. A. However, this variety is 
remarkably low in flavoring substances. Dr. Szuecs 
has worked in France with at least three other types 
of cultivated mushrooms which have a superior 
flavor. Psalliota Fabaceus, Psalliota villaticus and 
Psalliota Rodmeniall of which are common in the 
U. S. A., but not cultivated—would give far better 
flavor in this process. He has had considerable 
experience in growing the mycelium of these last 
three mentioned varieties, and states that all three 
are faster growing than the cultivated mushroom 
which is, in some respects, a degenerated strain with 
an advantageous white appearance. 


This kind of mycelium, grown in liquid media, 
entirely submerged, may be conserved, used in soups 
or in the form of vacuum-dried powder. This inven- 
tion will now enable a food processor to grow mush- 
room pieces in unlimited quantities in an industrial 
tank operation, with all factors fully controlled, at 
much lower costs than is possible under present day 
growing methods. 


For many years Dr. Szuecs also worked with the 
mycelium of Morchella esculenta, Morchela bispora, 
Gyrometra esculanta and Helvella elastion. He states 
that their flavor, taste, growing ability and their 
not very specific nutrient requirements are in every 
respect far superior to the common mushroom. With 
this new method of Dr. Szuecs’, there is no doubt that 
the way is now open to a very extended field to enrich 
ae ee of different and rare flavors for the 
itchen. 


If after considering the above you feel that the sub- 
ject is of interest to your company, I suggest that you 
meet with Dr. Szuecs and myself for further discus- 
sion of the subject. 


Very truly yours, 
/s/ G. M. Wirss’’ 
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The first two paragraphs of this letter to which appel- 
lant alludes, refer to the shelf life of sterilized mushroom 
essence, not the process here in issue. Thus the reference 
to ‘this oldest samples are only three months old’’ refers 
to the longest shelf life to which Szuecs had subjected his 
essence samples, not the earliest time which the liquid 
medium here in issue was employed as appellant implies. 
Wiles clearly testified as to these matters, but appellant 
appears not to have listened. (Appellee’s app. 6a, 7a, 8a.) 

So it goes with all the extracted parts of the testimony 
offered by the appellant. Szuecs will not burden this brief 
with specific traverse of each extraction made by appellant, 
but will stand upon the record as the only frame of refer- 
ence which is properly applicable. 


Conclusion. 


Rule 52 (a) precludes inquiry into the truth or falsity 
of the evidence developed by witnesses unless ‘‘clearly 
erroneous’’. The evidence presented on behalf of Szuecs 
to the District Court is clear and uncontroverted, the Dis- 
trict Court’s findings are therefore controlling. Szuecs has 
established and corroborated the use of aeration and agita- 
tion in submerged mushroom culture by his own, his wife’s 
and his business associate’s testimony, as well as the totally 
disinterested testimony of Wandell. Szuecs’ case to the 
District Court, with its new evidence, more than fulfilled 
the quantum of proof requirements of Morgan v. Daniels, 
supra, and Esso v. Sun, supra. 

Appellant cannot prevail upon the improbable conjec- 
tures or specious profundities offered in its brief. Signifi- 
cant in this regard is the fact that appellant can point onl’) 
to tenuous theories of ‘‘corroboration’’ and must rely upon 
implications belabored from minute portions of the testi- 
mony. 

Szecs respectfully urges and submits that the decision 
of the District Court should be affirmed. 


Ricwarp P. Scxuuze 
Attorney for Appellee 
DeELavaN SMITH 
Epwin 8. Sapo 
Of Counsel 
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APPENDIX. 


Excerpt from Testimony. 


(41) Gzorcz M. Wuxs—Direct Examination 


(42) A. George M. Wiles, W-i-l-e-s. I live at 15 Hast 
9ist Street, New York City. I am secretary and treasurer 
of the Enco Chemical Corporation, 44 Lexington Avenue, 
New York. 

Q. Are you acqainted with Dr. Joseph Szuecs, the 
plaintiff in this action? A. I am. 

Q. How long have you known Dr. Szuecs? A. I was 
introduced to him in the latter part of November or early 
December, 1941. 

Q. Would you state the circumstances under which you 
met Dr. Szuecs, and the nature of your relationship with 
him? A. I was one of several who organized the small 
corporation in January, 1942, to promote Dr. Szuecs’ work. 

Q. What was the nature of that work? A. Fermenta- 
tion process, citric acid. 

Q. Was that work carried on for some period of time? 
A. The work was carried on from January, 742, up through 
to November, 1946. 

Q. Did Dr. Szuecs ever talk to you about any further 
development or inventions about which he had any interest? 
A. Well, I was the treasurer of this small corporation. I 
was handling the citric acid work, and as such I was the 
liaison between Dr. Szuecs and the others that were inter- 
ested. 

As the result I saw him very frequently. I visited his 
laboratory very frequently. 

(43) During that time he told me of other ideas that 
he hoped—you see, during that period deep fermentation 
was becoming quite the thing. Dr..Szuecs discovered the 
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key to deep citric fermentation. Different organizations 
were approaching us to see whether or not they could 
induce Dr. Szuecs’ help in the developing of deep fer- 
mentation and other processes. 

The Doctor having been interested in the growing of 
mushrooms for many years in Europe spoke to me very 
often about his ideas of adopting these deep techniques to 
the growing of mushroom material. 


(44) Q. At this time did Dr. Szuecs reveal to you any 
of his ideas for further experimentation? A. Oh, yes. He 
was very anxious to get started experimenting with grow- 
ing mushrooms submerged. 

When our work finished with the duPont laboratories in 
October, 1946, I set about to try to arrange for facilities 
for him to undertake his work in mushrooms. I succeeded 
in getting the Boyce Thompson Institute for plant research 
at Yonkers to let him use the facilities that he had been 
using there in connection with his citric work to work with 
the mushrooms. 

I might say there that in early November I arranged 
to take Dr. Szuecs down—— 


The Court: What year? 

The Witness: In 1946, I arranged to take Dr. 
Szuecs down in early November to visit, revisit Mr. 
Lambert and Mr. Lescarboura, as the Doctor wanted 
to discuss with them certain of his ideas. 


By Mr. Smith: 
Q. When did you recall Dr. Szuecs first disclosing to 
you the process that he intended to try out in carrying out 


submerged growth of mushroom mycelium? (45) A. Well, 
at least as early as 1945. 
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George M. Wiles—Direct. 


Q. And the details of the plan became known to you 
when? A. When we were riding around in Westchester 
visiting these various mushroom places in October and Sep- 
tember, 1946. 

Q. Do you know what use Dr. Szuecs made of the facili- 
ties which you arranged at the Boyce Thompson Institute, 
when these facilities were first used by Dr. Szuecs? A. 
They were first used in November, ’46. He started to get 
his stuff together to attempt experiments in submerged 
fermentation of mushrooms. He was running other experi- 
ments at the same time, but he was hopeful to develop some- 
thing that we could sell, and get the funds to carry it on. 

Q. What sort of contact did you have with Dr. 
Szuecs with his experiments during the period of time that 
you are talking about? A. I went up to Boyce Thompson 
very frequently, at least twice a month, and sometimes four 
or five times a month. 

Q. What did you observe when you went to the Boyce 
Thompson Institute? A. I saw these pieces of apparatus 
running with the material inside growing. 

Q. Do you see any apparatus that is similar to the ap- 
paratus that you saw at the Boyce Thompson Institute? 
A. Yes, on the table. 


(55) Q. Now, Mr. Wiles, tell us the nature of the 
apparatus and process that you saw when you visited Dr. 
Szuecs at the Boyce Thompson Institute? A. The appa- 
ratus was glass. At the bottom was a fritted disc. 

Below this dise was a glass tube that was connected with 
a hose that was connected to air. 

Between the hose and this glass was a filter. It was 
a mechanism to force air up through the disc into the bowl 
of the utensil. The utensil had a narrow neck, and it had 
a rod that came down that was called a stirrer. 
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On the end that went into the apparatus was a blade, and 
that blade would be connected so that it could be taken in 
and out and washed. In other words, the blade pivoted on 
this stirrer. 

Then there was a connection to prevent contamination 
to get in. It was sealed. 


The Court: Please keep your voice up. It is 
hard for the Court to hear you when you drop your 
voice. 

The Witness: The stirrer was connected with a 
(56) device that would cause it to rotate at a pre- 
determined speed. On the air intake there was a 
device so that the doctor could control the amount 
of air that was being put into the experiment. 

Into that glass utensil the doctor would put his 
nutrient solution. That is, the solution on which 
the organism was to grow. 


Then he would inoculate it with the mushroom, 
and after seven or eight days he had little pellets, 
mushroom pellets. 


By Mr. Smith: 


Q. I show you Plaintiff’s Exhibit 1, and ask you if you 
recognize the subject matter of that exhibit. A. That is 
the drawing of the type of equipment that was being used. 

Q. Now you will notice that the drawing, Plaintiff’s 
Exhibit 1, bears certain legends thereon, and I will ask you 
to describe what each of these legends refer to, starting 
with the legend A which is located on the outside of the 
shell shown. A. Well, A indicates the fritted disc or the 
filter through which the air was forced. E is the air intake 
tube. B was the place where the doctor forced his nutrient 
solution into the container. And C is where he inoculated, 
and also during the course of the fermentation withdrew 
small samples (57) to make his determination of how far 
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the operation had proceeded. D was the seal that he had to 
prevent the outside contaminated air getting into this. 

Q. You said D is a seal? A. I call that a seal. 

Q. Where is the stirring apparatus? A. The black 
line represents the stirrer that came down in which the 
upper end was affixed to a device which would cause it to 
rotate. This lower part is the blade which would turn 
around and keep the material in movement. 

Q. You are talking now of the horizontal bar that is 
black, and at the bottom of the other horizontal bar form- 
ing a ‘‘T”’’ in the center on the drawing? <A. Yes. 

Q. Could you describe exactly what use again was made 
of this apparatus? In other words, what went into this 
apparatus at the time that you saw the operations being 
carried out? A. The doctor would put in the nutrient with 
which he hoped to grow the mushroom, and he would in- 
oculate the material. As he would put in some mushroom 
spores they grow in this, the air would come through 


enabling them to live. The result was mushroom pellets. 


(63) Q. Can you describe the apparatus that was used 
in connection with the experiment that you saw on February 
8th? A. Yes. It was the same equipment that I described 
a few minutes earlier here. 

Q. And can you describe the nature of the outcome of 
the experiment that you saw on that day? A. Yes. The 
material was small pellets. One person who saw it said it 
reminded him of caviar. Very small. Smaller than peas. 
They were particles. 

Q. Could you make any statement as to the taste and 
flavor of the product which you were shown? A. The 
material had excellent mushroom flavor, taste. 

Q. Do you know what day of the week that was? A. 
It was a Saturday. I had taken my wife with me so that 
she could sample it. 
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Q. What did you do then, Mr. Wiles, in connection 
(64) with Dr. Szuecs’ experiment? A. The doctor was 
very excited about his success, and was most anxious to 
get various other strains, hoping to, by studying, he could 
find strains that would give still stronger flavor. He asked 
me to write to two people. He asked me to write to Dr. 
Duggar. I wrote to Dr. Duggar because Dr. Duggar for 
many years had been interested in mushrooms, and Dr. 
Szuecs felt that he would be best qualified to tell him where 
he could get certain types, certain strains. I also wrote to 
Louis Lescarboura, asking him to send Dr. Szuecs some 
brown mushrooms which Dr. Szuecs wanted to use in con- 
nection with his work. 


(101) Q. Mr. Wiles, would you please next read para- 
graph 4 of your letter of February 17, 1948, to which we 
have just referred? 


A. ‘‘He has now succeeded in cultivating mushroom 
mycelium in liquid media, entirely submerged with 
relatively small, but well distributed aeration in less 
than 10 days (probably considerably less). The ap- 
pearance of this mycelium is pearl-like and is of the 
consistency and form of caviar. You may have it in 
any desired size from 3mm to 10mm diameter. The 
mycelium is edible and botanically, and even more 
morphologically identical with parts of the fruiting 
body or sporophore, which, in itself, is only pseudo- 
tissue. In this connection, may I call your attention 
to the fact that mushrooms contain Riboflavin, 
(102) Thiamin, Nicotinic Acid and Panthothenic 
Acid.’ 


Q. Now that letter as an individual letter is in evidence 
for identification as Defendant’s Exhibit 5. In the para- 
graph that you have just read, how do you interpret the 
word ‘‘now’’? A. Exactly what do you mean how do I in- 
terpret it? I have sworn that the doctor reported to be back 
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on February 7, 1946, that he had succeeded in growing 
mushrooms submerged, and I have sworn that on the 8th of 
February, 1947, I went up and tasted some of the material. 

I have also sworn when you showed me that patent 
application which was dated some time in the latter part of 
47, December, I think, that I urged the doctor at that time 
to file a patent covering the deep process. 

Now I don’t think that’s any more strange that I should 
write a letter of that kind than to have Mr. Maclay of the 
Department of Agriculture in April, 1948, tell me that their 
work is just in its beginning stage and that they couldn’t 
give me samples, that I would have to wait until November. 

As a matter of fact, in April, ’48, I gave Mr. Souder of 
Campbell Soup Company some samples of material. At the 
time he was up and took away the samples I knew nothing 
about Humfeld’s alleged work. In fact, he was the one who 
mailed us a copy of the Science Article. He found it on his 
(103) desk when he went back to Camden, New Jersey. 

Q. Obviously you have misunderstood my question. 
The Paragraph 3 that you have just read refers to mycelium 
grown on a solid substrate. A. Paragraph 3—not Para- 
graph 3. The same which Mr. Riley wrote me about, the 
essence. It was samples of essence that Mr. Riley wrote me 
about. He wanted to know about the shelf life. 

Q. It refers to the solid substrate? A. The essence was 
taken from mycelium grown on solid substrate, that is right. 

Q. Now Paragraph 4 you just read starts off by saying 
‘‘He has now succeeded in cultivating mushroom mycelium 
in a liquid media.’’ A. Yes. 

Q. How do you interpret the word ‘‘now’’ with respect 
to the date of the letter? The letter is dated February 17, 
1948. Does ‘‘now’’ mean the date of the letter? A. No. As 
I explained, we were trying to interest the man in this 
essence so we could get some money from that and use the 
money. The doctor has always not wanted to rush and as 
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soon as you have an idea run and file a patent application. 
He is one of these conservative people who like to run many, 
many experiments and get all the facts before he files an 
application. 

(104) Now there is no more indication—I mean, I have 
sworn that back in December of ’47 I urged him when we 
were at the patent attorney’s office to file this thing. I have 
sworn that I saw the material back in February, ’47. 

Q. No, Doctor. Let me refresh your recollection. In 
Paragraph 2 of this letter that you have just read you 
stated: 


‘‘His oldest samples are only three months old.’’ 


A. That is right. 

Q. And you say that those were the samples of essence 
grown on a solid substrate? A. No; that essence that is 
made from the mycelium that was grown on a solid 
substrate. 

Q. Very well. A. Now wait a minute. Don’t try to 
infer that he has only been doing this three months. The 
gentleman was asking about shelf life, and I am simply tell- 
ing him that we haven’t kept any more than three months, 
so ‘we don’t have any idea what the shelf life would be. That 
is all that has to do with it. 


(203) JoserpH SzvEcs—Direct Examination. 


‘Question: Do you know of your own knowledge 
whether an apparatus of this kind was used in con- 
nection (204) with experiment 14?”’ 


By Mr. Smith: 


Q. Would you testify now about experiment 14 and 
the manner of its conduct, to the best of your recollection? 
A. Yes. I definitely recall this was my first successful 
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experiment producing by submerged cultivation as is writ- 
ten here, ‘‘A very good mushroom taste.’’ 

Until that time it was my belief that maybe it is not 
possible to produce the taste and the flavor of the mush- 
room by submerged way at all. 

Q. Exactly how long did you go about carrying out 
the experiment? A. HowI did that? It is described in the 
experiment which are the chemicals. 

Under 14 is described 42 grams scotch barley boiled in 
166 cubic centimeters tap water, and .8 grams potassium 
acid phosphate. After boiling for 30 minutes, suction 108 
grams. 

This means this material was extracted by boiling, 
filtered, and introduced to the fermenter, and set up to a 
volume of two liters. 

Q. What was the purpose of this step in the process? 
A. Pardon me? 

Q. What was the meaning of all this? What was this 
about? (205) A. To create submerged conditions. 

Q. Why did you put that material in there? What is 
it there for? A. They are the nutrients for the mushroom. 

Q. What else did you do in carrying out this experi- 
ment? A. I rotated it with pulleys. 

Q. Would you start at the beginning of the experiment 
as though you were going into the laboratory and explain 
every step that you would make? A. This nutrient solu- 
tion was created. 

Q. Now—— A. Pardon me? 

Q. If you can project yourself into the situation which 
you were going in with just the raw materials on hand, and 
describe how you would produce or reproduce experiment 
14 as you did it then. <A. Yes. 

This material described before was filtered, diluted to 
two liters water. This material was sterilized, and after 
sterilization introduced on the side of the lower part of the 
fermenter. That is described there by a number. 
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you were going in with just the raw materials on hand, and 
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Q. Perhaps it would help if you would describe the 
fermenter at this stage. A. Yes. The fermenter is basi- 
cally a Florence bottle. It is adjusted on the bottom with 
a sintered glass filter. (206) This filter is connected with 
a funnel-shaped connection to a rubber pipe. Through this 
rubber pipe air is introduced. 

On the side of the apparatus there are two outlets. 
One is a lower one where I introduced always a sterilized 
solution. The upper part is plugged by a cotton plug. This 
is created there for air escaping, and besides that, for taking 
samples during the development. 

This introduced sterile nutrient material was cooled off. 
After the cooling to room temperature, on the side opening 
which was cottan plugged, the mushroom was inoculated. 
During the cooling period the propeller was stirring always. 
The aeration went through too. All these factors are con- 
tributing to the quick cooling of the material. 

After inoculation, the growing of the mushroom started. 
Mostly it has taken until the next morning. At that time 
you can observe with the free eye the development of the 
mushroom. 

It went on in such a way for a period at that time seven 
or eight days. Now the process is developed to a stage 
that it is always accomplished in 30 hours. But at that time 
I had not that knowledge. 

After the growth was finished I have seen by sample 
taking and by looking through the wall of the Florence 
flask that the growth stopped or not obviously growing 
the material, and I harvested the material. 

(207) By harvesting the material I loosened the whole 
container, and I emptied the material, the harvested mush- 
room, on the upper right part of the fermenter. 

This material was collected and filtered through a Buch- 
ner funnel. 

Now the material was investigated. It was determined 
the dry weight. Sometimes the nitrogen content, and some- 
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times the carbohydrates were determined. But as a foremost 
thing it was determined that it resembled the mushroom 
in taste and flavor, because the whole purpose of the inven- 
tion is to create the mushroom taste and flavor. To proceed 
on a material without any taste or flavor of the mushroom 
is a valueless thing. It doesn’t have any meaning. For that 
reason it is emphasized in this first experiment ‘‘Very good 
mushroom taste.’’? By experience you know, you are most 
certain, since it is on your taste and smelling ability. It 
depends on circumstances. 

For that reason I didn’t rely on my judgment myself, 
but I invited all the people from the institute to taste and 
jadge that material. 

Q. Can you state what the product, the end product, 
of all this was? A. Yes. It was a caviar-like material, soft 
in tasting, and definitely having mushroom taste and flavor. 
No doubt about that. 

(208) Q. Was it a stalk or a cap? A. Pardon me? 

. Was it a mushroom stalk or cap? A. No, no. 

. What was it? A. It was rounded pellets. 

. What did it comprise? A. Out of mycelium tissue. 
. Did you eat any of this material? A. Very much. 


The Court: Comprised of what? 

The Witness: Of mycelium tissue. It was in 
taste and flavor undistinguishable from the com- 
mercial mushroom. 


OOOOH 


By Mr. Smith: 


Q. Now, the nutrient solution which you testified about 
in the first part of your answer to the last question, how 
would you characterize the nature of that nutrient? A. 
The nature? The nutrient requirement of the mushroom 
comprises the following things: First, a carbohydrate is 
needed. Secondly, a nitrogen-containing material is needed. 
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And very definitely does the mushroom have some mineral 
requirement. I satisfied all these requirements. 

Q. Is the nutrient organic or inorganic, or both? A. 
Carbohydrates could. be only organic. 

Q. This is a scientific fact? (209) A. It is a fact, sure. 

Related to the other parts, nitrogen and minerals can 
be used with the same effect on organic materials, but you 
cannot circumvent the requirement in carbohydrates. You 
must use organic material for that purpose. 

Q. You have testified in detail about the apparatus used 
in connection with experiment 14 in Plaintiff’s Exhibit 7, 
and as you have heard in the course of this trial, your testi- 
mony was different or at least not as complete in the inter- 
ference proceedings. As a matter of fact, with regard to 
experiment 14 you testified as follows with regard to the 
question of aeration and agitation: 


‘Question 79: Do you know at this time 


whether this Experiment 14 employed aeration and 
agitation as set forth in your patent application?’’ 


To which you responded: 


‘¢Answer: I cannot remember, but I can con- 
clude, because without aeration you cannot make 
such an experiment. But that I applied stirring, I 
do not know. Rather I conclude, because I was very 
familiar with the submerged technique, and to have 
the highest efficiency I need a stirrer. I may conclude 
that I used it, but I don’t remember. And in that 
relation there is no note here.’’ 


You are referring now to experiment 14. 

(210) Can you tell me why at this date you cannot de- 
scribe the equipment and apparatus and process as com- 
pletely as you did this morning? <A. In that Question 79 
it was pointed directly to that experiment 14. I was not 
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able to recall that experiment at that time. But since that 
time I carried out under the same circumstances many thou- 
sands of experiments, and my doubt was not related to the 
many thousands of the experiments, but that one. And later 
as I discovered this new evidence I have—— 

Q. What new evidence? A. This drawing, and I have 
seen the data which is in complete accordance with it. There 
is no doubt any more in my mind. 

Q. Would you say there is any doubt in your mind that 
there is aeration and stirring used in connection with exper- 
iment 14? A. No doubt. 

Q. Where was the air introduced? A. The air was in- 
troduced on the bottom. I had on my table a steady air con- 
nection there. 


(256) Mrs. JosepH Szvecs—Direct Examination. | 


Q. Would you state the nature of your further duties 
in connection with mushroom deep fermentation that you 
testified about? A. Yes. I have been there and worked 
there and helped, and I have seen how Dr. Szuecs inoculated 
the mushroom, started down on agars in test tubes or in 
petri dishes. 

Q. Then what would he do? A. Then he would observe 
the growth, and after a few days he would inoculate it in a 
deep fermenter, in liquid. 

Q. What was that liquid, if you know? A. The liquid 
was a nutrition solution. 


The Court: What? 
Mr. Smith: Nutrition solution. 


By Mr. Smith: 


Q. What was the fermenter like if you can describe it 
quickly? (257) A. The fermenter was a three liter bottle 
that is called a Florence flask. Below the Florence flask 
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was attached a sintered glass bottom where the air came 
through. This sintered glass bottom was connected with 
a rubber tubing to the aeration that came under the table 
where the apparatus was set up. 

Q. Were there any other parts to this equipment? A. 
Yes, 

Q. What were they? A. After it was inoculated there 
was a stirrer or propeller that was put in the glass, and 
then after that it was connected to the rotation. That means 
like ball bearings. Dr. Joseph Szuecs calls it pulleys, but 
it has a little ball bearing, and it was connected to it. Then 
the aeration was opened and started to stir day and night. 

Q. What were your duties in connection with the ex- 
periments? A. My duties were to prepare the apparatus, 
to wash them, and after, when the mycelium was taken out, 
so-called harvest, I had to filter them, wash them, and with 
vacuum suction eliminate the water from it. 

Q. Do you recall if the experiment that you partici- 
pated in ever became successful or not? A. Yes, I do. 

Q. What was the nature of that? (258) A. Well, I 
ate first the mushroom mycelium. The first ones were not 
so good, but I remember when I ate the first good mush- 
room taste. 

Q. When was that? A. I happen to know becanse it 
happened to be my marriage anniversary, and that was on 
the 7th of February, 1947. 

Q. When were you married? A. The 7th of February, 
1944. 

Q. Do you recall anything being done? A. I was very 
happy about that because that was a big present. If you 
happen to be a scientist’s wife, you don’t expect diamonds. 
You are very happy with mushroom mycelium. 

Q. Can you tell what happened after the conclusion of 
the test that you have characterized as producing mycelium 
that had flavor? <A. Yes, I recall. 
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Q. What happened? <A. Dr. Szuecs called Mr. Wiles 
and he said to him on the phone that he has a good. result 
and good mushroom taste and flavor. He asked him to 
come to Yonkers, New York, to see the product and taste 
it, which he did, the next day. 

Q. Did you actually see the material that you have tasted 
harvested from the fermenter? A. Yes, I did. 

(259) Q. Was that the same material that was given to 
Mr. Wiles the next day according to your testimony? A. 
Yes. It was the same material. 

Q. Did you see the experiment result of February 7th 
in the process of being operated? A. Yes, I did. 

Q. Did you participate in the making of those experi- 
ments? A. No. I was just there as a technician, and I 
participated when it was ready, as I said before, I washed 
the mycelium and helped. 


& * * * & * 


(269) Sumter F. Wanpverxr—Direct Examination. 


Q. Is it your statement then that you came into contact 
with Dr. Szuecs in connection with your work? <A. Yes, 
with the work, that is right. 

(270) Q. And that was at the Boyce Thompson In- - 
stitute? <A. Yes. 

Q. Do you know what sort of work Dr. Szuecs was 
engaged in, if you know? A.. Frankly, I don’t. 

Q. Did you ever do any work for Dr. Szuecs in con- 
nection with your employment as an artist at the Boyce 
Thompson Institute? A. Yes, I did. 

Q. Did you do this often, and in the regular course of 
your business? A. Well, I, yes, I did. I don’t—I made that 
drawing but I couldn’t tell you whether there were many 
more—— 

Q. I have here a drawing which we can mark Plain- 
tiff’s Exhibit number 100 (for this trial the correct exhibit 
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number is Plaintiff’s Exhibit No. 1) for identification and I 
ask that it be marked. 


(Plaintiff’s exhibit number 100 marked for iden- 
tification, for this trial, as Plaintiff’s Exhibit No. 
1.) 


Q. Now, I hand you a drawing marked Plaintiff’s Ex- 
hibit number 100 for identification and I ask you if you 
have ever seen that drawing before? <A. Yes, I have. 

Q. Do you know who made that drawing? <A. I did. 

(271) Q. And what equipment were you shown or how 
were you instructed in the making of this drawing? A. He 
had the apparatus down there. I mean, this part of it. It 
was separate. 

Q. Who had the apparatus? A. Dr. Szuecs. 

Q. Where did he have the apparatus? A. He brought 
it down to me. 

Q. Where were you at that time? A. In our depart- 
ment at the Boyce Thompson Institute. 

Q. What did he instruct you to do? A. It’s really been 
so long. He gave me the piece of apparatus—— 

Q. And you made a drawing from it? A. And I made 
the drawing from the apparatus. 

— Q. Now, I ask you—— A. Excuse me—— 

' Q. You have been referring to the obverse of this 
drawing which shows a long flask with a rod extended down 
through the center? A. Yes. 

Q. And then an indulator at the bottom marked ‘‘H’’. 
Is that correct? A. Yes. 

Q. Did you ever visit Dr. Szuecs’ Laboratory and see 
(272) this equipment in operation? A. I have passed by. 
I never was—shall we say it was never explained to me. 

Q. I ask you to look at the reverse of this drawing and 
state what you see there? A. A stamp that our depart- 
ment—it is our official stamp at the time. Every drawing or 
chart had this stamped at the back. 
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Q. That was included in the regular course of your 
business? A. Everything was marked like that with the 
copy, photo number, and everything else. 

_ Q. There is a notation here that says ‘‘date in 1/18/47, 
out 1/23/47.’ 

What would that mean? A. The dates that it was 
brought down to our department to be drawn and the date 
that it was completed. 

Q. That would be—? A. The drawing was completed. 

Q. So that the date out would be the date? A. The 
date it was given back to him and the drawing—in other 
words—the finished drawing. 

Q. I notice here a comment: 


‘Drawn by S. F.’’ 


A. That were my initials before. 

(273) Q. Before what? A. Before I was married. 

Q. What was your name before you were married? 
A. Shirley Frederick. 

Q. And it says also: 

‘‘Okayed’’, by what apparently is ‘*P. 8.”’ 

Would you know who that was? <A. I assume that is 
Dr. Szuecs’ signature. 

Q. You did not put that on there? A. No. 

Q. You did however put the dates on? A. That is my 
writing, yes. 

Q. And the initials ‘‘SR’’ is in your handwriting? 
A. Yes. 

Q. As far as you can see there have been no alterations 
on the obverse of this drawing since the time that you made 
it, to the best of your recollection? A. On the back here 
you mean? 

Q. No, on the front. A. No, not that I know of. 

Q. Can you describe from this drawing the equipment 
that was actually given to you to make this drawing from? 

Was it made of steel or glass or what was it? 

Do you recall? A. Glass, I think it was glass. 
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APPELLANT’S REPLY BRIEF 


Appellee’s brief is a rather obvious attempt to belatedly re- 
frame the issues on appeal. Appellee’s apparent psychology 
is to present arguments not only on newly presented irrelevant 
issues but so revolutionary as to normally draw forth retorts 
and thus accomplish the objective of diverting attention from 
the real issues. For example, Appellee urges that Rule 52 (a), 
of the Federal Rules of Civil Procedure, does not permit an in- 
quiry by this Court “into the veracity and credibility of wit- 
nesses and their testimony unless ‘clearly erroneous’ ”’. Aside 
from being irrelevant, such a premise is wholly unsound since 
the phrase “clearly erroneous” has reference, and solely so, to 
the trial court’s “findings of fact” and not to the veracity of 
witnesses. 

In its appeal Appellant in no way challenged or attacked the 
veracity of Appellee’s so-called corroborative witnesses. To 
the contrary, Appellant repeatedly urged in its main brief that 
if the testimony of Appellee’s witnesses is truthful and is to be 
believed, there is then no corroboration of Appellee’s allega- 
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tions of reduction to practice. It certainly is not difficult to 
believe the testimony of Wiles when he repeatedly asserted 
that he was not present at Appellee’s laboratory, where the 
alleged reduction to practice occurred, at any time between 
January 25, 1947 and February 8, 1947. It was during this 
interval that Szuecs allegedly reduced the process to practice. 
Appellant also urged, in its main brief, that this Court believe 
the testimony of Mrs. Szuecs, the only other witness on behalf 
of Appellee, when she testified that she did not know whether 
she was present throughout the period over which the experi- 
ment was allegedly conducted; that she did not know how long 
the experiment took; and that she did not know what her hus- 
band had mixed together in order to obtain the product alleg- 
edly tasted by herself and Wiles on February 8, 1947. 

For a decision on the real issues before the Court on this 
appeal, we are not interested in allegations of Appellee’s brief 
regarding the time, place and disclosure, if any, of conception 
of broad unproved and untried ideas of growing mycelium in 
aculture. We are only concerned with the question of whether 
the District Court clearly erred in concluding that there was 
corroboration for Appellee’s allegations of actually and suc- 
cessfully performing the specific process in issue over a 7-day 
period ending February 7, 1947. Similarly in the absence of 
corroboration of the alleged performance of the process, it is of 
no concern whether or not a draftsman made a drawing of 
the equipment used prior to the alleged reduction to practice 
for other types of experiments. 

Lastly, with respect to Appellee’s brief, we recognize the at- 
tempt therein to minimize the effect of the letter of February 
17, 1948, (quoted at pages 14-16 of his brief). Appellee com- 
ments only on the first two paragraphs to divert attention from 
the fourth paragraph in which it is admitted on behalf of 
Szuecs that “He has now succeeded [i. e., more than a year 
after his alleged reduction to practice and subsequent to the 
filing of Humfeld’s patent application] in cultivating mush- 
room mycelium in liquid media * * *”. 

With the above recognitions of Appellee’s attempts to divert 
attention, Appellant reiterates its firm stand that there can be 
no “thorough conviction” of a reduction to practice of the 
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process in issue by Szuecs during the 7 or 8 day period preced- 
ing February 8, 1947, in the absence of corroboration by wit- 
nesses who attended the alleged reduction to practice, who were 
aware of the elements forming the liquid nutrient media used 
as a culture, and who understood the process allegedly per- 


formed. 
SUMMARY OF FACTS AND ISSUES 


A concise summary of facts and issues now before this Court 
follows: 

The Patent Laws which govern the present matter before 
the Court, are well condensed in Rule 257 of the Patent Office 
Rules of Practice. That rule provides that “the parties to an 
interference will be presumed to have made their inventions in 
the chronological order of the filing dates of the applications 
for patents involved in the interference.” Appellant’s assignor, 
Humfeld, was the first to file an application for patent (on 
January 23, 1948) for the process in issue. Hence, as further 
provided in that rule, “the burden of proof will rest upon the 
party who shall seek to establish a different state of facts.” 

The Appellee Szuecs, who sought to establish a different state 
of facts, failed in his burden to prove priority of invention when 
the matter was before the Patent Office because of lack of cor- 
roboration for his allegations of the completion of a reduction 
to practice of the process in issue on February 7, 1947. 

The United States District Court overturned the decision 
of the Patent Office by concluding that the testimony of Szuecs, 
appellee here, “and of witnesses in corroboration thereof, which 
testimony the Court finds to be testimony which in character 
and amount carries thorough conviction, that the plaintiff 
[Szuecs] reduced the process to practice on February 7, 1947, 
and that he was first to reduce the process to practice” and “was 
the first inventor.” 

Through this appeal, Appellant, assignee of Humfeld, sub- 
mits that the findings of fact of the District Court must be set 
aside as clearly erroneous because there can be no “thorough 
conviction” * that the Patent Office erred in its decision in the 


* Morgan v. Daniels, 153 U. S. 120; Esso Standard Oil Co. v. Sun Oil Co., 
97 U.S. App. D. C. 154. 
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absence of corroboration of Szuecs’ allegations of successful 
performance of the specific process in issue over a 7 or 8 day 
period ending February 7, 1947. 

For the purpose of corroborating his aforesaid allegations, 
Appellee Szuecs limited his proofs on this paramount point, 
of corroboration, to the testimony of his business associates 
Wiles and his wife, Mrs. Szuecs. Neither of those witnesses cor- 
roborated Szuecs’ allegations and there was no other testimony 
upon which the District Court could have predicated its ulti- 
mate findings just quoted and referred to as clearly erroneous. 
Furthermore, the citations to the direct testimony in Appel- 
lee’s findings adopted by the District Court are not supportive 
of the propositions for which cited and the testimony on cross 
examination completely refutes the excerpts cited. 

The testimony of those two witnesses was against, or detri- 
mental to, their own personal interests, and to the interest of 
Szuecs, for whom they testified. The veracity of those wit- 
nesses and their testimony, particularly on cross examination, 
is not challenged by Appellant. It must therefore stand as 
proof of their inability to corroborate Szuecs’ allegations. More 
specifically, Wiles admitted that he did not go back to the 
laboratory (in which Szuecs allegedly performed the 7 day 
process), after his visit on January 25, 1947, until February 8, 
1947, i. e., after Szuecs had “told” Wiles that he, Szuecs, had 
completed his Experiment 14, allegedly the process in issue. 
(See testimony at pp. 33a, 34a, and 36a, of the Appendix to 
Appellant’s main brief). 

Of significance was the testimony of. Appellee Szuecs that he 
regarded it “strange that she [Mrs. Szuecs] is a witness” and 
that “She is not a scientist. She washed the apparatus and 
that’s all naturally.” (R.360). Mrs. Szuecs confirmed the 
latter statements in her testimony. (R. 257,327, 329 and 341). 
Mrs. Szuecs further testified that “I don’t remember if I was 
present” when Dr. Szuecs allegedly made up the nutrient solu- 
tion of the process; that “I don’t know how long” the process 
took for performance; that “I don’t know” if anything over and 
above the recorded elements of Experiment 14 were added; 
that she “was just there as a technician”; that she did not 
know “how he made the solution. I am not a chemist. I 
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could not understand that.” (See citations at pp. 19 and 20 of 
Appellant’s main brief). 

The testimony of Wiles and Mrs. Szuecs regarding the exist- 
ence and sampling of a product on February 8, 1947 (i. e., after 
the alleged completion of the process) and the hearsay that 
Szuecs told them that it was a resultant product of his Experi- 
ment 14, cannot be considered as corroboration of Szuecs’ alle- 
gations of a previous 7 day performance of the specific process 
in issue. The statement in Appellee’s brief, at page 13, that 
the existence of a product on February 8, 1947, is fact proof 
that it could have only resulted from Szuecs’ performance of 
the process in issue is simply unsupported wishful thinking of 
Appellee’s counsel since there is not an iota of evidence in sup- 
port of such a conclusion. 

Contrary to the contention in Appellee’s brief, Appellant’s 
main brief is replete with decisions of this Court and others 
which uniformly reiterate the requirement of corroboration as 
a condition precedent to the establishment of actual reduction 
to practice of a specific invention. 

For the foregoing reasons, initially urged in Appellant’s 
main brief, the judgment of the District Court should be 
vacated as based on findings clearly erroneous and that Court 
directed to dismiss the complaint below. 

Respectfully submitted. 

Grorep CocHran Dovs, 
Assistant Attorney General, 
Ouiver GAscH, 
United States Attorney, 
E. R. WEISBENDER, 
A. K. GEER, 
Attorneys, 
Department of Justice. 
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